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PART I 


TRENDS IN THE LAW OF DISTRIBUTION* 
Isaac W. Diggest 


During the past generation there has been created and developed in the United 
States what might be called the law of distribution, a general term which I shall 
use to encompass those laws and court decisions which affect the advertising, 
marketing, selling and communication facilities of the American business com- 
munity. 

Am I in the proper forum to discuss that development? I believe so, for I am 
conscious that you are here as representatives of the producing industries of 
America whose operations are deeply involved in the distribution process, rather 
than simply as technicians in the art of advertising and I shall, therefore, in non- 
technical fashion trace the birth and expansion of a new legal and legislative 
philosophy which vitally affects the movement of goods and services of the mem- 
ber-companies of the Association of National Advertisers. I shall likewise at- 
tempt to show the broad significance of this new body of law, and allude to present 
trends as well as trends which reasonably might be anticipated in the near future. 

The law of distribution completes the cycle of the regulation of business by 
government. First, we had the regulation of transportation with the creation of 
the Interstate Commerce Commission. Next, we had limitations placed upon pro- 
ductive combinations, through the Sherman Act. Then, we had the regulation of 
the credit structure through the Federal Reserve Act. Finally, we have the series 
of laws and court decisions which affect distribution. The Sherman Act dealt 
with restraints on production and pricing combinations which stifled competition. 
The Federal Reserve Act gave the country a modern credit structure which carried 
us successfully through two World Wars. The law of distribution, spelled out by 
Acts of Congress and judicial interpretation, imposes a code of conduct on selling, 
advertising, marketing, and communications facilities. 

The law of distribution is found among many Acts of Congress and court de- 
cisions. On the national scene, we have seen the origin of a Federal Trade Com- 
mission, with its powers latterly increased, a revitalized food, drug and cosmetic 
law, a Securities and Exchange Commission, a Clayton Act and its late-born child, 
the Robinson-Patman Act, a Federal Communications Act, a Federal Fair Trade 
Law, and finally, the Lanham Act to create substantive rights in trade-marks. At 
the same time, we have witnessed the disappearance of caveat emptor (let the 
buyer beware) in the law of advertising to be replaced by the principle: caveat 
venditor (let the seller beware). 


* Delivered before the 39th Annual Meeting of the Association of National Advertisers in 
New York City on October 27, 1948. 

+ Member New York Bar, Member Lawyers’ Advisory Committee of the United States 
Trade-Mark Association. 





1044 THE TRADE-MARK BULLETIN 38 T.-M. R. 


The law of distribution as embodied in Acts of Congress has two facets: one 
facet which affects the incidents of competition, such as the Federal Trade Com- 
mission Act, food, drug and cosmetic legislation, the new trade-mark law, and the 
Securities and Exchange Act, and another facet which directly affects the pricing 
structure, such as the Robinson-Patman Act and the Miller-Tydings Act. 

All of these laws came into being under Democratic presidents. As amended, 
all but two of them represent the socio-economic philosophy of the Roosevelt 
years. The exceptions are the Miller-Tydings Act, designed to legalize Fair Trade 
in interstate commerce, which a reluctant President signed only because it was ap- 
pended to an essential appropriation bill, and the Trade-Mark Law of 1946, which 
was spawned by business, but hatched in the private and not too friendly hearings 
of a Senate sub-committee, and, therefore, constitutes a curious amalgam of good 
and evil. 

All of the Acts of Congress and the decisions of our courts, which comprise 
the Federal law of distribution, demonstrate an increasing interest of government 
in marketing, advertising, selling and communications. Likewise, all but one of 
these enactments (the Food, Drug and Cosmetic Act) add to the quasi-judicial 
powers of government administrative agencies and lessen the jurisdiction of the 
courts. 

The courts have now had a chance to live with the law of distribution (with 
the exception of the new trade-mark Act, which has had only sparing attention to 
date), and the courts have given their interpretations of the law. The courts have 
not done violence to the social purposes embodied in the broad langtiage of the 
Acts of Congress which I have mentioned as they have understood those Acts, nor 
have they overlooked the obligations of the advertising profession to the public. 
In alluding to principles of interpretation of Congressional statutes employed by 
the Supreme Court, in the absence of Congressional rules on the subject one of its 
justices recently stated: “For the individual justice to be left so much at large 
presents opportunity and temptation to adopt interpretations that fit his predilec- 
tions as to what he would like the statute to mean if he were a legislator.” 

In any event, some judicial interpretations of Congressional Acts in the field 
of distribution have caused widespread comment and activity. For example, 
Senator Capehart, of Indiana, heading a Senate sub-committee on trade practices, 
has created an advisory board of thirty-five (35) which is now preparing material 
for hearings on the current basing point controversy. The Small Business Com- 
mittee of the House of Representatives is conducting a general investigation of the 
Federal Trade Commission. The Hoover Commission, with the aid of Owen D. 
Young, ex-Senator LaFollette and Professor Bowie, of Harvard, is also making a 
study of that agency. Finally, there is the campaign of Congressman Joseph 
O’Hara, of Minnesota, to revise Federal Trade Commission procedure by obliging 
the Commission to try its cases in the Federal courts, rather than to combine the 
functions of judge, jury and prosecutor within the four walls of the Commission. 

Some of this ruction appears unjustified at the present time. Let us look at 
the basing point question as an illustration: A large segment of the manufacturing 
community seems to believe that recent Supreme Court decisions have knocked the 
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props out from under the whole delivered price system. My study of the situation 
leads me to believe that this is not so. In the Corn Products case, a decision 
which is still the law of the land, the Court stated that the legislative history of 
the Robinson-Patman Act indicates “that Congress was unwilling to require f.o.b. 
factory pricing, and thus to make all uniform delivered price systems and all bas- 
ing point system illegal per se.” This conclusion of the Court finds justification 
in the record, for it is a fact that during the past ten years or so, Congress has 
emphatically refused on three occasions to enact legislation against a delivered 
price system, although specifically urged to do so. A House Judiciary Committee 
amendment to the Robinson-Patman bill itself, making f.o.b. pricing mandatory, 
was opposed by the House on the ground that it invited basic economic objection ; 
the Committee withdrew it. Therefore, the present law is that short of a combina- 
tion to fix prices, the only factor that can convert a delivered price system into a 
violation of the Federal anti-discrimination statutes would be a difference in price 
to competing customers not justified by a savings in the cost of manufacture, sale 
or delivery. Price in a legal sense means the price to the customer and not what 
the seller’s books show he actually retained in the final analysis after paying freight 
charges. Therefore, if two competing customers are billed the same amount at the 
point of delivery, the prices are identical and not discriminatory. We should not 
be led astray by confusing price, in a legal sense—arrived at by what a willing seller 
will accept and a willing buyer will pay—with price in an economic sense, which 
may mean what the buyer receives after paying the costs of delivery. 

Until now, the only cases where basing points have been involved in the courts 
were either where there was a different delivered price to competing customers as 
in the Corn Products case, or where multiple basing points, involving heavy homo- 
geneous products, were employed as a means of price determination, as in the 
Cement Institute case. 

But there are deeper causes for the commotion than just the single question of 
basing points. Let us briefly examine a few of them. 

The public is restless about the Supreme Court itself. Not uncommonly we 
hear it said today that the Supreme Court has become a debating society. Sharp 
differences within the Court are brought to the public notice. Only recently two 
dissenting justices proclaimed that the Court had made itself subservient to an ad- 
ministrative agency and that such “is not the law which Congress enacted or which 
this Court has uniformly stated until today.” This kind of language leads the pub- 
lic to believe that the Court is abrogating its judicial functions to quasi-judicial 
agencies of the executive branch. To those who have been bred in the Anglo-Saxon 
tradition, entitling every man to his day in court, an expression of this sort emanat- 
ing from members of our highest court, carries unhappy connotations. It sug- 
gests a Statist philosophy where the Government decides the welfare of the citizen 
rather than that respect for the individual’s rights which we have always under- 
stood to be part and parcel of our heritage. Despite the recent efforts on the part 
of the executive branch of the government to place more flexibly-minded judges 
on the Supreme Court, the fact is that dissents in the opinions of the Court have 
risen from 16 per cent in 1935 to 64 per cent in 1946. While we might agree with 


——— 
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Justice Holmes that the provisions of the Constitution ‘‘are not mathematical for- 
mulas having their essence in their form” but are “organic living institutions trans- 
planted from English soil” the public is concerned with the lack of certainty among 
our judges as to just what our living institutions are at a given time. Business, 
particularly, is concerned to know whether property rights should be given less 
protection than other constitutional rights. 

Then again, the Congress is restless both of the courts and the executive. It is 
in an insurgent mood, deriving from the existing imbalance caused -by a powerful 
executive and policy-making judges on the one hand, and a complacent legislature 
on the other. Having been held in leash by a strong President for many years, it 
is re-asserting its right to legislate, rather than to see that function taken over by 
administrative agencies. Let us take one illustration of the new Congressional 
mood, the Taft-Hartley Law, which spells out Congressional intent with precision 
and with a minimum of ambiguity. Contract, for example, the bill of particulars, 
in our new labor law, with the broad language of the Federal Trade Commission 
Act, which with a wide brush declared all ‘unfair methods of competition” in inter- 
state commerce to be unlawful. The comparison is not the most felicitous that 
might be chosen but I use it merely as a means of showing the changing Congres- 
sional mood. 

The move to oblige administrative agencies dealing with justiciable controver- 
sies to try their cases in the courts, is gradually gaining a wider understanding and 
endorsement from the public. The O’Hara bill, designed to have the Federal 
Trade Commission try its cases in the Federal Courts, has just now received the 
backing of the American Bar Association, after spirited debate. Apparently, it 
was realized by lawyers that the Administrative Procedure Act did not reach to 
the root of the matter. Your own association was more perceptive. It was the 
first among trade groups to sponsor the O’Hara bill and was quickly followed by 
other important organizations.* 

Having looked at current dissatisfactions with the application of the law of 
distribution, it might be well at this point, before examining into trends that may 
be anticipated, to look briefly at the principles that comprise the law of distribution. 

Some of the more important ones appear to be: 

1. Competition must be fair as between competitors. 

2. The public is entitled to protection against deception, misrepresentation and 
fraud, even though competition is not harmed. 

3. The public is entitled to informative and accurate facts, and the noncon- 
cealment of material facts, regarding products which might affect the public health 
and safety. 

4. The public is entitled to protection against unjustified inferences, double- 
meanings and misleading innuendoes in the advertising message, even though the 
bald facts may be truthfully stated. 

5. The public sought to be protected includes the gullible and the stupid, the 
sub-average and the less favored, and not alone the ordinary prudent man. 


* Editor's Note: The United States Trade-Mark Association testified in support of the 
O’Hara Bill at hearing before the House Interstate and Foreign Commerce Committee, April, 
1948. 
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6. The small merchant is entitled to live, even though his larger competitor can 
out-buy or undersell him. 

7. Competing resellers are entitled to receive proportionally equal treatment 
in price, monetary allowances and services, except, as to price, where demonstrable 
savings in manufacture, selling costs or freight can be shown as a justification for 
a price difference. 

8. Brand names must be used in such a way as to indicate the commercial 
origin of the product and to afford protection to the consumer against deception 
or lack of quality. 

9, The public must be accurately informed as to securities offered for sale. 

Finally, as to trends: I anticipate no basic change in the law of distribution at 
the incoming session of Congress, although there may be changes of method in the 
regulation of business. In that connection, it may be well to watch for the intro- 
duction of legislation which would require one or more of the quasi-judicial agen- 
cies to try litigated cases in court, or legislation to transfer jurisdiction of foods, 
drugs and cosmetic advertising to the Federal Security Agency (which I oppose), 
or proposals to clarify and simplify the new trade-mark law, or proposals to for- 
malize trade practice conferences, or proposals relating to the pricing structure 
with particular emphasis upon f.o.b. factory sales methods as distinguished from 
basing points and delivered prices. Be that as it may, nothing in the political 
thinking of the major parties as disclosed in the campaign now closing shows any 
basic change of point of view towards the social aspects of regulation of distribu- 
tion as enacted in the Roosevelt era. 

A trend to make the law more definite and certain is assuredly to be anticipated. 
Congress seems to be dipping into the pages of history to discover an old Latin 
axiom that “the best law leaves the least discretion to the judge.” In its present 
mood Congress, distrustful both of the administrative and judicial branches, is apt 
to delimit precisely future grants of power to the administrators of government. 

Congress, having streamlined itself under a recent law, is going to call for 
streamlining in the executive branch. The seemingly successful candidate for the 
Presidency has expressed similar views. This trend, if followed may add up to a 
more efficient government but not necessarily to a smaller Federal establishment. 
The businessman must accept that proposition because the pressures of commercial 
enterprise have destroyed all State boundaries in an economic sense. As State 
boundaries become meaningless State controls tend to be superseded by national 
controls. This being so, the relationship of government to business in 1948 can- 
not be said to be a static thing. With the continuing integration of our economic 
structure and an expansion of community interdependence, we will see more, rather 
than less, interest of government in business, though business may be offered a 
larger role in the formulation of policies, if it is ready to accept such a role, rather 
than to remain the whipping post of government as it was in the thirties. 

The self-evident trends I have expressed convey a message to business. A 
great French philosopher once cried out: “I think, therefore, I am.” The negative 
side of that faith is just as true. “I don’t think, therefore, I am not.” Every- 
where in America we are witnessing a delegation of function. Capital delegates 
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its protection to management ; government delegates wide power to bureaus ; busi- 
nessmen employ paid advocates to do their contact work at Washington. These 
sorts of delegations can go too far and amount to a loss by inanition of the vigor 
of democracy where the tool may become more important than its creator. If it be 
true that the Federal government will continue to exercise a vigorous interest in 
the regulation of business, then the owners and stewards of business must them- 
selves become more active and more vocal in their relationships with government. 
With the inquiries now afoot affecting the distribution process which I have men- 
tioned, a good place to start becoming active is with those current and important 
questions. 

Government also has an obligation to advise business what the rules of the game 
are at any given time, especially where criminal statutes are involved, and some 
laws affecting distribution do carry criminal penalties for violation. It is not right 
that businessmen should be kept guessing as to what the rules are. More expert- 
ness and definiteness in drafting laws will be an aid to the harassed business execu- 
tive. More candor on the part of enforcement officers would also be of help. 


FALSE ADVERTISING AS A COMPETITIVE TORT* 
Rudolf Callmann+ 


“Diguise defeats the very end and object of legitimate competition, which is 
the free choice of the public.’ It is unlawful, therefore, to advertise or offer 
goods or services by means of false statements or other deceptive manipulations 
which are likely to mislead a customer with respect to business status and relations, 
quality, origin, manufacture or price of goods, and any other elements essential 
to the bargain; and thereby to deny a customer the opportunity to judge freely. 
For, in the competitive contest, constructive effort is the basic and permissible 
weapon, with the customer in the role of umpire. The law in this field expresses 
the economic judgment that competitors should invite patronage by affording to 
buyers opportunity to judge freely the quality, price and service each offers, as the 
product of his own effort and skill. 

In the cases involving false advertising, however, the deception has been re- 
garded as a tort only against the customer, and the competitor has been afforded no 
redress unless he was in a position to prove special damage. The courts have not 
as yet recognized that, as against the competitor, such deception is another means 
of unfair competition and constitutes an independent tort. 

Yet, in fact, false advertising injures every competitor. Everyone who tries 
to increase the profits of his business enterprise by methods not in accordance with 
the conduct of honest businessmen introduces into the competitive arena factors 


Reprinted from the Columbia Law Review, Vol. 48, No. 6, September 1948. 

* This article deals only with judicial treatment of false advertising, and not with remedies 
available before the Federal Trade Commission. The introductory portion and first section are 
substantially derived from the author’s treatise “Unfair Competition and Trade-Marks” (1945). 

+ Member New York Bar; author of “Unfair Competition and Trade-Marks.” Contributing 
Editor, THe TrApE-MARK REPORTER. 

1. Pillsbury v. Pillsbury-Washburn Flour Mills Co., 64 Fed. 841, 846 (C. C. A. 7th 1894). 
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capable of falsifying the basis of comparison. As in a game, the winner should 
not be the competitor who wangled an advantage by means which had no connec- 
tion with his ability to participate in the contest. 

Although the extent of the damage may not be susceptible of ready measure- 
ment, the injury is none the less real. The impossibility of calculating precisely 
the harm wrought is not peculiar to false advertising. The same difficulty attends 
cases involving disparagement or trade-mark infringement, where the courts, ap- 
parently recognizing that substantial though uncertain injury is appropriately the 
province of equity, have not hesitated to grant injunctive relief. In the field of 
false advertising, however, the courts have failed to protect the honest competitor 
and have almost completely abdicated their judicial function; they have failed to 
exploit the creative power of equity merely because of the Federal Trade Com- 
mission’s authority to issue cease and desist orders if and only if this was in the 
public interest. The few cases that evidence this development make sad reading 
indeed. 

I. The Law of the American Washboard Case 


The leading case in this field is American Washboard Co. v. Saginaw Mfg. Co? 
There the sole manufacturer of aluminum washboards sought an injunction against 
one who manufactured a competing zinc board, falsely represented as aluminum. 
A distinguished federal court (Judges Taft, Lurton and Day) held that, absent 
any evidence of “passing off,” such a misrepresentation could not be restrained. 
The court said: 


Applying this doctrine to the allegations of complainant's bill, we do not find it any- 
where averred that the defendant, by means of its imitation of complainant’s trade-mark, 
is palming off its goods on the public as and for the goods of complainant. The bill 
is not predicated upon that theory. It undertakes to make a case, not because the de- 
fendant is selling its goods as and for the goods of complainant, but because it is the 
manufacturer of a genuine aluminum board, and the defendant is deceiving the public 
by selling to it a board not made of aluminum, although falsely branded as such, being 
in fact a board made of zinc material; that is to say, the theory of the case seems to be 
that complainant, manufacturing a genuine aluminum board, has a right to enjoin others 
from branding any board “Aluminum” not so in fact, although there is no attempt on the 
part of such wrongdoer to impose upon the public the belief that the goods thus manu- 
factured are the goods of complainant. We are not referred to any case going to the 
length required to support such a bill. It loses sight of the thoroughly established princi- 
ple that the private right of action in such cases is not based upon fraud or imposition 
upon the public, but is maintained solely for the protection of the property rights of com- 
plainant. It is true that in these cases it is an important factor that the public are de- 
ceived, but it is only where this deception induces the public to buy the goods as those 
of complainant that a private right of action arises.® 


The court conceded that it was “doubtless morally wrong and improper to im- 
pose upon the public by the sale of spurious goods,’* but held that there was no 
basis for a private right of action unless a property right of the plaintiff had actually 
been invaded. “There are many wrongs which can only be righted through public 
prosecution, and for which the legislature, and not the courts, must provide a rem- 





2. 103 Fed. 281 (C. C. A. 6th 1900). 
3. Id. at 284-85. 
4. Id. at 285. 
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edy. Courts of equity, in granting relief by injunction are concerned with the 
property rights of complainant.”° 

The court ignored the fact that the action for unfair competition is not founded 
upon a violation of property rights but upon the failure to respect an affirmative 
code of ethics that stems from the competitive relationship,® and then further con- 
fused its decision by injecting a highly dubious argument on the ground of public 
policy: To recognize that the complainant had a cause of action would, the court 
reasoned, “open a Pandora’s box of litigation,” for “a person who undertook to 
manufacture a genuine article could suppress the business of all untruthful deal- 
ers, although they were in no wise undertaking to pirate his trade.” The net effect 
of this case is to leave a court of equity impotent, in the absence of legislative au- 
thorization, to prevent the marketing of articles under the name of a material of 
which, in fact, they are not made. 

The court distinguished the case before it from those in which geographical 
names were protected against a misleading use by one having no valid connection 
with the area whose name he exploited.” Those holdings, said the court, were 
based upon the doctrine of “passing off,’ as enunciated in Gage-Downs Co. v. 
Featherbone Corset Co.° In fact, however, this doctrine, as established in trade- 
mark cases, refers to passing off one’s goods as those of another and should not be 
invoked in geographical name cases where goods of a certain quality or origin are 
passed off as goods of a different quality or origin. In this latter sense of “pass- 
ing off,” there is no distinction between the geographical name cases and the Ameri- 
can Washboard case.” 

Finally, in answer to the contention that, since plaintiff had a monopoly of 
aluminum, designation of the defendant’s goods as “Aluminum” of necessity con- 
stituted passing them off as the plaintiff’s, the court added: “We are not referred 
to any case, nor can we think of any reason why one who has obtained a monopoly 
in the material of which his goods are made should have any broader rights in 
protecting his trade-name than another who is engaged in competition in the same 


line of business.”™ 


5. Ibid. 

6. See 1 Callman, “Unfair Competition and Trade-Marks,” § 3.1 (1945). 

7. 103 Fed. 281, 285-86. 

The court cited with approval! the following remark by Mr. Justice Bradley in New York & 
R. Cement Co. v. Coplay Cement Co., 44 Fed. 277, 278 (C. C. E. D. Pa. 1890): “The principle 
for which . . . [complainant] contends would enable any crockery merchant of Dresden or 
elsewhere, interested in the particular trade, to sue a dealer of New York or Philadelphia who 
should sell an article as Dresden china, when it is not Dresden china. . . . A drygoods mer- 
chant, selling an article of linen as Irish linen, could be sued by all the haberdashers of Ireland, 
and all the linen dealers of the United States.” 

8. Pillsbury-Washburn Flour Mills Co. v. Eagle, 86 Fed. 608 (C. C. A. 7th 1898), cert. 
denied, 173 U. S. 703 (1899), and cases cited therein. 

9. 83 Fed. 213 (C. C. W. D. Mich. 1897) : “One making corset waists at Chicago, and sell- 
ing them as ‘Chicago Waists,’ so that this designation has come to denote among purchasers 
the goods made by him, is entitled to an injunction against another who makes similar waists in 
a different state and city, and sells them as ‘Chicago Waists,’ with the manifest intent of avail- 
ing himself of the reputation acquired by the other’s goods” (syllabus). 

10. Cf. Handler, “False and Misleading Advertising,” 39 Yale L. J., 22, 37-38 (1929). 

11. 103 Fed. 281, 287. This decision has been properly criticized as “naive.” Grismore, 
“Are Unfair Methods of Competition Actionable at the Suit of a Competitor?” 33 Mich. L. Rev. 
321, 325 n. 9 (1935). 
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Absent special legislation or evidence of disparagement’* or an intent to drive 
a competitor out of business,”* it is still impossible to succeed in an action against 
one’s competitor for false advertising; the Washboard decision has, with few 
modifications, remained the law of the land.“* The distinction made in that case 
between the situation there presented and the problem in geographical name cases 
has become settled doctrine. Thus, one who manufactures flour at Minneapolis 
or furniture at Grand Rapids may indicate that fact, provided he does not do so in 
a manner that would violate the rights of others, for such names merely identify 
a geographical region. It is, however, well established that representative or class 
suits can be brought to restrain the misuse of such geographical names.”° 

Ely-Norris Safe Co. v. Mosler Safe Co.” departed from the American Wash- 
board decision in one significant respect. In that case the plaintiff manufactured, 
under patent, a safe which had as its distinctive feature an explosion chamber. 
The plaintiff popularized the value of this invention and built up a valuable trade. 
The defendant, infringing the patent, manufactured and sold safes that did not 
contain an explosion chamber. A metal band, similar to that which appeared on 
the plaintiff’s safe was, however, used by the defendant to decorate his safe, and 
it was falsely represented as covering and closing an explosion chamber. Judge 
Learned Hand granted an injunction, first distinguishing New York & R. Cement 
Co. v. Coplay Cement Co." by pointing out that there the plaintiffs did not prove 
any loss of trade because of the defendant’s fraud upon its own customers. It did 
not appear in that case that the plaintiffs were the sole manufacturers of cement 
at Rosendale, and there “was no reason, therefore, to assume that a customer of 
the defendant deceived as to the place of origin of the defendant’s cement, and de- 
siring to buy only such cement, would have bought of the plaintiff.”"* In both 
the American Washboard and the Mosler Safe cases, however, the plaintiffs had 
a monopoly, and therefore, both cases were, in substance, similar. Referring to 
the American Washboard case, Judge Hand said: “Plaintiff alleged that it had 


12. B. V. D. Co. v. Davega City Radio, Inc., 16 F. Supp. 659 (S. D. N. Y. 1936). 

13. Boggs v. Duncan-Schell Furniture Co., 163 lowa 106, 143 N. W. 482 (1913). 

14. Hall v. Duart Sales Co., 28 F. Supp. 838 (N. D. Ill. 1939); Armstrong Cork Co. v. 
Ringwalt Linoleum Works, 235 Fed. 458 (D. N. J. 1916), rev'd, 240 Fed. 1022 (C. C. A. 3d 
1917) ; Borden’s Condensed Milk Co. v. Horlick’s Malted Milk Co., 206 Fed. 949 (E. D. Wis. 
1913) ; see Centaur Co. v. Marshall, 92 Fed. 605, 612 (C. C. W. D. Mo. 1899), aff’d, 97 Fed. 
785 (C. C. A. 8th 1899); cf. Singer Mfg. Co. v. Domestic Sewing Machine Co., 49 Ga. 70 
(1872) (false claims to testimonials). 

15. Harvey v. American Coal Co., 50 F. 2d 832 (C. C. A. 7th 1931), cert. denied, 284 U. S. 
669 (1931) ; Pillsbury-Washburn Fiour Mills Co. v. Eagle, 86 Fed. 608 (C. C. A. 7th 1898), cert. 
denied, 173 U. S. 703 (1899) ; California Fruit Canners Ass'n v. Myer, 104 Fed. 82 (C. C. D. 
Md. 1899); Anheuser-Busch Brewing Ass'n v. Fred Miller Brewing Co., 87 Fed. 864 (C. C. 
E. D. Wis. 1898); Continental Paper & Bag Corp. v. Jacksonville Paper Co., 231 Ala. 400, 
165 So. 216 (1936) ; Schweizerishe Kacseunion Bern v. Starck, 162 Misc. 485, 293 N. Y. Supp. 
816 (Sup. Ct. 1937) ; Douglas v. Mod-Urn Cheese Packing Co., 161 Misc. 21, 290 N. Y. Supp. 
368 (Sup. Ct. 1936) ; Douglas v. Newark Cheese Co., 153 Misc. 85, 274 N. Y. Supp. 406 (Sup. 
Ct. 1934) ; see Grand Rapids Furniture Co. v. Grand Rapids Furniture Co., 127 F. 2d 245 (C. C. 
A. 7th 1942), cert. denied, 321 U. S. 771 (1944); cf. Furniture Manufacturers’ Ass’n of Grand 
Rapids v. Grand Rapids Guild of Exhibitors, 268 Mich. 685, 256 N. W. 595 (1934). Contra: 
New York & R. Cement Co. v. Coplay Cement Co., 44 Fed. 277 (C. C. E. D. Pa. 1890). 

16. 7 F. 2d 603 (C. C. A. 2d 1925), rev'd, 273 U. S. 132 (1927), 26 Columbia Law Rev. 
199 (1926), 39 Harv. L. Rev. 518 (1926). 

17. 44 Fed. 277 (C. C. E. D. Pa. 1890); see note 7 supra. 

18. 7 F. 2d 603 (C. C. A. 2d 1925). 
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acquired the entire output of sheet aluminum suitable for washboards. It neces- 
sarily followed that the plaintiff had a practical monopoly of this metal for the 
articles in question, and from this it was a fair inference that any customer of the 
defendant, who was deceived into buying as an aluminum washboard one which 
was not such, was a presumptive customer of the plaintiff, who had therefore 
lost a bargain.’”"” He observed that “the especially high authority of the court 
which decided American Washboard Co. v. Saginaw Mfg. Co. makes us hesitate 
to differ from their conclusion.”” ‘Yet,’ he continued, “there is no part of the 
law which is more plastic than unfair competition, and what was not reckoned an 
actionable wrong 25 years ago may have become such today. We find it impos- 
sible to deny the strength of the plaintiff’s case on the allegations of its bill.”™ 
Passing off by using the plaintiff’s name, as the opinion properly indicates, is only 
one of the several unlawful means by which a competitor may divert trade from 
another. “In the case at bar the means are as plainly unlawful as in the usual 
case of palming off. It is as unlawful to lie about the quality of one’s wares as 
about their maker; it equally subjects the seller to action by the buyer. Indeed, 
as to this the case of Federal Trade Commission v. Winsted Hosiery Co. . . . is 
flatly in point, if authority be needed. The reason, as we think, why such deceits 
have not been regarded as actionable by a competitor, depends only upon his in- 
ability to show any injury for which there is a known remedy. In an open market 
it is generally impossible to prove that a customer, whom the defendant has secured 
by falsely describing his goods, would have bought of the plaintiff, if the defendant 
had been truthful. Without that, the plaintiff, though aggrieved in company with 
other honest traders, cannot show any ascertainable loss. He may not recover at 
law, and the equitable remedy is concurrent. The law does not allow him to sue 
as a vicarious avenger of the defendant’s customers.” 

Thus, for the limited situation where a plaintiff, by virtue of his monopoly 
position, could show that any diversion of custom effected by false advertising 
necessarily damaged him, the /V’ashboard doctrine was made inapplicable.” This 
slight departure, however, itself pointed up sharply the reason why the courts have 
failed to do substantial justice in the false advertising cases. One cannot safely 
allege and prove that he will suffer immediate injury because one of his many 
competitors pursues an advertising campaign avowedly designed to deceive the 
public. The courts have not been alert to the danger that deceptive conduct by 
one member of the trade may tend to discredit all others. There is no clearly 
discernible nexus between deception by one and damage to another, as there is in 





19. Id. at 604. 

20. Ibid. 

21. Ibid. 

22. Ibid. 

23. The conflict between the Second and Sixth Circuits prompted the granting of certiorari 
by the Supreme Court. Mosler Safe Co. v. Ely-Norris Safe Co., 268 U. S. 684 (1925). “But, 
upon a closer scrutiny of the bills than seems to have been invited before,” the Court found that 
the supposed issue had not actually been presented, and reversed the decree on a point of plead- 
ing. Jd., 273 U. S. 132 (1927), 12 Corn. L. Q., 416, 11 Minn. L. Rev., 478. The plaintiff was 
denied recovery on the retrail. 62 F. 2d 524 (C. C. A. 2d, 1933). 
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cases where the injury is to the plaintiff’s name or trade-mark, unless the latter is 
in a monopolistic position.™ 

Two other decisions, American Philatelic Society v. Claibourne® and Motor 
Improvements, Inc. v. A. C. Spark Plug Co.,” deserve brief mention here, espe- 
cially in view of the fact that they have been regarded by some commentators as 
presaging a more liberal judicial approach. In the Philatelic case, the plaintiffs, 
stamp collectors and dealers, prevailed in an action for unfair competition against 
a defendant who sold dealers imitations of rare stamps, despite the fact that the 
dealers themselves were not deceived. The plaintiffs argued successfully that the 
defendant furnished unscrupulous dealers with the means of defrauding the ulti- 
mate buyer. This case, probably because of its unique fact situation, does not ap- 
pear to have broadened significantly the scope of legal restraints on false advertis- 
ing. 

Nor can the Motor Improvement case, decided by the Circuit Court of Ap- 
peals for the Sixth Circuit, which also decided the American Washboard case, be 
characterized as evidence of progress in the law. A critical element in this case 
was the fact that the parties had been litigants in a previous suit for patent in- 
fringement. In the earlier suit, it had been held that the defendant's automobile 
oil filter infringed certain patents belonging to the plaintiff. Accordingly, the 
defendant changed to a noninfringing filtering element ; he continued, however, to 
use a sealed container which was identical with the old one, except for a change 
in the serial number. The court recognized that the defendant, after having in- 
vaded the plaintiff's patent rights for many months by selling an infringing de- 
vice, ‘‘now that it can no longer do so, . . . is selling a spurious device upon the 
reputation and good will which it wrongfully built up for the infringing one. 
Deception of the public and injury to the [plaintiff] are quite as definite and cer- 
tain as they would be had the [defendant] continued to sell the infringing article.” 

Though there may be varying opinions about what should be deemed objection- 
able and deceptive, no one would seriously defend the resort to false representa- 
tions in advertising. It is apparent that the consumer is deceived and, in many 
instances, endangered by false advertising. Why, then, did the equity courts readily 
grant relief against misrepresentations of source or origin of product but not 
against other misrepresentations? Some judges may have been seduced by the 
cliché that unfair competition is synonymous with “passing off’’ by misrepresenting 
the source.” In the Aluminum Washboard case, the court could see only a moral 


24. Cf. Restatement, Torts, § 761, comment a (1939): “When only an injunction is sought, 
the — of proof may be reduced by a joinder of all the actor’s competitors as parties 
plaintiff.” 

25. 3 Cal. 2d 689, 46 P. 2d 135 (1935), 24 Calif. L. Rev., 340 (1936), 34 Mich. L. Rev., 296 
(1935), 9 So. Cal. L. Rev., 407 (1936), 84 U. of Pa. L. Rev., 428 (1936). 

26. 80 F. 2d 385 (C. C. A. 6th, 1936), cert. denied, 298 U. S. 671 (1936), 37 Columbia Law 
Rev., 324 (1937), 34 Mich. L. Rev., 900 (1936). 

27. 80 F. 2d at 386. 

28. Cf. Mackin v. Becker, 256 App. Div. 1062, 11 N. Y. S. 2d 372 (1st Dep’t, 1939). 

Although American Philatelic Society v. Claibourne clearly involved a misrepresentation of 
quality and genuineness, the California court later referred to it as a “passing off” case. See 
International Ass'n of Cleaning & Dye House Workers v. Landowitz, 20 Cal. 2d 418, 422, 126 
P. 2d 609, 611 (1942). 
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wrong and impropriety in the defendant’s advertisements,” although the fact that 
the plaintiff had a monopoly could have justified a finding of an unlawful diversion 
of trade and a resulting damage to the plaintiff's “property rights.”’ Even if the 
plaintiff were not the sole manufacturer and could not prove diversion of trade, 
it could still be held that his good will had been damaged in such a case. 

Though it may be difficult for the plaintiff to prove the extent of his damages, 
the fact that he has sustained some injury should be clear, assuming, of course, 
that he can prove that he and the defendant are competitors. As Professor Handler 
so ably states,” 

. a campaign of false advertising may completely discredit the product of an in- 
dustry, destroy the confidence of consumers and impair a communal or trade good will. 
Less tangible but nevertheless real is the injury suffered by the honest dealer who finds 
it necessary to meet the price competition of inferior goods, glamorously misdescribed 
by the unscrupulous merchant. The competition of a liar is always dangerous even though 
the exact injury may not be susceptible of precise proof. 

In New York & R. Cement Co. v. Coplay Cement Co., the court was appre- 
hensive lest the grant of the relief sought would hamper free enterprise with “the 
vista of business censorship.”“* It is, however, a manifestly short-sighted and 
anomalous conception of economic liberalism that permits the destruction of the 
market and invites administrative control.” 

There is also a fear that judicial willingness to grant relief in these cases might 
encourage private litigation and unduly tax the economic awareness of the court, 
especially in those cases in which an entire industry is involved.* This is, how- 
ever, a strange confession of incompetence. Some knowledge of economics is re- 
quired in many other fields, to mention only the anti-trust laws and public utility 
rate control. It seems, therefore, that judicial thinking has been molded by the 
still fascinating influence of the antiquated forms of action, that the courts are 
loath to deal with the realistic impact of advertising on trade,* and that they have 
failed to appreciate the fact that advertising, if indeed it is an evil, is a necessary 


incident of our capitalistic economy. 
II, The California Sportswear Case 


One would have supposed that fifty years of development of the law of unfair 
competition, plus increasing appreciation of the value of and investment in modern 





29. Cf. Federal Trade Commission v. Algoma Lumber Co., 291 U. S. 67, 79 (1934) : “Com- 
plaints, if there were any, must have been few and inarticulate at a time when there was no 
supervisory body to hold business to its duty. According to the law as then adjudged, many 
competitive practices that to-day may be suppressed . . . were not actionable wrongs, the dam- 
age to the complainants being classified often as collateral and remote.” 

30. Unfair Competition, 21 Jowa L. Rev., 175, 193 (1936). 

31. L. B. Silver Co. v. Federal Trade Commission, 289 Fed. 985, 992 (C. C. A. 6th, 1923) 
(dissenting opinion). 

32. See 1 Lyon, Watkins and Abramson, Government and Economic Life, 311 (1939) ; cf. 
Miller, Unfair Competition, 114-17 (1941). 

The same attitude was again evident when courts attempted to rationalize their reluctance 
to follow the doctrine of International News Service v. Associated Press, 248 U. S. 215 (1918). 

33. See Chafee, Unfair Competition, 53 Harv. L. Rev., 1289, 1317, 1320-21 (1940). 

34. Even those courts which are willing to grant relief when there is serious and irreparable 
injury generally underestimate the damage to honest businessmen by false advertising of their 
rivals. Cf. Schradsky v. Appel Clothing Co., 10 Colo. App. 195, 50 Pac. 528 (1897). 
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advertisement, and the barbed criticism of the American Washboard case by com- 
mentators® would have had some influence upon the attitude of the courts. Un- 
fortunately, the courts have not responded to these stimuli. Only recently the 
Circuit Court of Appeals for the Second Circuit, out of an abundance of respect 
for precedent, applied the outworn and anachronistic American Washboard doc- 
trine.*’ The court was presented with a suit brought by a non-profit trade associa- 
tion of California garment manufacturers and dealers and 75 of its members seek- 
ing an injunction against the use of the word “California” in the combination 
“California Sportswear” as a brand name for sportswear manufactured in New 
York. The plaintiffs insisted that the word “California” in connection with sports- 
wear had become eponymous, that California-made wearing apparel was generally 
superior in quality and design to similar apparel manufactured in other sections 
of the country, and that California apparel manufacturers had, at great expense, 
advertised their wares and thereby succeeded in impressing these facts upon the 
buying public. The court, though conceding that the case presented ‘‘an interest- 
ing and an important issue,” held that “plaintiffs must . . . show not only a rep- 
resentation by defendants which is false and deceitful in the sense of luring cus- 
tomers to their doors wrongfully, but also that plaintiffs have lost their own right- 
ful custom thereby.’ This insistence upon proof of actual diversion of trade, 
which traces its heritage to the American Washboard case, gives new life to a doc- 
trine that should long ago have been laid to rest. 

The court’s opinion is singular in one respect. Strangely enough, while it would 
be hazardous to guess the extent to which this feature influenced the decision, the 
court inquired into the proprietary aspect of the plaintiffs’ alleged right to pre- 
vent the defendant’s use of “California.” It would seem that a statement with re- 
spect to the geographical origin of one’s goods, if false in fact or implication, should 
be unlawful without more, and that any inquiry directed at whether or not the 
geographical name had acquired a secondary meaning would be supererogatory. 
The court, however, said: 


Turning . . . to the merits of the claim for unfair competition, we find it, of course, 
settled that a geographical name, indicative of the place of manufacture, cannot be appro- 
priated as a trade-mark. . . . But as plaintiffs contend, a geographical name may acquire 
a secondary significance which will support an action for unfair competition. Our case 
concerns that question. . . .*° 


The plain fact is that the case did not concern that question. This becomes clear 
if the California Sportswear case is compared with Elgin National Watch Co. v. 
Illinois Watch Case Co., which was cited by the court. The complainants in the 
California case were members of a certain trade, all living in the same territory, 





35. See Handler, False and Misleading Advertising, 39 Yale L. J., 22, 34-37 (1929); Gris- 
more, supra note 11, at 325 n. 9; Derenberg, Trade-Mark Protection and Unfair Competition, 
81 (1936). 

36. California Apparel Creators v. Wieder of California, Inc., 162 F. 2d 893 (C. C. A. 2d, 
1947), cert. denied, 332 U. S. 816 (1947). 

37. 162 F. 2d 893, 895. 

38. Id. at 900. 

39. Id. at 897. 

40. 179 U. S. 665 (1901). 
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who protested against the use of the geographical name of that territory by others 
whose business was not located there. Stripped of all fustian, their claim was that 
such use was blatantly false representation, and thus constituted unfair competi- 
tion. In the Elgin case, on the other hand, involving a contest over the use of the 
word “Elgin,” the name of a well-known manufacturing city in Illinois, all of the 
parties to the case were doing business in Elgin. There was, therefore, no issue 
with respect to misrepresentation arising out of the fact that the defendants in- 
scribed their watch cases with a legend showing that they were made in Elgin. 
The plaintiff there, however, contended that the word “Elgin” had acquired a sec- 
ondary meaning and had become symbolic of its business, and therefore claimed 
the exclusive right to the use of that name as a trade-mark. As the Supreme 
Court properly said: 

It is to be observed . . . that the question we are considering is not whether this 
record makes out a case of false representation or perfidious dealing or unfair competi- 
tion, but whether appellant had the exclusive right to use the word “Elgin” as against 
all the world. 

In the California case the court should have been more concerned over the 
question whether the record made out a case of “false representation or perfidious 
dealing or unfair competition” than it was over the doctrine of secondary mean- 
ing. That doctrine is concerned only with whether a descriptive or geographical 
word can be elevated to, and be used as, a trade-mark. It merely determines 
whether such a term can be exclusively appropriated in its secondary significance 
as a trade-symbol; use of the term, in its primary meaning, is available to all who 
are desirous of so describing either the quality or origin of their goods or services, 
provided, of course, the description is not false in fact. 


III. The Lanham Trade-Mark Act, Section 43(a) 


The doctrine of the American Washboard case appears to be too deeply em- 
bedded in the law to expect that it will be judicially reexamined. There was rea- 
son to believe, however, that this unfortunately hardy anachronism would at last 
be overcome by the new Trade-Mark Act,” Section 43(a)* of which contains a 
very significant legislative supplement to the common-law doctrine.“ It provides 
a remedy by way of a suit for civil damages against anyone who uses a false desig- 
nation of origin or any false description or representation of goods or services in 
commerce. Any person doing business in the locality can maintain suit against 
one who uses the name of that locality as a false designation of origin, and anyone 
who is likely to be damaged by the use of a false description can maintain suit 
thereon.*° 


41. Id. at 677. 

42. 60 Stat. 427, 15 U. S. C. §81 et seq. (1946). 

43. 60 Stat. 441, 15 U. S.C. §1125(a) (1946). 

44. See Robert, “The New Trade-Mark Manual,” 186-88 (1947); Callmann, “The New 
Trade-Mark Act of July 5, 1946,” 46 Columbia Law Rev., 929, 931 (1946). 

45. Section 3 of the Trade-Mark Act of 1920, 41 Stat. 534, contained a similar provision, 
but since it dealt only with false designations of origin, it merely paralleled the practice of the 
equity courts, which had traditionally granted relief against misuse of geographical names. It 
was limited, moreover, to cases where the defendant acted “willfully and with intent to de- 
ceive. . “6 
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In interpreting Section 43(a) in the California Sportswear case, however, the 
Circuit Court of Appeals for the Second Circuit withdraws the small comfort 
offered by the new Act. Instead of welcoming the new law and using its language 
and sweep as a basis for by-passing an unhappy precedent, the court’s dictum ap- 
parently accepts the devitalizing interpretation that the new provision merely 
codifies the doctrine of Grand Rapids Furniture Co. v. Grand Rapids Furniture 
Co.“ But Section 43(a) of the Lanham Act establishes a concept far broader 
than “the doctrine of the Grand Rapids case,” which is only one of a long line of 
similar cases*’ out of which was distilled the rule that a representative or class suit 
can be brought to restrain the misuse of a geographical name. The language of 
Section 43(a) includes, besides ‘“‘a false designation of origin,” ‘‘any false descrip- 
tion or representation, including words or other symbols tending falsely to describe 
or represent . . . goods or services. . . .”” This section would seem broad enough 
to include all false advertising. In any event, the false advertisement in the Cali- 
fornia Sportswear case, if any there is, pertains to a “false representation of origin.” 
Though the court quite properly insists upon proof that the buying public accepts 
the label as an index of the origin of the goods, it expresses doubt as to whether 
the statute creates a liability “in favor of a quite indefinite number of volunteer 
plaintiffs.” Here we have the main and crucial point of our problem: the “‘in- 
definite number of volunteer plaintiffs.” The present writer has previously stated 
that “Unlawful competition is a tort sui generis, a violation of the order of struggle, 
an injury to the right of every competitor to require that his competitors act in 
conformity with the rules of competition. Competition is a relationship with 
mutual rights and liabilities and the duty to act in harmony with the rules of com- 
petition is an affirmative obligation.’“* This means literally that “every competitor” 
is injured and therefore that every competitor has a cause of action. The language 
of the Lanham Act is in complete harmony with this position, for it states that the 
wrongdoer in cases of false advertising is “liable to a civil action . . . by any 
person who believes that he is or is likely to be damaged by the use of any such 
false description or representation.” 





IV. Section 44 of the Trade-Mark Act of 1946 and the International 
Conventions 


Section 43 of the Lanham Act can (and should) be regarded as a direct source 
of federal law against false advertising. Even if it is not, however, Section 44% 


46. 127 F. 2d 245 (C. C. A. 7th, 1942), cert. denied, 321 U. S. 771 (1944) (affirming the is- 
suance of an interlocutory injunction in a suit by a non-profit association and its members 
against a defendant using the words “Grand Rapids” in purveying furniture not made in Grand 
Rapids). 

The court posed the further problem “as to the rather curious and ambiguous wording of the 
statute creating liability to an action (query: Does this mean judgment and if so, for what?) 
in favor of a quite indefinite number of volunteer plaintiffs,” and finally remarked that “how 
far this may change the effect of the Ely-Norris Safe Co. case must therefore await further 
elucidation.” 162 F. 2d 893, 901 n. 12. 

47. Cases cited note 15 supra. 

48. Callmann, op. cit. supra note 6, at 98. 

49. 60 Stat. 441, 15 U. S. C. $1125 (1946) (italics added). 

50. 60 Stat. 441, 15 U. S. C. § 1126 (1946). 
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may offer an indirect source of such a law by its reference to international treaties 
and their broad concepts of unfair competition. Section 44(h) declares that any 
foreign national, resident or business “shall be entitled to effective protection 
against unfair competition” and that all the remedies provided in the Act for in- 
fringement of marks “shall be available so far as they may be appropriate in re- 
pressing acts of unfair competition.’’ Section 44(i) declares that United States 
citizens or residents are entitled to the same benefits as those granted to foreign 
persons under Section 44. When the language of these provisions is read in the 
light of their legislative history, they appear to import the development of a new 
corpus of federal law against unfair competition, as that term is construed in its 
broader sense, with the result that an action for unfair competition in commerce, 
whether involving foreigners or American nationals,” would be one “arising under 
this Act.”** Under this view, jurisdiction over such causes will now be vested in 
the federal courts, irrespective of diversity of citizenship or the amount in con- 
troversy, and the courts should apply federal law and not the common law of the 
states, thereby depriving the rule of Erie R. R. v. Tompkins™ of an important seg- 
ment of its newly acquired domain. 

The Lanham Act is intended “to protect persons engaged in . . . commerce 
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against unfair competition. Unfair competition, as used in Section 44, 


refers to the broad common sense concept of unfair competition and not the term 
of art classically synonymous with “passing off” in cases involving nontechnical 


trade-marks.” Section 44(g) adverts specifically to the latter concept in affording 


protection to trade-names or commercial names “without the obligation of filing or 
registration whether or not they form parts of marks.” It is a wholly justifiable 
inference that the term “unfair competition,” used in a section designed “to provide 
rights and remedies stipulated by treaties and conventions respecting . . . unfair 
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competition””’ was intended by the draftsmen in its broader sense, as it is used in 


such treaties and conventions. The Congressional Hearings furnish sufficient proof 
that the legislators were fully cognizant of the implication of that usage and its 
interpretation.” 

It could be argued with some merit that the law of unfair competition is en- 
titled to the dignity of a true resident in the house of jurisprudence and that it 


51. See Rogers, “Introduction to Robert,” The New Trade-Mark Manual, xvi et seq. 
(1947) ; Robert, id. at 168 et seq. 

52. “The district and territorial courts of the United States shall have original jurisdiction, 
the circuit courts of appeal . . . appellate jurisdiction, of all actions arising under this Act 
[chapter], without regard to the amount in controversy or to diversity or lack of diversity of 
the citizenship of the parties.” 60 Stat. 440, 15 U. S. C. $1121 (1946). 

53. 304 U. S. 64 (1938). 

54. 60 Stat. 444, 15 U. S. C. § 1127 (1946). 

55. See Chafee, “Unfair Competition,” 53 Harv. L. Rev., 1289 (1940). 

56. 60 Stat. 444, 15 U. S. C. § 1127 (1946). 

57. Robert, op. cit. supra note 51 at 170-74; Hearings before Committee on Patents, Sub- 
committee on Trade-Marks, on H. R. 4744, 76th Cong., Ist Sess. 164-69 (1939). “We have 
the curious anomaly of this Government giving by treaty and by law with respect to trade- 
marks and unfair competition to nationals of foreign governments greater rights than it gives 
to its own citizens. . . . This is an attempt to put the citizen on an equality with the foreigner 
instead of just the reverse, which is usually the case.” From the testimony of Edward S. 
Rogers, trade-mark attorney who helped draft the Lanham Act. /d. at 164. 
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should not be forced to make its appearance therein through the “servants’ entry” 
—through a statute primarily designed to create a new law of trade-mark regis- 
tration and to give effect to international conventions. But it is in line with our 
tradition that the law of trade-marks, even though it is commonly said to be a 
branch of the law of unfair competition, should be not the off-spring but the father 
of our law of unfair competition. The law of trade-marks has, of course, senior- 
ity, and the law of unfair competition was initially distilled out of the artificial 
common-law distinction between the technical and the non-technical trade-mark. 
Only reluctantly did the courts emancipate unfair competition from its common 
law servitude and give impetus to the development of its common sense concept. 
The Lanham Act is in harmony with this tradition. 

Two concepts of unfair competition, different in character, appear in the inter- 
national treaties. One is general, the other specific. The general concept formu- 
lated in the Convention of the Union of Paris for the Protection of Industrial 
Property,” Article 10 bis, defines as unfair competition “Every act of competition 
contrary to honest practice in industrial or commercial matters. . . .” The simi- 
larly broad formulation in Article 20 of the General Inter-American Convention 
for Trade-Marks and Commercial Protection™ defines unfair competition as “Every 
act or deed contrary to commercial good faith or to the normal and honorable de- 
velopment of industrial or business activities. ” This is the formulation 
which is familiar to the laws of such European countries as France, Germany and 
Switzerland. In line with this general concept, the law of these countries developed 
a pattern of “common law” much more comprehensive than is the common law 
of our country. 

Paralleling specific provisions in some European statutes, Article 10 bis of the 
Paris Convention contains prohibitions against (1) all acts that cause confusion, 
whatever the means, and (2) False allegations, in the course of trade, of a nature 
to discredit the goods of a competitor.” Although false advertising as such is not 
adequately covered by the special provisions of the Paris Convention, there is 
available the better language of the specific provisions of Article 21 of the Inter- 
American Convention, declaring the following to be acts of unfair competition : 
the use of false description of goods, with respect to their nature, quality, or utility ; 
and the use of false indications of geographical origin or source by word, symbol, 
or other means tending to deceive the public in the country where the acts occur. 
This is the law of unfair competition which under the Lanham Act the federal 
courts have jurisdiction to enforce. 

Section 44 of the Lanham Act is the second attempt to inject a new and broader 
concept of unfair competition into American law. The judiciary first attempted to 
do so in Bacardi Corp. of America v. Domenech.” There the Supreme Court held 
that the Inter-American Convention was self-executing and created substantive 





58. U. S. Treaty Ser., No. 834 (Dep’t State, 1925). 

59. U. S. Treaty Ser., No. 833 (Dep’t State, 1929). 

60. 311 U. S. 150 (1940), overruling The French Republic v. Saratoga Vichy Spring Co., 
191 U. S. 427 (1903). 
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may offer an indirect source of such a law by its reference to international treaties 
and their broad concepts of unfair competition. Section 44(h) declares that any 
foreign national, resident or business “‘shall be entitled to effective protection 
against unfair competition” and that all the remedies provided in the Act for in- 
fringement of marks “shall be available so far as they may be appropriate in re- 
pressing acts of unfair competition.” Section 44(i) declares that United States 
citizens or residents are entitled to the same benefits as those granted to foreign 
persons under Section 44. When the language of these provisions is read in the 
light of their legislative history, they appear to import the development of a new 
corpus of federal law against unfair competition, as that term is construed in its 
broader sense, with the result that an action for unfair competition in commerce, 
whether involving foreigners or American nationals,’ would be one “arising under 
this Act.”** Under this view, jurisdiction over such causes will now be vested in 
the federal courts, irrespective of diversity of citizenship or the amount in con- 
troversy, and the courts should apply federal law and not the common law of the 
states, thereby depriving the rule of Erie R. R. v. Tompkins”® of an important seg- 
ment of its newly acquired domain. 


The Lanham Act is intended “to protect persons engaged in . . . commerce 
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trade-marks.” Section 44(g) adverts specifically to the latter concept in affording 


protection to trade-names or commercial names “without the obligation of filing or 
registration whether or not they form parts of marks.” It is a wholly justifiable 
inference that the term “unfair competition,” used in a section designed “to provide 
rights and remedies stipulated by treaties and conventions respecting . . . unfair 
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competition””’ was intended by the draftsmen in its broader sense, as it is used in 


such treaties and conventions. The Congressional Hearings furnish sufficient proof 
that the legislators were fully cognizant of the implication of that usage and its 
interpretation.” 

It could be argued with some merit that the law of unfair competition is en- 
titled to the dignity of a true resident in the house of jurisprudence and that it 
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should not be forced to make its appearance therein through the “servants’ entry” 
—through a statute primarily designed to create a new law of trade-mark regis- 
tration and to give effect to international conventions. But it is in line with our 
tradition that the law of trade-marks, even though it is commonly said to be a 
branch of the law of unfair competition, should be not the off-spring but the father 
of our law of unfair competition. The law of trade-marks has, of course, senior- 
ity, and the law of unfair competition was initially distilled out of the artificial 
common-law distinction between the technical and the non-technical trade-mark. 
Only reluctantly did the courts emancipate unfair competition from its common 
law servitude and give impetus to the development of its common sense concept. 
The Lanham Act is in harmony with this tradition. 

Two concepts of unfair competition, different in character, appear in the inter- 
national treaties. One is general, the other specific. The general concept formu- 
lated in the Convention of the Union of Paris for the Protection of Industrial 
Property,” Article 10 bis, defines as unfair competition “Every act of competition 
contrary to honest practice in industrial or commercial matters. . . .” The simi- 
larly broad formulation in Article 20 of the General Inter-American Convention 
for Trade-Marks and Commercial Protection™ defines unfair competition as “Every 
act or deed contrary to commercial good faith or to the normal and honorable de- 
velopment of industrial or business activities. ” This is the formulation 
which is familiar to the laws of such European countries as France, Germany and 
Switzerland. In line with this general concept, the law of these countries developed 
a pattern of “common law” much more comprehensive than is the common law 
of our country. 

Paralleling specific provisions in some European statutes, Article 10 bis of the 
Paris Convention contains prohibitions against (1) all acts that cause confusion, 
whatever the means, and “(2) False allegations, in the course of trade, of a nature 
to discredit the goods of a competitor.” Although false advertising as such is not 
adequately covered by the special provisions of the Paris Convention, there is 
available the better language of the specific provisions of Article 21 of the Inter- 
American Convention, declaring the following to be acts of unfair competition : 
the use of false description of goods, with respect to their nature, quality, or utility ; 
and the use of false indications of geographical origin or source by word, symbol, 
or other means tending to deceive the public in the country where the acts occur. 
This is the law of unfair competition which under the Lanham Act the federal 
courts have jurisdiction to enforce. 

Section 44 of the Lanham Act is the second attempt to inject a new and broader 
concept of unfair competition into American law. The judiciary first attempted to 
do so in Bacardi Corp. of America v. Domenech.” There the Supreme Court held 
that the Inter-American Convention was self-executing and created substantive 
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rights. On the strength of that decision it was suggested™ that the same rationale 
would be equally applicable to the Paris Convention. Unfortunately, the judicial 
attempt proved abortive. The Bacardi case has not fulfilled its promise; in inter- 
preting the law of unfair competition, the decision has been subjected to the pas- 
sive resistance of the courts. It remains to be seen whether Section 44 of the Lan- 
ham Act will meet the same fate as the Bacardi decision or will, because of its 
legislative heritage, be more readily accepted by the courts. 


INJUNCTION FOR TRADE-MARK INFRINGEMENT IN CUBA 


The Use of the Injunction of Industrial Property Law of Cuba Against the In- 

fringement Cause by the Use of a Trade-Mark Registered on Behalf of Owners of 

Foreign Registration by Infringers Who Are Not Owners of a Registration Similar 
to That Which They Are Infringing 


Dr. Ovidio M. Giberga Angulo* 


Article 267 of the Cuban Industrial Property Law (Decree-Law No. 805 of 
April 4, 1936), provides the use of this quick proceeding in favor of the owners 
of certificates of registration of any of the modalities established by the Industrial 
Property Law, when that owner is disturbed in the exclusive use of his registra- 
tion. This disturbance occurs, among other cases, by the use of a Trade-Mark 
that is alike or of such near resemblance to the one enjoying protection, that such 
use might be calculated to deceive the consumers. 

There are no doubts as to the right to use the injunction by owners of Cuban 
Certificates, but it is necessary to determine whether our Law of Industrial Prop- 
erty limits that right exclusively to the owners of Cuban Registrations or if it 
also authorized the exercise of those rights by the owners of Trade-Mark Regis- 
trations duly protected by the legislation of their respective countries, provided 
these countries are signors of the Washington Convention of February, 1929, when 
these owners come to know that a manufacturer or merchant is using in Cuba the 
Trade-Mark registered by him in his country, but without having a corresponding 
registration in Cuba. 

The recognition of such right to foreigners, who do not own a Certificate of 
Registration in Cuba, involves an idea of equity. 

Those owners who are not in possession of a Cuban Certificate should enjoy 
the protection that we understand our law grants by virtue of international agree- 
ments (the Washington Convention in this case) all of which makes necessary 
that the interpretation given heretofore to Article 7 of the Washington Convention 
be reconsidered. 

Article 7 of the Convention has so far been interpreted in the sense that the 
owner of a foreign registration has only the right to “oppose” the application for 


61. Ladas, “The Self-Executing Character of International Conventions on Industrial Prop- 
erty and Their Effects on Substantive Rights,” 31 T.-M. R., pt. I, 5-8 (1941). 
* Member of the firm of Oliva & Oliva, Havana, Cuba. 
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registration of a trade-mark or other modality similar to his own, following the 
procedure regulated by Art. 119 of the Industrial Property Law. This interpreta- 
tion renders the owner of a foreign registration powerless to stop the use in this 
country of a trade-mark or other modality interfering with his own as long as he 
does not have his trade-mark registered in Cuba, and it is a well-known fact that 
the obtention of such registration normally takes two years, and might take some- 
times as long as six or seven years depending on the difficulties encountered, there 
being no provision whereby at the end of that time the foreign owner could recover 
damages for the past infringement, unless he makes use of a long and complicated 
civil proceeding. 

We understand that regarding trade-marks and commercial names, the afore- 
mentioned Convention of 1929 (which is enforced among us as a law by virtue of 
its approval by Congress on December 11, 1929) authorizes the use of the pro- 
ceedings known as “Injunction of Industrial Property.” 

Let us consider the wording of Article 7 of the Convention that in our opinion 
opens the way to the exercise of that action: 


a. All owners of trade-marks legally protected in any of the countries signors, ac- 
cording to the internal legislation thereof. . . . 


that is to say, the owner of a Trade-Mark certificate registered, for instance, in the 
United States of America, 


b. Who learns that some person or firm USES or INTENDS TO REGISTER OR 
DEPOSIT a Trade-Mark substantially like his own, or so close thereto that is likely to 
cause confusion or error in the buyer or consumer of the products or goods to which the 
Trade-Mark is appropriated... . 


the above quoted views two situations that may occur, and which justify the exer- 
cise of injunction proceedings: 
1. USE by a person or entity; 


2. The intention of a person or entity of REGISTERING or DEPOSITING a 
Trade-Mark; 


these two situations are considered by our Industrial Property Law as absolutely 
different, and are regulated in separate articles. 
c. . . . will have the right to OPPOSE the USE, REGISTRATION or DEPOSIT 
THEREOF, by using ALL the means and legal proceedings afforded by the laws of the 


country in which the Trade-Mark is BEING USED, or where the Registration or de- 
posit of the Trade-Mark is INTENDED. 


Accordingly, as our law provides means of opposing against the intention of 
registration or deposit, provides appeals against the decisions rendered in those 
matters, and at the same time offers adequate proceedings to interrupt the con- 
flicting use, it is obvious that if the article under consideration authorizes the owner 
of a trade-mark legally protected in one of the signor countries to “oppose” against 
the use of a Trade-Mark using the means, proceedings and appeals provided by 
the laws of the country to stop the use or prevent the registration or deposit of 
the Trade-Mark, that foreign owner has undoubtedly the right to make us of all 
proceedings established by our laws. 
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Before delving into the study of the aforesaid legal means, proceedings and 
appeals, it is interesting to make a brief study of the semantic value of the words 
“oppose” and “opposition.” 

The word “oppose” has until now been considered equivalent to the action of 
filing opposition against the applications for registration of Trade-Marks that are 
published at the “Boletin Oficial” in accordance with what is regulated in Article 
119 of our Industrial Property Law. It is perfectly clear that this action falls 
within the scope of meaning of “opposing,” but it is worth noting that the idea of 
“opposing” cannot in turn be restricted to the filing of oppositions as that would 
curtail the meaning of the word. Article 119 grants the right to oppose exclusively 
to the owners of Trade-Marks registered in our country, or to the owners of Trade- 
Marks legally protected in countries signor of the Washington Convention of 1929 
against the registration or deposit of trade-marks or other modalities, but this 
Article affords no remedy whatsoever to the undue use of trade-marks by either 
citizens or foreigners. 

Having made clear that the word ‘“‘oppose” cannot be restricted to the action 
regulated by Article 119, is it not logical that the use of the proceedings established 
by the Industrial Property Law by the owner of a Trade-Mark registered in one 
of the signor countries against the use of his trade-mark by a person who does 
not own a certificate of registration is a way of “‘opposing”’? 

On the other hand if the owner of a trade-mark legally protected in one of the 
signor countries opposes the registration or deposit by a local firm or individual 
without the opposer having his trade-mark registered in this country, and this ac- 
tion is considered legal notwithstanding the apparent violation there is of Article 
98, paragraph Ist, of the Industrial Property Law reading: 


Art. 98. The person in legitimate possession of a trade-mark certificate has the right: 
1. To oppose the granting of a trade-mark embraced within the prohibitions estab- 
blished in the Decree-Law, &c. 


What legal reasons can then justify that the owner of a trade-mark legally 
registered cannot oppose the use we are considering, and which is mentioned by 
the Convention? Why should situations which are juridically equal receive differ- 
ent treatment? Why should a restricted interpretation be used, authorizing the 
right to oppose the attempts to registration or deposit, without recognizing that 
right against the use of a trade-mark, specially when the aforementioned provision 
of the Convention makes no distinctions? 

If Article 7 of the Convention grants to the owners of trade-marks legally pro- 
tected in any of the signor countries the right to oppose the use, registration or 
deposit of his trade-mark by using all the means and legal proceedings given by 
the laws of the country where the Trade-Mark is being used or its registration 
or deposit intended, we must mention what are the ways, proceedings and legal 
resources established by our law in case of undue use of trade-marks. 

Only Artic'e 267 and the following regulate the exercise of actions against 
those who are making use of a trade-mark registered by others without that use 
having the protection of the corresponding registration. The Article states: 


Art. 267. The owner of a certificate of any of the classes recognized hereby that may 
be disturbed in the exclusive enjoyment of his propertv by another person, whether by 
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manufacturing, distributing, selling or in any other manner using that which is alike, or 
so similar that it may induce the consumer to error; or that may give rise to unfair com- 
petition against that which is protected by his certificate, or that uses containers with 
trade-marks permanently registered, even though they be for different products, may ob- 
tain the ceasing of such acts by means of a procedure which shall be known as the In- 
junction of Industrial Property. 


Therefore there are no doubts that if Article 7 of the Convention recognizes 
the right to establish opposition according to the regulations of Article 119, it must 
also recognize the right to oppose the use that is undue as regulated in the above 
quoted Article 267. 

There is nothing that legally precludes the exercise of other of the opposing 
actions contained in that legal precept, namely, the “Action of Opposing Against 
the Use of Trade-Marks” established in Art. 267 of the Industrial Property Law. 

To support the above we transcribe herebelow the provisions of Chapter III 
of the Convention of 1929, which wording is very similar to that of Article 7, ac- 
cepted as basic, because it contains what could be termed the enunciation and regu- 
lation of the exercise of the actions we have considered, and makes clearer what 
has been the subject of discussion even though it refers to other modalities: 


CHAPTER III 


On the protection of the commercial name. 

Art. 16. The protection that this Convention grants to commercial names shall con- 
sist : 

a. .. . of the prohibition to use or adopt a commercial name that is identical or of 
such near resemblance as might be calculated to deceive to that legally adopted and used 
by other manufacturer, industrialist, merchant or farmer engaged in the same trade in 
any of the signor countries; and 

b. . . . of the prohibition of using, registering or depositing a trade-mark which dis- 
tinctive feature consists of the whole or part that is distinctive of the commercial name 
legally protected, and that has been previously adopted and used by other person or firm 
domiciled or established in any of the signor countries, and engaged in the manufacture 
or trade of the products or articles of the same class to which the trade-mark is appro- 
priated. 

Art. 17. Every manufacturer, industrialist, merchant or farmer domiciled or estab- 
lished in any of the signor countries may oppose, within the conditions and making use 
of the legal proceedings provided by the country in question, against the adoption, use, 
registration or deposit of a trade-mark appropriated to products or goods of the same 
class to that of his own when he considers that the distinctive features of that trade-mark 
could produce error or confusion in the consumer with his commercial name, legally pro- 
tected and previously adopted and used. 

Art. 18. Every manufacturer, industrialist, merchant or farmer domiciled or estab- 
lished in any of the signor countries may apply for and obtain, according to the legal pro- 
visions of the respective country, the PROHIBITION TO USE, or the cancellation of 
the registration or deposit of any commercial name or trade-mark appropriated to the 
manufacture, commerce or production of articles or goods of the same class as those 
with which he trades, proving &c. . 





In connection with the above, the right to exercise the injunction proceeding is 
subjected to a condition, according to the contents of Article 7 of the Convention, 
and without the fulfillment of this condition, the intended injunction would have 
no effect. The aforesaid Article 7, after establishing the fact that authorize or 
justify the exercise of the action, provides: 
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. . . proving that the person who USES or tries to register or deposit it, knew the 
existence and use in any of the signor countries of the trade-mark in which the opposition 

is based, and that it was used and applied and continues to be used and applied to products 

or articles of the same Class. 

Evidently that proof can be easily furnished, specially when the plaintiff must 
only demonstrate the knowledge by the defendant before the beginning of the pro- 
ceedings, and such knowledge is proved by the judicial warning given to the de- 
fendant by a Notary Public which proves that he not only knew the existence of 
the mark he is infringing, but also its use and application in the country to the 
products covered by his infringing trade-mark. Obviously by repeating these 
warnings within certain intervals a good evidence is obtained towards the demon- 
stration of the second limiting condition, 7.e., “and continues to be used and ap- 
plied.” 

Let us now examine the relation that exists between the rights recognized by 
Art. 7 of the Convention and the special injunction proceedings established by the 
Industrial Property Law. 

Article 7 of the Washington Convention states: 


. and consequently could claim for himself the right to the preferent and exclusive 
use or the priority to register or deposit his trade-mark in the country in question, pro- 
vided he complies with the formal requirements established by the internal legislation 
and by this Convention. 


It must be observed that the above quoted provision reads: “. . . could claim 
for himself . . .,” that means that the exercise of the action depends upon the 


will of the trade-mark owner to exercise it, and it should in no way be under- 
stood that such right is the one that is claimed by the actions exercised in the in- 
junction proceeding, since that Article merely grants the trade-mark owner a 
right that he may or may not use as he deems fit. The rights involved in the in- 
junction actions exercised under the national legislation are very important when 
considering the consequences of the petition to stop the use of an infringing trade- 
mark, as without the injunction the right recognized by Art. 7 of the Convention 
would absolutely lack effectiveness as it is not logical that a given juridicial action 
could be exercised if the plaintiff is deprived of the rights that make the action pos- 
sible. 

Therefore it is to be understood that together with the petition to stop the dis- 
turbance of his right, the trade-mark owner MAY also exercise the petition con- 
tained in the already referred to Article 7. 

The last part of Article 267 of the Industrial Property Law, already quoted 


states: 
. may obtain the ceasing of such acts by means of a procedure which shall be 


known as the Injunction of Industrial Property, . 
it can thus be seen that the provisions considered in Article 7 of the Washington 
Convention of 1929 and in Art. 267 of the Industrial Property Law do perfectly 
agree, as in accordance with them there is nothing to prevent that a trade-mark 
owner uses Art. 267 to stop the infringement of his rights, and at the same time 
claim for himself the preferent and exclusive right recognized in Art. 7 of the 
Convention, especially bearing in mind that the exercise of the former right is the 
basis for success in the exercise of the latter. 
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LICENSING OF TRADE-MARKS IN NICARAGUA 
Henry Caldua-Pallais* 


There is no provision in the Nicaraguan Trade-Mark Law for registered user 
of trade-marks. Licensing another to use a registered trade-mark has never been 
done in this country and therefore there is no established practice nor has the ques- 
tion been given any consideration so far. 

However, the Inter-American Convention in its Article 11 (second paragraph), 
provides that the use and exploitation of a trade-mark can be assigned (?) sepa- 
rately for each country, and should be registered (presumably with the Patent 
Office) by filing sufficient evidence that such assignment has been effected in ac- 
cordance with the local legislation of the country in which it was made, and further 
that the legal requirements of the country where such assignment is to be recorded, 
should be fulfilled. 

The first paragraph of said Article 11, refers to assignment of the property 
rights in a trade-mark, hence, this second paragraph makes a distinction between 
the assignment of the property right and what the Convention calls, assignment 
of the use and exploitation of the mark. If studied closely it will be found that 
such so-called assignment of the use and exploitation is in reality, licensing a per- 
son to use and exploit the mark inasmuch that by “assigning” only the use and 
exploitation it is understood that the property in the mark is kept by the registrant, 
thus becoming the equivalent of a license of use. 

Following the wording of the Convention, it would seem that if the registered 
owner is an American corporation and the license or contract of assignment of 
the use and exploitation is made in the United States, the respective document 
should be drafted in such a way that it will contain a statement to the effect that 
such “assignment” or licensing is made in accordance with some provision of the 
laws of the United States which permits such licensing. 

Looking further into the matter we find the Lanham Act contains provisions 
to that effect namely: Use by Related Companies Sec. 5. Where a registered mark 
or a mark sought to be registered is or may be used legitimately by related com- 
panies such use shall enure to the benefit of the registrant or applicant for registra- 
tion and such use shall not effect the validity of such mark if not used in such man- 
ner as to deceive the public. 

Further on the said Act explains that related company means any person who 
legitimately controls or is controlled by the registrant or applicant for registration 
in respect of the nature and quality of the goods or service in connection with which 
the mark is used. 

From the foregoing it would seem that such licensing to be effective in Nicara- 
gua should conform to such regulations as outlined in the Lanham Act, that is if 
the registrant is an American firm and the document of license or “assignment of 
the use and exploitation” is made out in the United States. 





* Trade-Mark attorney, Managua, Nicaragua, Foreign Associate, The United States Trade- 
Mark Association. 
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As you will note in following the spirit of the Lanham Act it would seem that 
the “assignee” or “licensee” should be a related company, that is a company which 
is controlled by the registrant in respect to the nature and quality of the goods. 
This would seem to be the main point involved in the execution of the respective 
document to be registered with the Nicaraguan Patent Office in connection with 
the respective trade-mark subject of the license. 

The drafting of the respective document then should be in the form of a declara- 
tion made by the registrant, with Notarial Acknowledgment, stating that it is the 
registered owner of the trade-mark in question, covering the respective goods, 
registered in Nicaragua under respective number and date; that pursuant to the 
dispositions of Art. 11 of the General Inter-American Convention for Trade-Mark 
and Commercial Protection signed in Washington, D. C., in the year 1929, to which 
Nicaragua and the United States are signatories, it grants or assigns the right to 
make legitimate use and exploit the said mark in the country of Nicaragua, for a 
term of (designate the term or time limit) to (the name and address of the licensee 
or assignee) who is duly controlled by the said registrant with respect to the nature 
and quality of the goods in connection with which the mark is used. As a last 
paragraph it should be stated that this grant for legitimate use of a trade-mark by 
other persons controlled by the registrant in respect of the nature and quality of 
the goods in connection with which the mark is to be used, is made in accordance 
with (here should be given the respective sections and full title and date of the 
Lanham Act). 

Although it is not strictly an assignment perhaps it would be advisable to include 
a nominal consideration such as is made in regular assignments, /.c., “that it grants 
or assigns for the consideration of $1.00, the right to make legitimate use . . . etc.” 
An assertion that the property right in the registration is kept by the registrant 
may be pertinent although it is not necessary as it is understood by the nature of 
the act itself. 

In order to comply with the further requirement of the Convention, that the 
local dispositions be complied with, there being none other in Nicaragua excepting 
that the document be legalized by the respective Consul, and payment of assignment 
fees, the only other procedure to follow is to file the respective application for re- 
cordal always in accordance with the said Art. 11 of the Convention. 

This is the only procedure which seems to be feasible in respects to the laws in 
force in this country governing the registration of trade-marks. 

Following general practice under the Civil Law system, there does not seem 
to be any reason why a registered owner could not enter into a private license 
agreement with another party, solely for the defense of the licensee against being 
sued for infringement later, and permit the use of the mark by the other party, as 
is done in many other Latin-American and European countries which follow the 
Civil Law. However, since the Convention shows a way of proceeding in such 
cases by means of registrations, and is worded in such a way that it appears that 
it should be registered, I am of the opinion that in this country, since that Nicaragua 
is signatory to the Convention, the procedure outlined therein should be followed. 
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PART II 


FOUCH v. ASSOCIATED PROJECTS COMPANY 
No. 1830—U. S. D. C. S. D. Ohio—November 4, 1948 


DEsIGNS—EFFEcT oF DESIGN PATENT—GENERAL 
Presumption is that design patents of plaintiff and defendant are valid. 
DESIGN PATENTS—I NFRINGEMENT—GENERAL 
Test of design patent infringement is whether ordinary purchaser is likely to be deceived 





into purchasing one supposing it to be the other. 

Patentable difference does not of itself negative infringement; issuance of one design 
patent subsequent to issuance of another raises no presumption of patentable differences be- 
tween the two designs; it may be based on infringement plus improvement. 

TRADE-MARKS—EFFECT OF REGISTRATION—GENERAL 

Registrations of trade-marks by plaintiff and defendant furnish presumption that they are 
valid. 

TRADE-MARKS—MarkKs Nor CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 

“Permalite” held not confusingly similar to “Luminite,” used on similar goods, under 
1905 Act. 

UNFAIR COMPETITION—SCOPE OF PROTECTION—GENERAL 

Defendant held entirely within its rights in sending out letters to plaintiff and to custom- 
ers of plaintiff whom defendant considered to be infringing its design patent. 

Plaintiff held guilty of unfair competition in simulating defendant’s package dress, copy- 
ing defendant’s legends, slogans and the language and illustrations of defendant’s advertising 
and in palming off its goods as defendant's. 

UNFAIR COMPETITION—EVIDENCE—RELEVA NCE 

Evidence tendered by plaintiff regarding defendant’s complaint to Federal Trade Com- 
mission held not pertinent to the issues herein. 

UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR INSTANCES 

Defendant held entitled to permanent injunction enjoining infringement of design patent 
and continuance of acts of unfair competition and to an accounting of profits and damages, 
if any, and costs. 





Suit for declaratory judgment as to design patent and for unfair competition by 
James L. Fouch, doing business as Universal Microphone Company, against As- 
sociated Projects Company. Defendant counterclaims for design patent and trade- 
mark infringement and for unfair competition. Judgment dismissing complaint 
and granting injunction and accounting to defendant. 


Frank Zugelter, of Cincinnati, Ohio, and Alva Adams and Stone E. Bush, of Wash- 
ington, D. C., for plaintiff. 

John J. Mahoney, Eugene J. Mahoney, and Corbett, Mahoney & Miller, of Colum- 
bus, Ohio, for defendant. 


_ Nevin, C. J.: 


This is a suit for declaratory judgment filed by James L. Fouch of Los Angeles, 
California, doing business under the name and style of Universal Microphone 


Company, plaintiff, against Associated Projects Company, defendant, an Ohio 
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corporation, having its regular and established place of business in Columbus, Ohio. 
Defendant counterclaimed against plaintiff for patent infringement and also for 
unfair competition, including trade-mark infringement. 

The complaint alleges the existence of an actual controversy under the De- 
claratory Judgment Act (28 U. S. C. 400), because defendant notified plaintiff 
and his customers that they were infringing design patent No. D-141,030, issued 
April 24, 1945, to Thomas L. Wheeler, Jr., of Columbus, Ohio, and now owned by 
defendant, for an “Illuminable Switch Plate.” Plaintiff also charged defendant 
with unfair competition. 

The complaint seeks to have defendant’s patent declared invalid, or if valid, 
that plaintiff does not infringe. Plaintiff prays that defendant be temporarily and 
permanently “enjoined and restrained from in any manner representing that plaia- 
tiff and plaintiff’s customers are infringing upon any of the rights of defendant 
by the manufacture, advertising and sale of plaintiff’s Electronic Lighted Wall 
Plates ;” that a decree be entered “declaring that it is the right of the plaintiff to 
continue to make and sell his Electronic Lighted Wall Plates’ and “to continue 
his national advertising and sales program, . . . . without any interference what- 
soever by defendant, its agents and successors in business.” 

Defendant filed an answer denying plaintiff’s right to a declaratory judgment 
on any of the grounds set up in the complaint. 

In addition to, and with its answer, defendant filed a counterclaim against 
plaintiff for patent infringement of defendant’s design patent No. D-141,030. At 
the same time, defendant filed a second counterclaim against plaintiff for unfair 
competition and trade-mark infringement, by reason of plaintiff's manufacture 
and sale of his switch plate “Permalite.” 

Defendant prayed for judgment holding its patent good and valid in law, and 
for a permanent injunction enjoining plaintiff from infringement; that the court 
enjoin plaintiff from infringement of defendant’s trade-mark and from continuing 
his acts of unfair competition against defendant ; and that defendant have an ac- 
counting and an award of profits, damages and costs against plaintiff. 

After the answer and counterclaims were filed, plaintiff filed a “motion in al- 
ternative for summary judgment under declaratory judgment act or for prelimi- 
nary injunction.” By this motion plaintiff sought an order enjoining defendant 
from the alleged interference with the trade, or for an order holding that defend- 
ant’s design patent was invalid, or that the plaintiff’s switch plate “Permalite” did 
not infringe defendant’s design patent. 

This motion was heard by Judge Underwood. During its pendency plaintiff 
filed a reply denying the allegations of defendant’s counterclaims. 

On December 24, 1947, Judge Underwood entered an order (in Columbus) 
holding that plaintiff’s motion “is not well taken and the same is hereby denied.” 
Thereafter the cause was transferred to the court at Dayton for trial on the merits. 
Such trial having been had, the cause is now before the court for determination on 
the record, and the briefs and arguments of counsel for the respective parties. 

As the facts are sufficiently stated in the court’s Findings of Fact it will serve 
no useful purpose to dwell upon them here. 
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Upon a consideration of the whole of the record, the briefs and arguments of 
counsel and the applicable law, the court has arrived at the following: 


Findings of Fact 


1. This is an action for declaratory judgment on the grounds (1) That de- 
fendant having notified plaintiff that he was infringing defendant’s design patent 
D-141,030, an actual controversy arose between the parties as to its validity and 
infringement. (2) That defendant has been guilty of unfair competition against 
plaintiff. 

2. Defendant filed an answer denying plaintiff’s right to a declaratory judg- 
ment on any of the grounds set up in the complaint. In addition to its answer, 
defendant filed a counterclaim against plaintiff for patent infringement of de- 
fendant’s design patent No. D-141,030. At the same time, defendant filed a second 
counterclaim against plaintiff for unfair competition and trade-mark infringement. 

3. Plaintiff, James L. Fouch, is a resident and citizen of the State of Califor- 
nia, doing business under the name and style of Universal Microphone Company, 
at Inglewood, California. 

4. Defendant is a corporation, duly organized and existing under the laws 
of the State of Ohio, and has a regular and established place of business at Colum- 
bus, Ohio. 

5. Defendant is the owner, by assignment dated February 6, 1947, of Design 
patent 141,030, issued April 24, 1945, to Thomas L. Wheeler, Jr., Columbus, Ohio, 
on application filed October 2, 1944. 

6. The validity of Design patent 141,030 and whether or not, if valid, it is 
infringed by plaintiff’s device are issues in this case. 

7. Design patent 141,030 is for “‘an illuminable switch plate.” 

8. Defendant is the owner of the registered trade-mark “Luminite.” This 
trade-mark was registered in the United States Patent Office April 24, 1945, and 
bears registration No. 413,460. 

9. Defendant now is and has been manufacturing and selling electrically 
lighted wall switch plates embodying the design disclosed in its Design patent 
141,030. These switch plates are sold under its trade-mark ‘‘Luminite” referred 
to in Finding No. 8. The trade-mark “Luminite” is carried on the switch plate 
itself and also on the package in which the plate is sold. The plate and package 
contain notice that the trade-mark is registered in the United States Patent Office. 

10. Defendant has been manufacturing its electrically lighted switch plate and 
selling it throughout the United States and in foreign countries in printed paper 
cartons under the trade-mark “Luminite” since about August 28, 1944. 

11. Defendant’s switch plates sold under the trade-mark “Luminite” consist 
of a white or ivory colored plastic plate, 4% inches long, by 234 inches wide, of 
the design shown in Wheeler design patent D-141,030. The plate is rectangular 
in outline to cover an ordinary wall switch opening, having a central opening for 
the switch toggle and a pair of screw holes above and below the toggle open- 
ing to provide for attaching the plate to the switch unit. At its upper portion 
it has a protuberance or lamp housing without a window opening. It is so de- 
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signed that a tiny light bulb behind the lamp housing comes on automatically 
when the lights are off and shines through the plastic housing in a soft glow, so 
as to enable one to see the switch at night, or when in a darkened room. 

12. The package in which the defendant’s switch plate “Luminite” is sold to 
the public is shown in defendant’s exhibit 1-A. This package is a carton about 
2% inches wide by 4% inches deep. The colors are black and red. It has an open- 
ing in the front of the carton in order that the plastic of the switch plate may 
show through to show its color. The trade-name or “Luminite” is placed in red 
on the cover. There are some legends, such as “Always off when lights are on” ; 
“Operates for less than two cents per year”; “Ends fumbling and stumbling in 
the dark.” On the side of the carton are such legends as “Uses less than two 
cents worth of current per year” ; “Saves walls from unsightly finger marks.” On 
the back it is basically red, with black type describing how to install the unit. 
There also is a small illustration showing the device hooked on, or showing how it 
is to be hooked on to the ordinary toggle switch and a description accompanying 
it to enable the layman to understand how it should be attached. It has a cau- 
tion on it about turning the main current off in the room or in the house before 
attempting to apply this to the electric circuit. It also describes how it can be 
used or should be put on multiple switches, such as the type of switches used in 
stairways where it operates two lights, one upstairs and one downstairs. On the 
ends it has the trade-mark ‘‘Luminite” and at the same time describes what model 
it is. 

13. Plaintiff is the owner by assignment of Design patent D 148,302 issued 
January 6, 1948 (approximately one year after the complaint herein was filed 
which was on January 30, 1947) to Andrew C. Karlstad, Inglewood, California, 
on application filed September 9, 1946 for “an illuminable switch plate.” 

14. Plaintiff is the owner of the registered trade-mark ‘Permalite.”” This 
trade-mark was registered in the United State Patent Office May 20, 1947 and 
bears registration No. 429,867. 

15. Since about May 14, 1946, plaintiff has manufactured and sold in inter- 
state commerce electrically lighted wall switch plates which have been sold to the 
public attached to printed cards under the trade-mark “Permalite.’”” One of these 


“é 


switch plates and a specimen card on which it is sold to the public is in evidence as 
defendant’s exhibit 2. Plaintiff has also sold his switch plates in a glassene en- 
velope, as exemplified in plaintiff’s exhibit A-1. 

16. Plaintiff’s switch plates, sold under the trade-mark “Permalite” consists of 
white or ivory colored plastic plate, 4% inches long, by 234 inches wide. The 
plate is rectangular in outline to cover an ordinary wall switch opening, having 
a central opening for the switch toggle and a pair of screw holes above and below 
the toggle opening to provide for attaching the plate to the switch unit. At its 
upper portion it has a protuberance or lamp housing without a window opening. 
On the lamp housing there are three, spaced, vertical ribs which vanish near the 
upper edge of the plate. Five vertical and rounded ribs extend from vanishing 
points adjacent to the lower edge of the plate to the bottom wall of the lamp hous- 
ing. The three central ribs are spaced so that they align with the three ribs on the 
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face of the lamp housing. It is so designed that a tiny light bulb behind the lamp 
housing comes on automatically when the lights are off and shines through the 
plastic housing in a soft glow, so as to enable one to see the switch at night, or 
when in a darkened room. 

17. Defendant’s exhibit 2 (and plaintiff's exhibit A-2), is the device of plain- 
tiff which defendant here alleges infringes Wheeler patent D 141,030 in suit. 








Validity 
18. In his pleadings and at the trial plaintiff referring to the prior art plead 


and offered in evidence a number of patents. Of these, plaintiff now relies (Pft. 
Br. P. 10) upon the following patents as anticipations : 











Exhibit No. 





Name Number 


Despard ..... FE ee a RO ee eet ee ey ee ee 1,875,224 










Mca 2 aD a gal ce Ba aa eee rh oa Gala 2,015,698 
Reed .... Pn re ON eget TON Pe Tee Nee eee SE ee Ae 2,179,198 
ak 5 Nm at a Rak ae i a le til 2,179,199 
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19. None of the prior art advanced by plaintiff and referred to in Finding No. 
18 anticipates Wheeler Design patent D 141,030 here in suit, nor renders it devoid 
of inventive character. 

(a) Despard patent 1,875,224. This is a mechanical patent for “Electric Wir- 
ing Apparatus.” Plaintiff refers particularly to Fig. 6, but this does not show 
the Wheeler design, nor is it shown elsewhere in the patent. Although available 
at the time the Wheeler design patent was pending, the Patent Office did not cite 
the Despard patent even to show the state of the art. 

(b) Tiffany patent 2,015,698. This is a mechanical patent for a “Safety Switch 
Plate.” It was considered by the Patent Office in connection with Wheeler’s ap- 











plication (Wheeler file wrapper Plaintiff's Exhibit Y) and cited to show the state 






of the art but was not considered to constitute an anticipation. And _ properly 
so. As to this patent defendant’s expert Bell testified (Rec. pp. 212-213) “A. 
The patent to Tiffany is a switch plate intended to be used with a toggle switch. 







It was provided with a short semi-cylindrical protuberance, or lamp house, at the 
top of the plate with a window so that the bulb would be visible from outside or 
direct the light out from the bulb. It has a wide angular border entirely unlike 
either Defendant’s Exhibit 1-b or Plaintiff's Exhibit A-2. Light from this tube 
would be directed outward. It wouldn’t have any opportunity to illuminate the 
toggle. The material of the plate is obviously opaque; that is evident from the 
provision of a window.” 

With this statement the Court agrees. 

(c) Reed patent 2,179,198. This is a mechanical patent for an “Electrical 
Switch Plate.” It, also, was available to the Patent Office as a reference at the 
time the Wheeler application was pending. Examination of this patent shows 
clearly that it does not bear any similarity to the Wheeler design. 
(d) Reed patent 2,179,199, is for an “Electrical Switch Plate.” 














The drawings 
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(6 in number) are all fragmentary. It is for “an attachment readily adaptable 
and connectible to switch plates.” It bears no similarity to the Wheeler design. 

(e) Steele, et al., patent D 92,326. This is a design patent, but it is not an an- 
ticipation of Wheeler as casual inspection will show. The court agrees that de- 
fendant’s expert Bell properly characterized this patent in his testimony (Rec. p. 
212) as follows: “A.I can’t see that there is any resemblance in the plates. They 
serve an entirely different purpose. The Steele plate has groupings of several 
vertical lines and they appear to be in groups of about five. It does not serve 
as a switch plate. There is no possibility by which it could be illuminated, no 
provision for illuminating it. It is surrounded by distinctly bevel edge and an 
ornamental border that sets it apart like a frame on a picture.” 

20. The following patents were introduced by plaintiff for the purpose of 
showing the state of the art (as claimed by plaintiff) existing more than a year 
before the Wheeler Design application was filed in the Patent Office: 


Name Number Exhibit No. 
SIN a 3c Ceo areata ovat brava weenie = ere teen vip eaten ecto tel D 100,088 V 
ONE ig, Codi datera wie ate alii HE Wipe wine ea aE nates 1,931,310 W 
NN 5 cr cahasl nostra kg heat ea ananassae aa ec aos 2,134,695 > 
IE Se tehs x aicha csc ak atnigr 3 eaaralelosietied oa @ Gea ee ate aI D 119,371 FF 
EROS ne eens ie ee nn ee ee aman ere eee we tees D 109,887 GG 
NE EE a ee Re Seren rs ene bye 1,726,907 Ed. 
MS da i errs tulerisihe Seen wh cw waka. maaalemereaies 2,193,740 OO 
INE aod feria ahd ens aaa cat lie 50a) ate 2g Mea ata iat koa 2,023,819 PP 
RINNE ora arc cis au dc abeenipeeAcnanonekanieaenau 2,214,317 QQ 


21. A design patent must be judged from its appearance as a whole and being 
so judged the patents offered by plaintiff to show the “state of the art” or any 
of them fail to show the Wheeler design. 

22. The presumption is that a design patent issued by the Patent Office is 
valid. This presumption of the validity of Wheeler patent D 141,030 here in issue 
has not been overcome by the prior art patents relied upon or cited by plaintiff. 

23. Wheeler was the first to design a switch plate with a portion of the casing 
at the upper end protruding from the face plate with the rear edge merging with 
the edge of the face plate, the surface of which extends downwardly and for- 
wardly to a point where a horizontal ledge or shoulder is formed, the ends of 
which are spaced inwardly from the side edges of the face plate, the surface of 
such protuberance being free of windows, slots, or other openings which destroy 
the continuity of such surfaces, and detract from the streamline appearance thereof. 
This protuberance is fitted in with the other features of the design constituting a 
face plate ornamented with vertically disposed lines, with the edges of the plate 
forming a narrow level which is rounded somewhat as it meets the flat surface of 
the plate. 

24. Wheeler patent in suit D 141,030 is valid. 


Patent Infringement 


The question of patent infringement in this case must be decided on the 
basis of the effect upon the eye of the ordinary observer. If the general appear- 
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ance of the design is preserved, minor differences of detail in the manner in which 
the appearance is produced, observable by experts, but not noticed by ordinary 
observers, by those who buy and use, are not sufficient to relieve an imitating de- 
sign from condemnation as an infringement. If, in the eye of an ordinary ob- 
server, giving such attention as a purchaser usually gives, two designs are sub- 
stantially the same, if the resemblance is such as to deceive such an observer, in- 
ducing him to purchase one, supposing it to be the other, the first one patented is 
infringed by the other. 

26. The slight differences between plaintiff’s switch plate as embodied in de- 
fendant’s Exhibit 2 and plaintiff's Exhibit A-2, and the switch plate shown in 
defendant’s patent in suit D 141,030 are so unimportant that to the eye of an or- 
dinary observer, giving such attention as a purchaser usually gives to designs, they 
would appear to be substantially the same.’ 

27. Plaintiff’s switch plate, as shown in defendant’s Exhibit 2 and plaintiff's 
Exhibit A-2 contains substantially all of the features and elements of the Wheeler 
design as disclosed in Wheeler design patent D 141,030 in suit. 

28. Plaintiff claims that he now is and always has been manufacturing and sell- 
ing his switch plates substantially embodying the design disclosed in Design Patent 
D 148,302 referred to in Finding No. 13 and that he uses the trade-mark ‘‘Perma- 
lite,” referred to in Finding No. 14, on all of his switch plates, and that a pre- 
sumption of noninfringement therefore arises from the grant of the later patent 
(1.e., Patent D 148,302). 

29. In Murray v. Detroit Wire Spring Co., 206 F. 465, the Court of Appeals 
of this (6th) Circuit rejected the doctrine asserted by plaintiff as stated in Find- 
ing No. 28. It is true a mechanical patent was there in issue but no valid reason 
appears why the rule should be different in cases involving Design Patents. 

30. Patentable difference does not of itself tend to negative infringement. 
It may well be based on infringement plus improvement. Herman v. Youngstown 
Car Mfg. Co., 191 F. 579, 585 (C. C. A. 6). 

31. The issuance by the Patent Office of Karlstad design patent No. D-148,302 














1. Defendant’s expert Bell testified (Rec. pp. 196, et seq.): A. . . . “The edges or the 
margins of the two plates appear to be very similar. May I say here that from my understand- 
ing of a design, there is more involved than just the appearance; there is also the feel of a 
thing. That is, by that I mean that the smooth, the rounded contour of the edges would ap- 
pear to be the same in both cases. They both have the conventional vertical decorative lines. 
Both have a lamp house, if I may call it that. That is an integral part of the structure. The 
vertical cross-section through the center line of Wheeler and of Defendant’s Exhibit 2 would 
be apparently almost identical. The lower edge of the lamp house, in both cases, is at ap- 
proximately right angles to the face of the plate, and from there it is directed backward and 
eventually merging with the top edge of the plate in a smooth curve. . . . There is a striking 
similarity in the arrangement of the longitudinal ribs and the transverse ribs. In Wheeler, the 
longitudinal ribs are substantially rectangular in section, as indicated in the drawing. The trans- 
verse ribs are of substantial triangular cross-section. In both Wheeler and plaintiff’s Exhibit A-2, 
which I hold, the transverse ribs are broken by the holes for the attaching screws. Both appear to 
have cavities in which a luminous tube or glow lamp can be installed. I believe that approxi- 
mately covers it. Q. You referred to the transverse ribs being broken by the screw holes. 
Have you any comment to make on that particular construction? A. Well, it is one of the 
cardinal sins of engineering to put in a reinforcing rib and then break it at the point where 
the stresses are localized. That is fundamental. That is true in both cases. Q. In other words, 
if Wheeler’s design showed that type of construction, the plaintiff followed that in its com- 
mercial device; is that correct? A. Evidently.” This testimony is uncontradicted. 
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on January 6, 1948, subsequent to the issuance of the Wheeler design patent in 
suit raises no presumption of patentable differences between the two designs. The 
Karlstad patent contains all the essential features of the Wheeler design and the 
fact (which is assumed for the purposes of this decision) that plaintiff’s struc- 
ture is covered by the later (Karlstad) patent does not tend to negative infringe- 
ment. The Wheeler design patent being the first to issue, devices made in ac- 
cordance therewith are infringements even though the Patent Office later issued 
the Karlstad design patent. 

32. Plaintiff's switch plate, plaintiff’s Exhibit 2-A and defendant’s Exhibit 2, 
is an infringement of Wheeler design patent D 141,030 in suit. 


Trade-Mark Infringement 


33. As set forth in Findings Nos. 8 and 14 respectively, defendant’s trade- 
mark ‘“‘Luminite” and plaintiff’s trade-mark “Permalite” are each and both reg- 
istered in the United States Patent Office. Registration of a trade-mark by the 
Patent Office furnishes a presumption that it is valid. Heddon’s Sons v. Millsite, 
etc., 128 F.2d 6,9 (C.C. A. 6). 

34. Plaintiff's Exhibits A.A.A. to M.M.M. inclusive, are a series of trade- 
mark registrations all prior to the trade-mark registration of either plaintiff or 
defendant herein. Examples of these are Exhibits A.A.A. “Okonite,” B.B.B. 
“Paranite,” H.H.H. “Lumi-lyte” and K.K.K. “Performite.” The Patent Office 
saw no conflicting similarity between “Luminite” and “Permalite” nor between 
those words and the previously registered trade-marks herein referred to. Neither 
does the Court. 

35. “Permalite” and “Luminite” are not confusingly similar either in appear- 
ance, sound, meaning or significance. 

36. Plaintiff’s trade-mark “Permalite” is not an infringement of defendant’s 
trade-mark “Luminite.” 


Unfair Competition 


(a) Alleged unfair competition by defendant against plaintiff. 

37. Plaintiff claims defendant was guilty of acts of unfair competition towards 
him which resulted in plaintiff seeking relief in this suit under the Declaratory 
Judgment Act. The alleged acts of unfair competition plead by plaintiff and on 
which he relies are (1) That Thomas L. Wheeler, President of defendant com- 
pany, complained to the Federal Trade Commission about plaintiff’s switch plates 
as early as November, 1946, (2) That defendant’s counsel on December 27, 1946 
(Exhibits 11 to 16 inc.) and on January 23, 1947 (Exs. 17 and 18) wrote letters 
to plaintiff’s customers and (3) that defendant or Mr. Wheeler, on defendant’s 
behalf, had an article published in the January, 1947, Bulletin of the Eastern Elec- 
trical Wholesalers Association, Inc. (Exhibit R.R.), containing a warning of in- 
fringement and certain alleged inaccurate information. 

38. At the trial defendant objected to the introduction of the evidence tendered 
by plaintiff regarding the complaint of defendant (referred to in Finding No. 37) 
to the Federal Trade Commission. The court sustained defendant’s objection on 
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the ground that the tendered evidence was not pertinent to the issues in this case 
(Rec. pp. 76-79). That ruling the court here adheres to. 

39. Defendant was entirely within its legal rights in having its counsel send 
out the letters (Exhibits 11 to 18 inc.) referred to in Fnding No. 37. The letters 
contain nothing beyond the usual notice of claimed infringement. They were not 
sent broadside but only to plaintiff and to customers of plaintiff whom defendant 
considered to be infringing its patent. 

40. The Bulletin (referred to in Finding No. 37) of the Eastern Electrical 
Wholesalers Association, Inc., is a “house organ” of a group of Eastern Whole- 
salers. Neither Mr. Wheeler nor defendant were or are responsible for the article 
captioned “Warning” appearing in the January, 1947 issue of that bulletin. They 
have no control over what is published in the bulletin, beyond their own advertise- 
ments. 

41. Defendant has not been guilty of any act of unfair competition against 
plaintiff. Plaintiff's charges against defendant to that effect, in his complaint are 
not supported by the evidence adduced at the trial and they should be dismissed. 

(b) Alleged unfair competition by plaintiff against defendant. 

42. Defendant’s switch plates have had a wide use. In addition to their use in 
private dwellings and apartments, they have been installed in approximately 1,500 
hotels and motels throughout the United States. They are used in many public 
buildings and institutions and in numerous industrial plants where a warning 
signal is needed or desired. They were well received by the public. Over a mil- 
lion have been sold in the United States and foreign countries approximately one- 
half of these being sold in the first year after their introduction. 

43. Defendant has spent over $50,000 in advertising its switch plate sold under 
the trade-mark “Luminite.” It had built up a valuable good will in its switch plate 
“Luminite” before plaintiff began to manufacture and sell his switch plate under 
the trade-mark “Permalite.” 

44. The amount of sales in dollars received by defendant for its switch plates 
“Luminite” from October, 1944 until the end of the fiscal year ending the last of 
September, 1947, was $460,000.00. 

45. Defendant sold its switch plate “Luminite” for $1.00 retail. After plain- 
tiff began to manufacture his switch plate “Permalite,” plaintiff undersold de- 
fendant by selling his plate for 59¢ to the retail trade through chain stores. 

46. Defendant’s switch plate is described in Finding No. 11. Plaintiff's 
switch plate is described in Finding No. 16. Plaintiff incorporated in his switch 
plate all the features of the Wheeler design. Plaintiff so spaced and designed 
the various elements of his switch plate as to give it the same general appearance 
and visual effect as that shown in the Wheeler design. It was not necessary 
for plaintiff to do this in order to make his device function properly. For ex- 
ample, plaintiff could have located his protuberance or lamp housing at some 
place other than that already selected by Wheeler—at the bottom of the plate, 
for instance. In fact, it was not necessary for plaintiff, in order for his device 
to function properly, to have any protuberance at all in his plate, as it is possible 
to make a plate with a bulb back of a flat surface. Plaintiff’s switch plate follows 
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the Wheeler design in all of its essential ornamental features as well as in all other 
essential respects. 

47. A comparison of plaintiff's switch plate Exhibit A-2 with defendant’s 
switch plate, exhibit 1, shows that plaintiff copied front and reverse panels of de- 
fendant’s plate so closely, that the ordinary purchaser giving such attention as he 
usually does in purchasing articles of this nature, would be deceived into purchas- 
ing plaintiff’s plate, believing it to be the plate of defendant. 

48. The package in which defendant’s switch plate “Luminite’’ is sold is de- 
scribed in Finding No. 12. Plaintiff in designing his carton used the color red 
for a background. Plaintiff copies this color for his background on three sections 
of his card. (Exhibit 2.) On the reverse side of plaintiff’s switch plate card, de- 
fendant’s exhibit 2, there is an illustration of a woman with her hand touching 
a switch plate. This illustration is a copy of an advertisement (defendant’s ex- 
hibit 4-C-3) that defendant had previously designed and which it had widely used 
to advertise its switch plate “Luminite.” 

49. In making up its packages, defendant originated certain slogans, wording 
and language of an original nature to describe the functions and advantages of 
its switch plate. The plaintiff copied these various slogans and phrases as follows: 
The legend found on the face of defendant’s carton “Always On” is also found 
on the front section of plaintiff’s card. In the center of defendant’s package, de- 
fendant’s exhibit 1-A, there is an illustration of a switch lever with the word “Off” 
printed thereon. In marketing his switch plate, plaintiff has copied this illustration, 
and it appears on his card so that it will show through the opening in the switch 
plate which is mounted thereon. Another legend carried on the face of defendant’s 
carton reading “Ends Fumbling in the Dark” is also found on the right hand front 
section of plaintiff's card on which his switch plate is mounted. The legend 
“Saves Walls From Unsightly Finger Marks’ on defendant’s carton is copied 
by plaintiff on the right front section of his card. The legend on defendant’s 
carton about the low current cost per year is also used by plaintiff on his card. 
The legend “Easy to Install Quickly” is paraphrased on plaintiff’s card, “Anyone 
Can Install Permalite—It’s Easy.” 

50. Plaintiff on his switch plate has copied the illustration on the rear of the 
“Luminite” carton (Ex. 1) which shows the rear view of a switch plate and the 
manner in which the wiring is attached to the wall switch. This wiring diagram 
and directions for installing the switch plate were originated and first worked out 
by Wheeler. Plaintiff’s copy is shown on the rear section of defendant’s Ex. 2. 

51. Plaintiff's plate carries certain legends which were originated and first 
used by defendant on its plate “Luminite.” For instance, in the case of “Lumi- 
nite” there is in black type a guaranteed renewal service wherein if the plate is 
returned with 35¢ in coin it will be replaced any time it burns out or anything 
else should happen to it. Plaintiff’s plate copies this guaranteed renewal service 
using the same charge, that is, 35¢, for this service. 

52. Defendant carried on extensive advertising campaigns to acquaint the pub- 
lic with its “Luminite” switch plate and to bring out the various advantages it 
claims this plate had for use in homes, hotels and public buildings. The various 
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types of ads which defendant used in advertising its product fall into three general 
groups. One group is shown in defendant’s exhibits 4-A-1 to 4-A-9. Another type 
of ad is shown in defendant’s exhibits 4-B-1 to 4-B-5, and still another group are 
shown in defendant’s exhibits 4-C-1 to 4-C-4. All of these various ads in de- 
fendant’s exhibits just mentioned were copied by plaintiff in advertising his in- 
fringing switch plate “Permalite.” Plaintiff's ads are shown in defendant's ex- 
hibits 7-1 to 7-5, and 8-1 to 8-3, and 9-1 to 9-4. 

53. The trade dress used by plaintiff, as exemplified by the exhibits in this 
case is such as is likely to confuse the ordinary or average observer or purchaser 
in believing it to be the trade dress used by defendant. 

54. Plaintiff has palmed off and has intended to palm off his “Permalite” 
switch plates as the “Luminite” switch plate of defendant. 

55. The proof in this case is clear and convincing and establishes beyond a rea- 
sonable doubt that plaintiff is and has been guilty of unfair competition against 
defendant. As evidence of this, among other things are the following: Plaintiff 
simulated defendant’s color schemes, get-up or package dress ; he copied defendant’s 
slogans and language, its advertisements and illustrations. After defendant’s 
switch plate was being manufactured and sold and after defendant had expended 
large sums of money in advertising its product and had established a market, plain- 
tiff began (in May, 1946) to manufacture and sell a switch plate made of white 
or ivory plastic, constructed in substantial accord with the Wheeler (defendant’s) 
design patent, including all the details of defendant’s commercial structure among 
others the inscriptions on defendant’s plate and even defendant’s mistakes in engi- 
neering design. 

56. Plaintiff’s complaint should be dismissed at plaintiff's costs. Defendant is 
entitled to judgment holding its design patent 141,030 good and valid in law and 
permanently enjoining plaintiff from infringement thereof and from continuing 
his acts of unfair competition against defendant. Defendant is entitled to have 
an accounting and an award of profits and damages (if any) and to recover of 
plaintiff its costs herein expended. 


Conclusions of Law 


1. This Court has jurisdiction of the subject matter, and the parties to this 
action. 

2. Plaintiff is not entitled to any relief on his complaint, and it is hereby dis- 
missed at plaintiff's cost. 

3. Defendant is the owner of the entire legal and equitable title and interest in 
and to Wheeler design patent D-141,030, issued April 24, 1945, in suit. 

4. Defendant’s design patent D-141,030 is not anticipated by the prior art; it 
is of inventive and patentable character ; and is good and valid in law. 

5. Plaintiff by the manufacture and sale of his switch plate, as exemplified by 
defendant’s exhibit 2 and plaintiff’s exhibit A-2 has infringed Wheeler design 
patent D-141,030 of defendant, in suit. 

6. Plaintiff has competed unfairly with defendant as set forth in the findings 
of fact. 
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7. Defendant is the owner of the trade-mark ‘“Luminite,” registration No. 
413,460, registered April 24, 1945, and is the owner of the good will of the business 
in which that trade-mark is used and all rights therein and thereto. 

8. The trade-mark “Luminite” is good and valid, and is now and since the date 
of registration has been in full force and effect. 

9. Plaintiff has not infringed the trade-mark “Luminite” of defendant by the 
use of the name “Permalite” on his switch plates, packages and advertisements. 

10. Defendant is entitled to a permanent injunction against plaintiff, his em- 
ployees, attorneys, and agents, to enjoin him from infringing Wheeler design 
patent D-141,030 in suit and from continuing his acts of unfair competition 
against defendant, and is entitled to an award of profits and damages (if any) 
and an accounting, and for costs. 

Counsel may prepare and submit a decree accordingly. 





ROMA WINE COMPANY v. ROMA WINE & LIQUOR COMPANY, INC. 
No. 2311—U. S. D. C. D. Md.—October 29, 1948 


TraApE-MARKS—EFFEcT OF LICENSES—PARTICULAR INSTANCES 

Consent of winery to registration of its name by distributor held not necessarily, or 
per se, an irrevocable consent to distributor’s continued use of name. 

Defendant having used the word “Roma” in its trade name for nine years, while acting 
as distributor for plaintiff’s predecessor, held entitled to continue use of firm or corporate 
name containing the word “Roma,” with explanatory phrase, where plaintiff’s predecessor 
consented to defendant’s use and registration of name and plaintiff had known that defendant 
was building up a substantial business and good will independently of any goods that it 
purchased from plaintiff’s predecessor. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—ScOPE OF RELIEF—EXPLANATORY 
PHRASES 

Defendant required to use on all stationery, advertisements, labels or published matter 
of any kind, in conjunction with firm name embodying the word “Roma,” an explanatory 
statement substantially as follows: “This firm has no connection with the original firm of 
Roma Wine Company of California.” 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF RELIEF—TERRITORIAL DeE- 
CREES 

Defendant held entitled to continue use of its mark “R. W. L.” on any product which it 
manufactures, bottles or dispenses, but only in Delaware, Maryland and the District of 
Columbia; and provided that whenever the mark is used in conjunction with defendant's 
firm name containing the word “Roma,” the above explanatory statement must be used. 


Trade-mark infringement and unfair competition suit by Roma Wine Company 
against Roma Wine & Liquor Company, Inc. Decree for plaintiff establishing 
concurrent rights and restrictions. 


Raphael Walter, David S. Sykes and Asher Blum, for plaintiff. 
G. C. A. Anderson and Henry M. Siegel, for defendant. 
CoLEMAN, J. (orally) : 


This is a case involving alleged infringement of trade-marks and also unfair 
competition. 
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The case is conspicuous for a large amount of testimony indicating that neither 
party took any very intelligent, or at least consistently intelligent steps to clarify 
and establish its trade-name and trade-mark rights until business had been done 
with each other for more than ten years, and until the plaintiff's interests were 
acquired by a third party, which then attempted to assert rights which had not 
previously been asserted with any such degree of definiteness by the plaintiff. 
Furthermore, an accurate determination of the precise factual situation during 
the ten or more years of relationship between the plaintiff and defendant is ren- 
dered more difficult because the individual officers or representatives of the plain- 
tiff company who dealt directly with the defendant company have given no testi- 
mony, for the reason that they recently severed relations with the Schenley inter- 
ests which now own plaintiff company and, therefore, these persons have not been 
called to testify, on the theory that they might have been hostile witnesses. 

In spite of these inherent difficulties, the Court has been able, after careful 
analysis of the wealth of testimony and arguments of counsel, to unravel the 
threads of the true situation between plaintiff and defendant, which may be sum- 
marized as follows: 

As early as 1895 there was a winery in California operated under the name of 
Roma Wine Company. During national prohibition it did business under Govern- 
ment permits, and prior to repeal of prohibition the business was acquired by one 
Battista Cella, who continued the business under the same name. Cella, in his 
statement accompanying the registration of this name in the United States Patent 
Office in 1934, said that this name had been continuously in use in his and his 
predecessors’ wine business since 1890. He made a similar statement with respect 
to the use of the single word “Roma” when he registered it at the same time. 

Defendant’s relations with plaintiff first began in the spring of 1933, when, 
after conducting a beer business in Baltimore under the name of Southern Dis- 
tributing Company, one Hurwitz, president of this company, formed a partnership 
under the name Roma Importing Company. He met Cella and entered into an 
arrangement with him to distribute plaintiff’s wines during prohibition under a 
sacramental wine permit and, after prohibition, to act as distributor of plaintiff's 
wines for the regular commercial trade, Cella having leased a warehouse in Balti- 
more for the purpose of storing the wines produced at his California winery, which 
were to be sold by Hurwitz. Thereafter, for at least several months, Cella, finding 
defendant a satisfactory and lucrative distributor in Maryland, left the matter 
of labels largely to Hurwitz, with the result that the latter used the trade-mark 
“Roma” on the bottles in which he distributed plaintiff's wine, which was received 
in bulk, #.e., in barrels and tank cars, as well as on bottled goods which were labeled 
originally by Cella with the same trade-mark before shipment to Hurwitz. 

There shortly ensued a dispute as to whose property this label was. Plaintiff 
tried to get defendant to enter into a formal written contract whereby defendant 
would give up all rights to both its firm name, Roma Importing Company, as well 
as to the trade-mark “Roma.” This defendant refused to do. The disagreement 
continued until the fall of 1934 or the spring of 1935, when a compromise was 
reached whereby defendant consented to plaintiff’s registration of the trade-mark 
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“Roma” for brandy in consideration of plaintiff’s consent to defendant’s registra- 
tion of its corporate name, Roma Importing Company. At about this time, as a 
result of request by Federal authority, on the ground that defendant was not doing 
any importing, defendant changed its name to Roma Wine & Liquor Company. 

Thereafter, for some two years, that is, until some time in 1937, relations 
between the parties were pleasant. Then defendant, for the first time, began to 
use the label “R. W. L.” on wine which it distributed for the plaintiff, either when 
received in bulk or as package goods, and also, about this time, began using this 
same trade-mark on other wine, the law no longer requiring that the label state 
the source from which the wine was obtained. There is, however, no credible 
evidence in the case that the plaintiff knew that this was being done by the de- 
fendant, although the plaintiff did know that, for some time, defendant had been 
selling a substantial quantity of wine, not acquired from plaintiff, under various 
kinds of labels of defendant’s own design. In 1936 defendant registered the trade- 
mark ‘“R. W. L.” in the United States Patent Office, which plaintiff did not oppose. 
Then, in 1938, defendant discovered that plaintiff was selling to other parties in 
Baltimore, to which defendant objected. Defendant also found that plaintiff was 
underselling it and defendant threatened to discontinue its relations with plaintiff, 
and even went to the extent of advertising in California under its firm name, solicit- 
ing connection with other wineries. This led to a temporary truce between plain- 
tiff and defendant until 1942, when plaintiff advised defendant that its business 
might be sold to the Schenley interests but said that, if this occurred, defendant 
would be taken care of. Defendant became alarmed and insisted upon obtaining, 
and did obtain, a very large order, some 30 cars, of wine from plaintiff. Then, 
in the fall of 1942, Schenley Distilleries, Inc., a Maryland corporation, bought 
plaintiff's business, and defendant was notified by Schenley that the latter did not 
desire to make further shipments to defendant. Efforts were made to reach an 
agreement with respect to relinquishment of both the right to use the name “Roma”’ 
and the trade-mark “R. W. L.,” with the result that defendant finally expressed its 
willingness to surrender its right to use ““Roma” as a bottle label, but not in con- 
nection with its corporate name. Likewise, defendant refused to surrender its 
right to use the label “R. W. L.”’ Disagreement continued until August, 1944, 
when the present suit was filed. 

What plaintiff is claiming may be summarized as follows: (1) The exclusive 
right to use the name “Roma” in any form, anywhere throughout the United 
States, as a trade-mark or part of a trade-mark, in the labeling or distribution of 
wine in bottles, as well as when used as part of plaintiff’s firm name; and (2) the 
same right with respect to the trade-mark or label “R. W. L.,” unless defendant 
clearly states, when using this label, that defendant has no connection with the 
plaintiff or its products. 

In support of this position, plaintiff claims that (1) it never knew or had reason- 
able cause to believe that defendant ever bottled or distributed other than its, the 
plaintiff’s wine, with labels bearing the word “Roma,” in any form, or the mark 
“R. W. L.”; and (2) defendant, through the correspondence put in evidence in 
the case, is shown never until recently to have claimed that its right to use the 
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word “Roma” or the label “R. W. L.” was derived other than directly through 
defendant’s business relationship with plaintiff, which was always that of a dis- 
tributor for plaintiff’s products; and (3) the label “R. W. L.” is an infringement 
of certain of plaintiff's registered trade-marks, which bear the initials of plaintiff's 
firm name embodied in insignia, and which is simulated by defendant's use of its 
own firm’s initials and insignia. 

Plaintiff does not, however, ask for an accounting, but merely for injunctive 
relief to establish the aforegoing asserted rights. 

Defendant, on its part, claims the right (1) to continue to use the word “Roma” 
in its corporate or firm name as at present, without any qualifying words; and (2) 
to the exclusive use of the label “R. W. L.” on wines or other potable products of 
any source which it may care to distribute in territory limited to Maryland, the Dis- 
trict of Columbia and Delaware. Defendant does not claim that it has the right, 
since it no longer obtains wine from the plaintiff, to use the name “Roma” as a label 
on any of its wines. 

In support of this position the defendant relies upon (1) the consent given it 
by plaintiff in 1935, which is undisputed, to use the firm name defendant was then 
using, namely, Roma Importing Company, as evidenced by written consent filed by 
plaintiff with the Patent Office that this name be registered by defendant; and (2) 
upon the fact that, after the business relations between defendant and _ plaintiff 
had continued for several years, defendant had used, without interference by plain- 
tiff, the label ““R. W. L.” without any reference to “Roma” or “Roma Wine Com- 
pany”; and (3) upon the fact that the great bulk of defendant’s advertising has 
been devoted to the development of this label. 

First, with respect to the use of the word “Roma,” plaintiff relies upon what 
the defendant said in the four following letters, addressed to the plaintiff: (1) In 
the letter dated October 3, 1935, the defendant said, among other things, in re- 
ferring to its corporate name: “No doubt you would have reason to be alarmed if 
someone else were to use this name, but we feel that we are more than a customer, 
we are friends and are also a part of the winery.” (2) In defendant’s letter dated 
August 6, 1936, we find this: “We treasure the names ‘Roma’ and ‘LaBoheme’ as 
much as you do and the same goes for all Roma Products as we consider ourselves 
a part of the Roma Wine Company.” (3) In defendant’s letter of August 24, 1936, 
is the following: “I have always tried to impress upon your mind, Mr. Turner, that 
we are different than any other account that you have on your books, and we con- 
sider ourselves such. As you stated in your letter this has come up several times 
in regard to La Boheme labels from your various accounts, but we have always 
felt different. It is not only business with us and the Cella Brothers; it is long 
friendship, and, as you know, we have never handled anything else but your wines 
and we don’t intend to, as we feel that we are part of the organization and not merely 
another account.” Lastly, in the letter dated June 1, 1942, in reply to a letter about 
an alleged infringement of the name “Roma” through use of the name “Romona” 
by another company, the defendant wrote: “J do not see why we personally should 
take action, as I think it is up to you to take care of this matter. We are herewith 
enclosing an add which appeared in one of the Washington papers, which, to my 
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way of thinking, is a direct infringement on the Roma label. If you think there is 
nothing serious about this label, why it is alright with us. I am leaving that to your 
judgment.” (Emphasis supplied. ) 

Second, with respect to use of the label “R. W. L.” plaintiff relies upon the 
fact—which is true—that there has been presented no credible evidence sufficient 
to prove that plaintiff was ever informed, or that plaintiff ever had reasonable 
cause to believe, that other than plaintiff’s wine was ever bottled by defendant 
with “R. W. L.” labels ; and therefore, when such was done, it was entirely without 
plaintiff’s knowledge or acquiescence. In addition, plaintiff relies upon defendant's 
letter to it, dated October 25, 1938, which contains the following: ‘Our label, you 
will notice, carries ‘Made by Roma Wine Company, Inc., Lodi, California.’ We 
do not intend to make any change on our label, as your sketch and insignia do not 
conform with our label registration in Washington.” 

On the evidence thus summarized, we reach the following conclusions: First, 
as to defendant’s right to use the word “Roma”: while we are unwilling to con- 
strue the consent given by plaintiff in May, 1935, to defendant to use “Roma” as 
part of its firm name, as necessarily, standing by itself, an irrevocable consent so 
to do, in view of the origin and character of the relationship between the parties, 
namely, a relationship in which, continuously from its inception, defendant acted 
only as a distributor of plaintiff’s products, nevertheless, the weight of the credible 
evidence does, we believe, support defendant in its position at least to the extent 
that defendant should not now be completely deprived of its right to use the word 
“Roma” in its firm or corporate name. This is said in spite of the language in the 
letters which we have above quoted, written by defendant to plaintiff, because it 
is clear from the weight of the credible evidence that plaintiff knew defendant had 
built up a very substantial wine and whiskey business independently of any goods 
that it purchased from plaintiff, which plaintiff should have thoroughly investigated 
from the trade-mark aspect, and plaintiff could have obtained relief by appro- 
priate court proceedings several years ago, before plaintiff’s absorption by Schenley, 
if plaintiff’s position was really tenable. This being true, a purchaser of plaintiff's 
business acquired no greater rights in this respect than plaintiff itself had. 

When Schenley bought the plaintiff company in 1942 it paid $6,400,000 for it. 
No reference is found in the purchase agreement to the defendant company or to 
any trade-mark rights that it might have. In 1947-8, the gross sales of the Roma 
Wine Company (which had become a Delaware corporation, as successor to the 
California Corporation) were $15,000,000, and during the years 1943 to 1948, in- 
clusive, it spent $7,900,000 on advertising alone, throughout the United States, of 
which approximately $144,000 was spent in Maryland. On the other hand, dur- 
ing the same period, the defendant spent over $200,000 in advertising, for only a 
relatively very small part of which it was reimbursed by plaintiff. In its fiscal 
year 1947-8, defendant’s gross sales were over $5,000,000, of which more than 
$1,200,000 were wine sales, whereas the corresponding figures for 1942-43 were 
under $4,000,000 and $800,000, respectively. As further evidence of the very 
substantial value and growth of the business and good will that defendant had de- 
veloped, it is significant that when Hurwitz, in 1943, bought out his partner’s one- 
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half interest in both the Baltimore firm and its Washington branch, he paid a total 
sum of $117,000. Therefore, we believe that the proper, equitable answer to this 
branch of the controversy is to allow defendant to continue to use its present or 
an equivalent firm name embodying the word “Roma,” provided, however, it shall 
not henceforth do so unless on all stationery, advertisements, labels or published 
matter of any kind, it adds to this firm name an explanatory statement substan- 
tially as follows: “This firm has no connection with the original firm of Roma 
Wine Company of California.” 

Second, with respect to defendant’s use of the label “R. W. L.”: we conclude 
that defendant should be permitted to use this label on any product which it manu- 
factures, bottles or dispenses—wines, whiskeys, etc.—but only in Maryland, Dela- 
ware and the District of Columbia; and provided, further, that wherever such 
label is used by defendant, over its firm name forming part of the label, there shall 
appear an explanatory statement as just set forth. While at the present time, the 
bulk of defendant’s trade is in whiskey which is sold under the particular dis- 
tiller’s own name and trade-mark, about 95 per cent of defendant’s wine trade is 
under the “R. W. L.” label, and most of its advertising outlay has been in con- 
nection with this label. 

A decree will be signed in accordance with this opinion. 






















LEE, ET AL., TRADING AS LEE GARMENT CO. v. PARK LANE TOGS, INC. 
No. 46-411—U. S. D. C. S. D. N. Y.—October 11, 1948 










TRADE-NAMES AND UNFAIR COMPETITION—SECONDARY MEANING—GENERAL 
Fact that third parties may have used trade-name at other times or in other parts of the 

country before plaintiff, held not a bar in and of itself to unfair competition suit against 
defendant based upon plaintiff’s alleged secondary meaning rights. 

TRADE-NAMES AND UNFAIR COMPETITION—PLEADING AND PrRAcTICE—MOTION TO DISMISS 
Counterclaim for declaratory judgment that plaintiff's trade-mark is invalid dismissed 

on motion in suit for unfair competition because allegations of counterclaim will be before 

court under other allegations of answer and declaratory judgment is unnecessary for de- 

termination of the controversy. 












Unfair competition suit by Benjamin Lee and Irving Lee, as trustee of the 
Howard Lee and Marshall Lee trusts, copartners trading as Lee Garment Company, 
against Park Lane Togs, Inc. Defendant counterclaims for declaratory judg- 
ment that plaintiff’s trade-mark is void and invalid. Plaintiff's motion to dismiss 
counterclaim granted. 


Erwin Feldman of New York, N. Y., for plaintiffs. 
Marco J. Shemaria of New York, N. Y., for defendant. 


LEIBELL, D. J.: 


The complaint is based on unfair competition. It alleges that defendant has 
used the words ‘“‘Park Lane” in its corporate name and trade-mark in selling 
women’s apparel, of the same quality and character as the merchandise manufac- 
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tured and sold by plaintiff under plaintiff’s trade-mark “Park Lane,” that sales 
are made by defendant to the same class of retail outlets as those to which plain- 
tiff’s are sold, and that the general public is misled and deceived into believing that 
the defendant’s affairs are those of the plaintiff and that defendant’s business is 
that of plaintiff’s. An injunction is prayed for restraining the defendant “from 
using the trade-mark of ‘Park Lane’ or any name similar thereto as a part of its 
corporate name, and from selling or advertising its goods under any name con- 
taining the words ‘Park Lane’ either alone or in association with other words, 
and from holding out or representing its business by the means of the use of said 
name as in any way connected with the plaintiffs.” Damages are also sought. 

Defendant’s answer contains denials and also certain allegations which are later 
incorporated by reference in a counterclaim for a declaratory judgment (28 U. S. C. 
§ 2201), that plaintiff’s trade-mark is “void and invalid” because it is not susceptible 
of exclusive use and has been subject to prior use by others (not the defendant) 
and has been so used for various types of merchandise, including women’s dresses. 

Plaintiff is not suing for any infringement of a trade-mark. The suit is for 
unfair competition wherein plaintiff will attempt to establish that the words “Park 
Lane” have in the manufacture and sale of women’s apparel acquired a secondary 
meaning in the trade and are associated with the name of plaintiff as the manu- 
facturer. Even though at other times or in other parts of the country a manu- 
facturer (other than this defendant) may have used the trade-mark ‘Park Lane” 
before plaintiff used it, that would not in and of itself constitute a bar to plaintiff's 
suit for unfair competition against this defendant. Del Monte Special Food Co. 
v. California Packing Corporation (C. C. A. 9th), 34 F. 2d 774 [19 T.-M. R. 443], 
and cases cited therein; Ward’s Baking Co. v. Potter-Wrightington, Inc., 288 F. 
597, affd. 298 F. 378 (C. C. A. Ist); R. J. Reynolds Tobacco Co. v. Allen Bros. 
Tobacco Co., 151 F. 819; Nims “Unfair Competition and Trade-Marks” (fourth 
edition) § 384. 

The allegations of defendant’s counterclaim, as a defense, will be before the 
trial court under other allegations of the answer. No declaratory judgment is 
necessary for a determination of the controversy in this case. Chicago Furniture 
Forwarding Co. v. Bowles, 161 F. 2d 411, Aetna Casualty and Surety Co. v. 
Quarles, 92 F. 2d 321. The instances in which courts have refused to dismiss a 
counterclaim for a declaratory judgment in a patent infringement, or trade-mark 
infringement, or copyright infringement suit, are not in point. 

Plaintiff’s motion to dismiss the counterclaim is granted. 
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FOOD FAIR STORES, INC. v. FOOD FAIR, INC. 
No. 7375—U. S. D. C. D. Mass.—October 1, 1948 


CourTs—COonrFLIcT OF LAwS—GENERAL 

Federal court, in case where jurisdiction depends on diversity of citizenship only and 

cause of action is based upon Massachusetts statute, applies Masachusetts substantive law. 
CourTs—STATUTORY CONSTRUCTION—GENERAL 

In construing Massachusetts legislation, Federal court must follow state rules of statutory 
construction. 

Testimony of proponent and draftsman of legislation, called as witness by court, held 
not admissible as evidence of intent of the legislature. 

TRADE-MARKS AND UNFAIR COMPETITION—SCOPE OF PROTECTION—MASSACHUSETTS STATUTE 

Mass. St. 1947 c. 307 held to provide two new substantive rights, viz. protection against 
(1) likelihood of injury to business reputation and (2) likelihood of dilution of the distinc- 
tive quality of trade-name. 

Defendant enjoined from use of words “Food Fair” simpliciter, but left free to use the 
two words if it prefaces them by name of defendant’s chief officer or name of town, in view 
of lack of originality of plaintiff's trade-name and fact that confusion of customers can be 
dissipated by small alterations in the symbol, where plaintiff had priority over defendant 
in other states, had acquired secondary meaning, and defendant had knowledge of plain- 
tiff’s use and the expanding character of its chain but defendant’s acts neither deprived 
plaintiff of sales nor affected the worth of plaintiff’s name outside Massachusetts. 

Courts—J URISDICTION—GENERAL 

In measuring jurisdictional amount, value of plaintiff’s mark held neither necessarily nor 
usually controlling. 

Where plaintiff had chain of 103 stores. in other states, grossing about $150,000,000 and 
netting about $2,700,000, value of its right to operate in Massachusetts without being faced 
with competition under same name held to exceed $3,000. 


Trade-mark infringement and unfair competition suit by Food Fair Stores, Inc., 
against Food Fair, Inc. Judgment for plaintiff. 


Arthur L. Sherin, of Boston, Mass., for plaintiff. 
Maurice Tobey, of Boston, Mass., for defendant. 


WyzanskI, D. J.: 


Plaintiff seeks relief under general principles of tort law and under Mass. St. 
1947, c. 307 [ Mass. G. L. (Ter. Ed.) c. 110 § 7A] against defendant’s alleged in- 
fringement of plaintiff’s unregistered trade-name, “Food Fair.” 

Plaintiff is a Pennsylvania corporation. It operates a chain of super-markets 
which sell at retail groceries, provisions, fish, meats, fruits, vegetables and other 
products customarily sold in food stores. Originally it was incorporated under the 


, 


name ‘Union Premier Food Store, Inc.,” and did much of its business through 
subsidiaries. Thus it organized Food Fair Stores of Maryland to operate super- 
markets in Maryland commencing in 1935; The Food Fair, Inc. of Pennsylvania 
to operate super-markets in Pennsylvania commencing in 1938; and Food Fair, Inc., 
to operate super-markets in Maryland and New Jersey commencing in 1938. In 
1938 the first and third subsidiaries merged. In 1942 all plaintiff’s subsidiaries 
merged with plaintiff which then changed its name to Food Fair Stores, Inc. 
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Thereafter plaintiff added stores not only in Maryland, New Jersey and Penn- 
sylvania but also in Delaware, Florida, New York and West Virginia. This has 
been a constant growth. Now the super-markets operated by plaintiff number 103 
and form the eighth largest retail food chain in the country. At present the an- 
nual rate of gross income approaches $150,000,000 and of net income approaches 


$2,700,000. 


As far back as 1935 each of the super-markets operated in Maryland by plain- 
tiff’s local subsidiary was called “Food Fair.” The same name was used from 
the outset by most of the super-markets operated by plaintiff's subsidiaries or by 
plaintiff. However, there were some exceptions. In Florida some of the stores 
were originally called “Food Lane,” although of those, two changed their names 


to “Food Fair” after this suit was brought. 


Before plaintiff operated any of its stores the words, “Food Fair,” 


were coin- 


monly used as descriptive of casual markets conducted by a community, by an 
association of sellers or by a church group. Probably prior to 1935, as well as 


afterwards, they had also been used as a trade-name by some concerns operating 


retail stores in various parts of the country. [See Ex. 15 and Ex. M.] 


Since 1935 plaintiff has expended in the states where it operates more than 
$4,000,000 in advertising its business and stores almost always, except in Florida, 
under the name “Food Fair.” These advertisements have, however, all been di- 
rected principally at prospective local customers. The advertising media have in- 
cluded newspapers, throw-aways, circulars, street-car cards, trade journals and local 


radio programs. 


In plaintiff’s stores many of the items of food sold either are unlabeled or bear 
the labels of nationally known producers or distributors. However, a substantial 
number of bottled and canned goods bear labels stating that the merchandise with- 


in has been packed for or is being distributed by “Food Fair.” 


Neither in external nor in internal appearance is there uniformity among all 
the super-markets operated by plaintiff. There are, however, certain character- 
istics which repeat themselves in the preponderance of plaintiff's stores as, for 
example, the plain Egyptian lettering used for the exterior sign on which the name 
“Food Fair” appears. Other characteristics of plaintiff’s stores which could be 
mentioned, such as the design of the directional signs in the store, the placing of the 
inscription “Food Fair” in terrazzo in the vestibule and the color scheme are some- 
what different from what could be found in most modern super-markets. 

In April, 1946, one of plaintiff’s subsidiaries, Food Fair Stores Corporation, 


qualified to do business as a foreign corporation in Massachusetts. 


But neither 


plaintiff nor its subsidiaries have opened a store or made any sales in this Com- 


monwealth. Negotiations for the acquisition of Massachusetts stores 


which have 


begun several times in recent years have proved abortive. But expansion to Mas- 


sachusetts remains in active contemplation by officers of plaintiff. 


The name “Food Fair” is associated with plaintiff and plaintiff’s stores by four 


groups of persons in Massachusetts. 


First, through the listing of the stock of plaintiff’s company on the New York 


Stock Exchange and the daily reports in Massachusetts newspapers of the quota- 
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tions of that stock and through transactions in which Massachusetts persons have 
bought and sold that stock, the name is known to and identified with plaintiff by 
investors and others in financial circles. 

Second, through articles and comments in trade journals the name is known to 
and identified with plaintiff by most of those who operate super-markets, chain 
grocery stores and like retail outlets. 

Third, through purchases of fish and other supplies in this region the name is 
known to and identified with plaintiff by wholesale suppliers of many types of foods. 

Fourth, the name is also known to and identified with plaintiff by some average 
persons who are prospective Massachusetts customers of retail food stores. This 
identification would be made by many average persons who had lived in or travelled 
frequently through the Atlantic states. The exact percentage of average customers 
who would fall in this category is difficult to estimate. But, as defendant’s own 
sampling study shows, 3 out of 76 average customers in Brookline, without being 
prompted, recalled having seen the name “Food Fair” and pointed to its use by a 
store which in fact belonged to plaintiff’s chain. From the readiness of the cus- 
tomers’ response, from the obvious chain store appearance of each of plaintiff's 
stores and from the failure of defendant to pursue the inquiry, I infer that these 
customers regarded “Food Fair” not only as a name already in use, but as a name 
in use by a chain, and that they would regard any modern super-market bearing 
that name as being part of the chain. 

So far as it is a question of fact, it follows that plaintiff prior to 1947 had 
and now has a trade-name “Food Fair” [cf. Restatement, Torts, § 716] used in 
such a manner that in Massachusetts prospective investors, retailers, wholesalers 
and a minority of average customers are likely to regard it as the name of and the 
means of identifying plaintiff's super-markets [cf. Restatement, Torts, § 727]. 

Defendant is a Massachusetts corporation which was organized in April, 1947, 
chiefly by Benjamin B. Rodman. He is now and always has been its chief execu- 
tive officer, a director and the person principally in charge of corporate operations 
and policy. Prior to 1947 Rodman had been a market man for a score of years. 
In that way he first learned of plaintiff. Ten years ago he considered opening his 
own super-market. At that time one of his consultants suggested a list of possible 
names. All these were names of existing super-markets or super-market chains. 
On this list, among other names, were “Food Fair” and ‘‘Food Center.” 

In 1944 or 1945 Rodman engaged an architect to draw plans for a super-market. 
At that time the proposed name was to be “Food Center.” In 1947 Rodman, hav- 
ing in mind the list suggested a decade before by the consultant, decided to or- 
ganize a Massachusetts corporation by the name of “Food Fair, Inc.” and to have 
that corporation operate a super-market at a site which he owned on Harvard 
Street, Brookline, Massachusetts. The plans for the super-market had been sub- 
stantially completed prior to April, 1947. In March, 1947, Mr. Rodman’s lawyer, 
Mr. Berger, made application to the Massachusetts Commissioner of Corporations 
for permission for Mr. Rodman and others to organize defendant. The Com- 
missioner informed Mr. Berger that there was another corporation of a similar 
name and that (while no notice would be sent) that corporation or any other party 
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believing itself affected would have thirty days to object to the application filed by 
Mr. Berger. No such objection was in fact made, and indeed there is no evidence 
that plaintiff knew of the application before it was acted upon. 

After defendant corporation was organized, Rodman continued discussions 
with his architect Wexler. Together they went in the early summer of 1947 to 
visit various super-markets outside of New England. One of the markets they 
visited was plaintiff’s “Food Fair’ at 5220 City Line Avenue, Philadelphia. The 
two men were there for half an hour. And on leaving they discussed some fea- 
tures of the layout of the store and its internal and external appearance. But the 
visit and the discussion did not result in any significant change of the plans there- 
tofore made for the Harvard Street store. 

In December, 1947, defendant began to operate the store on Harvard Street 
of which complaint is made. Defendant called the store “Food Fair.” It bore a 
sign in plain large Egyptian lettering similar to that used in the newer stores of 
plaintiff. On the outside and inside the store resembled most of the super-markets 
built in recent years. But the resemblance (except in the color of the paint on 
the interior) was not strikingly closer to plaintiff's stores than to the stores of 
many other companies. 

Virtually none of defendant’s merchandise indicated that it was produced by, 
packed for or specially prepared for defendant. However, of the more than 3,500 
different items offered for sale a substantial number did bear tags which showed 
both the name “Food Fair” and the price of the merchandise. When these goods 
were delivered to customers, the defendant’s store frequently used a truck which 
bore the lettering ‘Food Fair.” 

Defendant, so far as appears, enjoys an excellent reputation with its customers 
and suppliers. Its credit standing with its suppliers is excellent. 

While some wholesalers were initially confused to the point of inquiring whether 
the Harvard Street store was operated by plaintiff, no wholesaler, no retailer and 
no investor was sufficiently confused to complete a transaction with defendant un- 
der the mistaken belief its store was operated by plaintiff. Some ordinarily atten- 
tive customers, probably no more than 3 to 5 per cent of the total, were led to be- 
lieve that defendant’s store was operated by plaintiff as part of its chain. 

The first problem presented by these facts is whether this Court has jurisdic- 
tion of the controversy. In this case there is no issue involving a federally regis- 
tered trade-mark. And the sole claim to federal jurisdiction rests on the stipula- 
tion that there is between the parties diversity of citizenship and on plaintiff’s dis- 
puted allegation that the amount in controversy exceeds $3,000 exclusive of interest 
and costs. 28 U.S. C. § 41 (1). Since the question whether this amount is indeed 
at stake is intermingled with questions which go to the merits of the case, it must 
be temporarily postponed. 

If the Court has jurisdiction, the next problem is to decide what is the govern- 
ing law. The complaint relies upon a single cause of action founded upon gen- 
eral principles of tort law and upon a Massachusetts statute. Thus the cause of 
action is neither dependent on a federal substantive statute nor [as was the case 
in National Fruit Product Co. v. Dwinnell-Wright Co., 47 F. Supp. 499 (32 T.-M. 
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R. 114, 516) (D. Mass.), aff'd 140 F. 2d 618 (34 T.-M. R. 128) (C. C. A. 1)] 
pendent to a cause of action founded on a federal substantive statute. Moreover, 
defendant’s action in establishing a store occurred in Massachusetts and, so far as 
the evidence discloses, had no effect outside of Massachusetts. 

Under these circumstances the “choice of law” problem is as simple as if plain- 
tiff had brought before a federal court upon a diversity jurisdiction basis a suit 
to recover damages inflicted by a negligent automobile driver who injured plaintiff 
in Massachusetts. The court first turns to Massachusetts conflict rules to see 
which substantive law the state courts would apply (Klaxon Co. v. Stentor Elec. 
Mfg. Co., 313 U. S. 487) and then finds that the Massachusetts court would apply 
Massachusetts substantive law to a controversy involving local conduct which had 
an exclusively local impact. Strogoff v. Motor Sales Co., Inc., 302 Mass. 345, 347. 
Folmer Graflex Corp. v. Graphic Photo Service, 44 F. Supp. 429 [32 T.-M. R. 280] 
(D. Mass.). Note, 60 Harv. L. Rev. 1315, 1318, n. 32. 

Before analyzing and applying the Massachusetts substantive law it is important 
to review the dominant facts of this controversy. 

Plaintiff relies on a trade-name which is composed of two ordinary words. 
They are presented in a combination long familiar in everyday vocabulary and fre- 
quently used as descriptive of casual markets conducted by a community, by an 
association of sellers or by a church group. But prior to plaintiff’s use the com- 
bination had rarely been identified with a permanent grocery store or stores con- 
ducted for profit by a single concern. As a result of plaintiff's use the combina- 
tion “Food Fair’ has now acquired a secondary meaning sufficient to deserve 
protection as a trade-name. It signifies local retail super-markets operated by 
plaintiff. This identification is made not only by persons residing outside Massa- 
chusetts but by an appreciable number of persons within Massachusetts. In the 
latter group are investors, market operators, wholesalers and a very small per- 
centage of prospective or actual customers of Brookline super-markets. None of 
these customers would or conveniently could patronize plaintiff’s stores at the 
present time. However, from the facts that one of plaintiff’s subsidiaries quali- 
fied to do business here, that plaintiff is a rapidly expanding chain and that plain- 
tiff has seriously and recently considered Massachusetts sites, it is reasonable to 
conclude that in the near future plaintiff will establish a Massachusetts store or 
stores that will seek their custom. 

Defendant uses precisely the same combination of words. It uses the combi- 
nation upon precisely the same class of enterprise—a local retail super-market. 
The defendant presents the name “Food Fair” in lettering of virtually the type 
used by plaintiff. In choosing the title and lettering defendant acted on the correct 
assumption that customers frequently select markets on the basis of the name of 
the concern. 

Moreover, defendant adopted the name “Food Fair” with knowledge of plain- 
tiff’s earlier use and knowledge of the expanding character of plaintiff’s chain. 
However, defendant’s intention was chiefly to get the benefit of a name which was 
inherently attractive because of its primary rather than its secondary meaning. 
The effect of defendant’s conduct has not been to deprive plaintiff of a single 
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customer ; nor to affect its standing with investors or wholesalers; nor to affect the 
worth of the name outside Massachusetts, where so far as appears the name of de- 
fendant’s store has never reached. 

However, defendant in the past has confused a few average customers and 
in the future is likely to confuse some average customers into believing they were 
dealing with plaintiff’s chain. So far as appears, those customers who were con- 
fused did not receive goods or services inferior to what they anticipated. Hence, 
to date they have not been injured by their confusion nor has plaintiff’s reputation 
been affected by being associated with inferior goods or services. Confusion has 
not extended to and is not likely to extend to any wholesaler or investor to the 
point of leading him to consummate a transaction under the belief that defendant 
is associated with plaintiff. 

One other effect of defendant’s conduct demands special notice. Defendant to 
some extent diluted the value of plaintiff’s trade-name within Massachusetts. 
Prior to defendant’s advent the name carried to some actual or potential Mas- 
sachusetts customers, retailers, wholesalers and investors the meaning that all 
super-markets operated under that name belonged to plaintiff. Defendant’s conduct 
has adversely affected that exclusive secondary meaning. The extent of the ad- 
verse effect is a more subtle question to which reference will be made later. 

On the facts found, it is my opinion that prior to Mass. St. 1947, c. 307, it is 
doubtful whether plaintiff was entitled to injunctive relief on the ground that 
wholesalers, retailers, investors and only a few customers using ordinary care 
had been or probably would be deceived as to the ownership of defendant’s store 
and would be confused into believing it belonged to plaintiff. Perhaps plaintiff 
could succeed on the basis of the more recent Massachusetts cases such as Jays, 
Inc. v. Jay-Originals, Inc., 321 Mass. 737; Jays, Inc. v. Purcell, 313 Mass. 127 
[33 T.-M. R. 247]. See 265 Tremont Street, Inc. v. Hamilburg, 321 Mass. 353, 
357 ; Healer v. Bloomberg Bros., Inc., 321 Mass. 476, and the recent federal cases 
interpreting Massachusetts law, Brass Rail, Inc. v. Ye Brass Rail of Massachusetts, 
Inc., 43 F. Supp. 671 (D. Mass.), as well as authorities stating what purports to 
be the soundest law of all jurisdictions. See Restatement, Torts, c. 35, especially 
§ 717. 

But regardless of the earlier law it seems to me that plaintiff is entitled to 
relief under Mass. St. 1947, c. 307 [| Mass. G. L. (Ter. Ed.) c. 110 § ZA] which 
provides that: “Likelihood of injury to business reputation or of dilution of 
the distinctive quality of a trade-name or trade-mark shall be a ground for injunc- 
tive relief in cases of trade-mark infringement or unfair competition notwithstand- 
ing the absence of competition between the parties or of confusion as to the source 
of goods or services.” 

In construing this Massachusetts legislation this Court obviously must follow 
Massachusetts state rules of statutory contruction. While less latitudinarian than 
the federal practice, the state court always considers the mischief or imperfection 
in pre-existing law apparently intended to be remedied by the statute. Boston v. 
Quincy Market Cold Storage Co., 312 Mass. 638, 643. And it has often shown a 
willingness to consider “the progression” of a statute “through the legislative body.” 
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Commonwealth v. Welosky, 276 Mass. 398, 401-402; Pacific Wool Growers v. 
Commissioner, 305 Mass. 197, 199. It is doubtful, however, whether the state 
courts would follow federal cases taking into account the specific arguments which 
proponents of the legislation advanced in its support before legislative bodies. Cf. 
Shapiro v. United States, 335 U.S. 1, 12, 15; S. E. C. v. Robert Collier & Co., 76 
F. 2d 939 (C. C. A. 2). 

Applying the state canons of construction to the statute at bar, this Court is 
entitled to take into account that prior to 1947 Massachusetts state courts were not 
inclined to give such broad protection as most courts did to holders of trade-names 
and trade-marks against use of their symbols by strangers not in direct competition 
[See authorities cited in National Fruit Product Co. v. Dwinell-Wright Co., 47 F. 
Supp. 499 (32 T.-M. R. 114, 516) (D. Mass.)]. Numerous text writers and 
specialists in the field regarded this as mischievous—and while others dissented as 
appears from the recent comprehensive article by Prof. Ralph S. Brown, Jr., “Ad- 
vertising and the Public Interest,” 57 Yale L. J. 1165—the 1947 Massachusetts 
legislature apparently accepted the views of those who thought the judicial decisions 
of Massachusetts courts on unfair competition fell short of what was desirable. 
This conclusion as to the attitude of the legislature is apparent on the face of the 
statute. And it is nowhere rebutted. For there is no written record preserved of 
the hearings conducted by any Massachusetts legislative committee considering the 
bills that led up to the 1947 act. Nor is there a committee report or a record of a 
legislative debate. All that is available is the statement presented to some legislators 
by a learned member of the Boston bar, Mr. Joseph P. Healey, a proponent and 
draftsman of the legislation, who was called as a witness in this case by the Court, 
not the parties. While on reflection I have concluded that his testimony is not 
admissible as evidence, I may note that it supports the view that the Massachusetts 
legislature was trying to bring Massachusetts local law into line with federal cases. 

If we turn now to the statute itself, the first point to be observed is that it is 
cast in the form of a procedural innovation. A new “ground for injunction” is 
given. Despite the form, however, the law was designed to create and does create 
new substantive rights. Such rights are cognizable in any court, state or federal. 
Guaranty Trust Co. v. York, 326 U. S. 99, 106, note 3. Whether these rights are 
subject to remedy not only by injunction but also by damages is an issue which I 
need not and do not decide. It is enough now to say that they are not only sub- 
ject to vindication by injunction but also have a value subject to appraisal by a 
federal court seeking to determine the amount in controversy for federal juris- 
dictional purposes. 

The first of these two new substantive rights is protection against “likelihood 
of injury to business reputation.” If one were to read that phrase without any 
acquaintance with the prior case law and the mischief sought to be remedied, it 
would be possible to construe it as affording protection only in a case where it was 
probable that defendant would render inferior services or sell inforior goods which 
would make customers think less of plaintiff. That is, plaintiff would be required 
to show—what has not been shown at bar—that defendant’s services or goods were 
below plaintiff’s standard. Cf. Frank J. concurring in Standard Brands v. Smidler, 
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151 F. 2d 34, 43 [35 T.-M. R. 277] (C. C. A. 2) commented on by Ralph S. Brown, 
Jr., supra, 57 Yale L. J. at 1194. But such a literal reading is not warranted be- 
cause the statute was obviously designed to make the Massachusetts law go at least 
as far as the unfair competition rules laid down in federal courts before the Erie 
case and as far as the Restatement of Torts. See Note, 27 B. U. Law Rev. 489, 
492. And under those rules it was settled that “if another uses” the trade-name of 
plaintiff, “‘he borrows the owner’s reputation, whose quality no longer lies within 
his own control. This is an injury, even though the borrower does not tarnish it, 
or divert any sales by its use; for a reputation, like a face, is the symbol of its pos- 
sessor and creator, and another can use it only as a mask.” Yale Electric Corp. v. 
Robertson, 26 F. 2d 972, 974 (C. C. A. 2) (Emphasis added). This protection 
of reputation against even the highest grade of unauthorized borrowers was not 
always limited to a state where plaintiff did business, as the comment to Restate- 
ment, Torts, § 732 pointed out: “A State may . . . . recognize and protect a trade- 
mark [and presumably a trade-name] against infringement within its borders be- 
fore the trade-mark is used in the State, if the trade-mark has acquired a reputa- 
tion elsewhere and . . . . custom in the State may reasonably be expected.” Ac- 
cordingly, I am of the view that the first clause of the statute operates to warrant 
relief against this defendant’s use of plaintiff’s trade-name on defendant’s store 
even though plaintiff does no business here, even though defendant’s store is of 
premier equality and even though only a few average customers would be confused. 
The Pep Boys, etc. v. Pilavin, D. Mass., C. A. No. 7014, Apr. 22, 1948 [38 T.-M. 
R. 681]. 

The second new substantive right is also applicable. It accords protection 
against “likelihood of dilution of the distinctive quality of a trade-name.” The 
position in this phrase of the adjective “distinctive” shows that what is protected 
is not merely a distinctive trade-name such as a coined word but also the essential or 
characteristic quality inherent in any valid trade-name after it has acquired a dis- 
tinct secondary meaning. But see Brown, supra, 57 Yale L. J. at 1194, note 121. 
How far that protection goes I need not decide; and I expressly avoid passing on 
problems that would be raised if an outsider used plaintiff’s trade-name in such a 
way that with respect to customers, retailers, wholesalers and investors there was 
absolutely no “likelihood of deception” (see 265 Tremont Street, Inc. v. Hamil- 
burg, 321 Mass. 353, 357 [37 T.-M. R. 583], or used it on goods or services un- 
related to super-markets. 

Defendant urges the point that the statute should not be applied because to 
do so would make it retroactive. But the statute was enacted many months before 
defendant opened its store and poached upon the commercial magnetism of the 
symbol plaintiff had created. Hence, there is no valid factual basis for asserting 
that the statute is retrospective. 

Having decided that under applicable Massachusetts law plaintiff has a substan- 
tive right to a trade-name which has been infringed by defendant, I now return to 
the difficult question as to whether the amount in controversy is in excess of $3,000 
so as to satisfy the jurisdictional statute governing United States District Courts. 

The appropriate method of calculating jurisdictional amount in cases of trade- 
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mark and trade-name infringement has been stated by Judge Charles E. Clark in 
Pure Oil Co. v. Puritan Oil Co., Inc., 39 F. Supp. 68 [31 T.-M. R. 382] (D. Conn.) 
reversed on another ground in 127 F. 2d 6 (C. C. A. 2). I accept his reasoning 
though I am aware it contradicts at least dicta in opinions such as Beneficial Indus- 
trial Loan Corp. v. Kline, 132 F. 2d 520, 525 [33 T.-M. R. 135] (C. C. A. 8) and 
Wisconsin Electric Co. v. Dumore Co., 35 F. 2d 555, 556-557 [19 T.-M. R. 496] 
(C. C. A. 6). 

As Judge Clark observes, the measure of the jurisdictional amount is not neces- 
sarily or usually the value of plaintiff’s mark. It is the injury, present and pro- 
spective, inflicted upon that mark by defendant’s conduct. This broad principle 
requires some discrimination in its application to the case at bar. 

Defendant’s store is not, and probably never will be, known outside Massachu- 
setts. Hence, it is only within this Commonwealth that it has inflicted or will in- 
flict damage. 

In this territory it has already caused some persons to be confused but, since 
their trade was not diverted from plaintiff, and since defendant’s services have 
not been and are not likely to be inferior to plaintiff’s, such damage was merely 
nominal. Cf. Pure Oil Co. v. Puritan Oil Co., Inc., supra, p. 71 [31 T.-M. R. 382]. 

But there remains one other aspect of the amount in controversy. Defendant 
has interfered with plaintiff's opportunity to expand its chain by opening stores 
in Massachusetts free of competition with other local stores by the same name and 
has created a situation where, if it now prevails, it will probably be able even to 
enjoin plaintiff from effectuating its plans to operate stores in Greater Boston 
under the name “Food Fair.” This interference and forestalling, unlike that con- 
sidered in United Drug Co. v. Rectanus Co., 248 U. S. 90, 101 and Hanover Mill- 
ing Co. v. Metcalf, 240 U. S. 403, 420, has occurred after plaintiff had acquired a 
reputation in Massachusetts, had done business with wholesalers here, had acquired 
official permission for one of its subsidiaries to do business here and had negotiated 
for the acquisition of enterprises here. Before defendant opened its store plaintiff 
had something more than a mere hope of doing business in Massachusetts. Plain- 
tiff had a right to regard Massachusetts as the “territory from which he. . . . with 
the probable expansion of his business may reasonably expect to receive custom. 

...” Restatement, Torts, § 732. Cf. Sweet Sixteen Co. v. Sweet “16” Shop, 
15 F, 2d 920 (C. C. A. 8). The right to protection in territories where one “re- 
ceives or with the probable expansion of his business may reasonably expect to 
receive custom” [Restatement, Torts, § 732] is protected by Mass. St. 1947, c. 307 
from dilution. And thus (to use the language familiar in federal jurisdictional 
law) the value of the object to be gained in this suit is the right to operate super- 
markets in Massachusetts under the name “Food Fair” without being faced with 
a competitor in Brookline who has the same name and who probably would seek to 
enjoin plaintiff’s expansion. In view of the testimony that with 103 stores plain- 
tiff earns at the rate of $2,700,000 annually, this right, it seems to me, could rea- 
sonably be thought to exceed $3,000. And I therefore conclude that this Court 
has jurisdiction to give relief to plaintiff. 

There is left the question as to the scope of the relief to which plaintiff is en- 
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titled. There is no evidence to warrant an award on account of damages or profits. 
And in the light of the lack of originality of plaintiff's trade-name and the fact that 
the confusion of customers and others can be dissipated by small alterations in the 
symbol, I direct that an injunction shall issue which while it prohibits defendant 
from using the words “Food Fair” simpliciter leaves defendant free to use the two 
words if it prefaces them by as distinctive a first word as the name of the chief 
officer of defendant or the name of the town, so that the enterprise is called some- 
thing like “Rodman’s Food Fair” or “Brookline Food Fair.” 


FERGUSON, et ac. v. FORD MOTOR COMPANY, Et AL. 
No. 44-482—U. S. D. C. S. D. N. Y—September 23, 1948 


Courts—DISCcOVERY—CONFIDENTIAL DOCUMENTS 
Plaintiffs’ motion for application of protective devices, contemplated by Rule 30 (b) of 
Federal Rules of Civil Procedure, denied where plaintiffs’ employee in breach of faith as- 
sisted defendants in preparation of their defense and surrendered to defendants confidential 
documents belonging to plaintiffs which were in the employee’s possession as a result of 
his confidential relationship to his employers. 
CourTS—PLEADING AND PRACTICE—GENERAL 
If plaintiffs are entitled to summary relief against the business consequences of dis- 
closure of confidential information by their employee, held application therefor must be 
presented upon motion for interlocutory injunction. 
Absent facts justifying interlocutory relief, the remedy would be by independent action 
or supplemental complaint. 
Courts—EvmENCE—GENERAL 
While communications between plaintiffs and their attorneys are privileged, admissions 
by plaintiffs that plaintiff Ferguson was in fact not the inventor of an invention covered by 
a patent in issue, or that the damage which the complaint attributes to violation of the anti- 
trust laws was in fact attributed by plaintiffs, before suit, to some other cause, held not 
confidential in the sense of being inadmissible in evidence. 
Courts—EviIpENCE—TRADE SECRETS 
Use of papers containing trade secrets, turned over to defendants by plaintiffs’ employee, 
for purposes of examining witnesses, refreshing recollection or introducing them into evi- 
dence, held controllable by exercise of trial court’s discretion in each instance, depending on 
the facts. 


Patent infringement, unfair competition and anti-trust suit by Harry Fergu- 
son and Harry Ferguson, Inc., against Ford Motor Company, Dearborn Motors 
Corporation, Henry Ford II, Ernest R. Breech, Ernest C. Kanzler, Frank R. 
Pierce, Thomas A. Farrell, John R. Davis, Albert J. Browning, Grant Cook, Ohio 
Tractor & Implement Co., and Sherman Tractor & Equipment Co., Inc. Plain- 
tiffs’ motion that certain documents be impounded and defendants be precluded 
from using information therein denied. 


Cahill, Gordon, Zachry & Reindel, James A. Fowler, Jr., and Mathias F. Correa, 
of New York, N. Y., and Carlson, Pitzner, Hubbard & Wolfe and Richard R. 
W olfe, of Chicago, Ill., for plaintiffs. 

Simpson, Thacher & Bartlett and Whitney North Seymour, of New York, N. Y., 
for defendants Ford Motor Company and Henry Ford II. 
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Cravath, Swaine & Moore and Bruce Bromley, of New York, N. Y., for defend- 
ants Dearborn Motors Corporation and Ernest C. Kanzler. 

Duncombe, Pleasants & Donovan and Samuel A. Pleasants, of New York, N. Y.., 
for defendant Sherman Tractor & Equipment Co., Incorporated. 


RIFKIND, D. J.: 


Plaintiffs have moved for an order directing: (a) that the defendants and 
their counsel file with this court, in a sealed envelope, all copies in their possession, 
or under their control, of specified confidential documents which they have im- 
properly obtained from one William J. Sands, a witness being examined before 
trial; and (b) that said documents be and remain sealed and be opened only on 
further order of this court; and (c) that pending further order of this court de- 
fendants, their counsel, employees, agents and representatives make no further 
use of information acquired from said documents. 

A brief statement of the facts is necessary in order to place this motion in its 
proper context. On January 8, 1948, plaintiffs filed a complaint wherein they al- 
leged that the defendant had infringed their patents, had violated the anti-trust 
laws and had engaged in unfair competitive practices, all to the damage of the 
plaintiffs. In due course issue was joined and the pre-trial examinations began. 

In June of 1948, the plaintiffs discovered, or at least so it is alleged, that the 
defendant had induced one Sands, an employee of the plaintiffs, to assist the de- 
fendants in the preparation of their defense and, in that connection, to surrender 
to the defendants a large number of confidential documents, property of the plain- 
tiffs and in the possession of the witness as a result of his confidential relationship to 
his employer. These documents were produced during the examination of Sands 
and were marked for identification. It is with respect to seventy of the docu- 
ments, so produced, that the present motion is addressed. 

The theory of the plaintiffs’ motion is as follows: Had the defendants, by re- 
course to the discovery rules, made application for the production by the plain- 
tiffs of the documents, plaintiffs would have been in a position to ask for the 
protective devices contemplated by Rule 30(b) with respect to confidential mat- 
ters and secret processes. Plaintiffs contend that they should not be in any worse 
position because defendants had improperly secured access to these documents. 
Therefore, they urge the court to regard these documents as if constructively still 
in the possession of the plaintiffs and to make provision for the protection of such 
secrets as they contain. It is important, however, to note that upon the argument 
plaintiffs’ attorney expressly disavowed any desire or intention to suppress the 
documents insofar as they affected the litigation and stated that he desired merely 
to protect plaintiffs against the competition to which they would be unjustly sub- 
jected by reason of business, rather than litigation, use of the material thus made 
available to defendants by the faithless employee. 

It must be recognized that the plaintiffs’ view is founded, necessarily, upon a 
fiction. Whether acquired by the defendants rightfully or wrongfully, the reality 
is that they have had possession of and access to these papers for many, many 
months. Insofar as the disclosure in itself is harmful to plaintiffs, the harm has 
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already been inflicted. Insofar as the disclosure has business consequences, the 
remedy which may be available to the plaintiffs consists of a claim for damages 
or the restraint of further use. It can no longer rest in the realm of non-disclosure. 
Since the protective devices of 30(b) to which plaintiffs have reference concern 
the degree of disclosure it is to a large extent, although not wholly, inapplicable to 
the proceeding. 

If we examine now the purpose of the plaintiffs in making this motion as 
avowed by their attorney, it becomes clear that what they are seeking is summary 
relief against the competitive use of information in the possession of the defendant. 
It may be that they are entitled to such summary relief but, if it is available, the 
application therefor would have to be presented and litigated upon a motion for 
an interlocutory injunction. Absent facts which would justify interlocutory re- 
lief, the remedy would be by action: either by independent action or by supple- 
mental complaint in the pending action. Either procedure would afford the parties 
and the court a direct opportunity for passing upon the merits of the claim. They 
should not be passed upon in the oblique manner in which they are presented upon 
a motion to impound. 

The defendants argue that whatever may be the avowed purpose of the plain- 
tiffs in making this motion, its inevitable consequence would be that they would be 
deprived of the opportunity to use the papers in the examination and cross-examina- 
tion of the witness Sands and of the plaintiffs. They contend that these papers 
contain evidence; that whether they were lawfully or unlawfully obtained is im- 
material to the issue of the admissibility of such evidence. VIII Wigmore, 3rd ed. 
§ 2183. 

Although I have not inspected the papers, the affidavits indicate that it may 
well be that they contain “secrets” in three different senses of that word. One, 
they may contain admissions in the form of statements confidentially made by 
plaintiffs to witness Sands, such as, for instance, an admission that plaintiff Fer- 
guson was in fact not the inventor of an invention covered by a patent in issue, or 
that the damage which plaintiffs attribute in the complaint to the violation of the 
anti-trust laws was, in fact, attributed by the plaintiffs, before suit was commenced, 
to some other cause. These are matters confidential in the eyes of business men. 
They are not confidential in the eyes of the law in the sense of being inadmissible 
in evidence. Two, there may be items which are in the legal sense privileged, such 
as communications between the plaintiffs and their attorneys. And, three, there 
may be items which the law denominates trade secrets, such as a secret process for 
the manufacture of an article marked by plaintiffs. 

How to deal with material of the third category always presents a problem. 
The nature of that problem was analyzed in Dupont Powder Co. v. Masland, 1917, 
244 U. S. 100, in an opinion by Mr. Justice Holmes. The brevity of that opinion 
renders superfluous any attempt to paraphrase it; but this much of it needs to be 
noted, that the judge’s discretion is very wide in the determination whether, to 
whom, and under what precautions the revelation should be made. 

In the light of these considerations it seems to me that (1) nothing this court 
can now do would undo the disclosure already made; (2) business abuse of the 
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disclosure, if any has occurred or should occur, is beyond the scope of the relief 

available on the pending motion; (3) use of the papers for purposes of examina- 

tion, cross examination, refreshment of memory or introduction into evidence can 

best be regulated by consideration of the factors bearing upon such use in each 

individual instance separately, in the precise context in which such use is proposed. 
The motion is, therefore, denied. 





THE METROPOLIS BENDING COMPANY, et at. v. BRANDWEN, etc. 
No. 2679—U. S. D. C. M. D. Pa.—September 7, 1948 


CourTS—PLEADING AND PrAcTICE—GENERAL 
Purpose of pleadings is to give general notice of nature of claim and show that pleader 
is entitled to relief; averments should be simple, concise and direct; evidence need not be 
plead. 
Role of depositions, discovery and pre-trial procedure is to narrow and clarify basic is- 
sues and ascertain facts relative thereto. 
Stating each claim separately is better practice, though failure to do so is no longer 
ground for dismissal. 
CourTS—PLEADING AND PraAcTICE—MOTION TO DISMISS 
All well plead facts are considered as admitted on motion to dismiss; pleadings are not 
tested by the way facts may turn out or by what decision may ultimately be made on the 
merits. 
UnFAirn COMPETITION—PLEADING AND PRACTICE—GENERAL 
Amendment of complaint, as to imitation of design, required to set forth whether features 
allegedly imitated are functional or nonfunctional and whether they have acquired secondary 
meaning. 
Amendment of complaint, as to copying of advertising, required to allege secondary 
meaning in features allegedly copied. 
Unrair COMPETITION—SCOPE OF PROTECTION—PARTICULAR INSTANCES 
Copying plaintiff’s method of distribution, held not unfair competition per se. 
False statement that competition is about to discontinue business may be slanderous per se. 
Passing one’s self off as agent of another is a form of unfair competition. 
Courts—J URISDICTION—GENERAL 
When two or more plaintiffs have separate demands united in single suit, held essential 
that the demand of each be of the requisite jurisdictional amount. 
When several plaintiffs unite to enforce a single right in which they have common inter- 
est it is enough if their interests collectively equal jurisdictional amount. 
Doctrine of Hurn v. Oursler held inapplicable, because federal claim as to trade-mark is 
held plainly wanting in substance and copyright infringement is not properly plead. 


Unfair competition suit by the Metropolis Bending Company, The Fort Mas- 
sac Chair Company, and The Babee-Tenda Corporation against Paul E. Brandwen, 
doing business as Paul E. Brandwen Mfg. Co. Defendant’s motion to dismiss com- 
plaint denied. 


McNess, Wallace & Nurick, of Harrisburg, Pa., and Sydney C. Perell, of Stam- 
ford, Conn., for plaintiffs. 
Matthew D. Mackie and Welles, Mackie & Law, of Scranton, Pa., for defendant. 
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Murpny, D. J.: 


Defendant moves to dismiss plaintiffs’ action and in the alternative for a more 
definite statement and to strike impertinent matter. Defendant contends (a) fail- 
ure to state a claim upon which relief can be granted; (b) lack of jurisdiction of 
the subject matter. 

To the pleadings is assigned the task of general notice giving, whereas narrow- 
ing and clarifying the basic issues between the parties, ascertaining the facts or 
information as to the existence or whereabouts of facts relative to those issues is 
the role of the deposition-discovery process aided by the pre-trial hearing. Hick- 
man Vv. Taylor, 329 U. S. 495, 500, 67 S. Ct. 385, 91 L. Ed. 485. 

Evidence need not be plead. All that is required is a short and plain state- 
ment of the claim showing that the pleader is entitled to relief; each averment to 
be simple, concise and direct ; technicality is not required. Sterocinski v. E. I. Du 
Pont De Nemours & Co., 3 Cir. 1939, 103 F. 2d 843. 

Construing the pleading so as to do substantial justice, considering as admitted 
all well plead allegations and testing them not by the way the facts may turn out 
or by what decision may ultimately be made on the merits (Aralac, Inc. v. Hat 
Corporation of America, 3 Cir. 1948, 166 F. 2d 286) we are of the opinion that 
The Babee-Tenda Corporation (herein called B) states a claim as to unfair com- 
petition upon which relief can be granted. As to the other plaintiffs, The Metrop- 
olis Bending Company and The Fort Massac Chair Company (herein call M and 
F respectively) we reserve decision until plaintiffs file an amended pleading in ac- 
cordance with this opinion. 

Plaintiff B and defendant are trade rivals in the manufacture and sale of 
safety chairs for babies. Plaintiff B and his licensors and assignors preceded de- 
fendant in this field. Plaintiffs complain as to defendant’s good faith in entering 
and continuing in such competition, of the means employed by him in obtaining 
knowledge and thereafter of his imitation of plaintiffs’ design, advertising and 
distribution methods, of the way he has obtained some of his employees and the 
manner in which he conducts his business. 

While the complaint is equivocal, plaintiffs’ brief concedes there is no claim 
for patent infringement. Plaintiffs plead no claim of statutory trade-mark in- 
fringement, 15 U. S. C. A. Section 96, or of statutory copyright infringement, 
17 U. S. C. A. Section 25, and Rule 2 following said section; Rule 8l(a) (1), 
Federal Rules of Civil Procedure, 28 U. S. C. A. following Section 723c ; no claim 
for bad faith under Section 709, Vol. 3, Restatement of the Law of Torts. 

Plaintiff B does plead a claim, whether it can support it or not is not our prov- 
ince at this time to decide of unfair trade practices and unfair competition. To 
buttress this claim plaintiff has plead: 


1. As to fraudulent marketing. See Section 712, Vol. 3, Restatement, supra; see also 
p. 544 et seq. 

2. As to certain acts of defendant about which complaint has been made relative to 
the trade-mark. See F. W. Fitch Co. v. Camille, Inc., 8 Cir. 1939, 106 F. 2d 635, 639 
[30 T.-M. R. 503] ; Section 717, Section 727, and Comment b, p. 588, Vol. 3, Restatement, 
supra. 
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3. Imitation of design. See 150 ALR 1067 at 1112; Section 741b (ii) and Comment J, 
p. 628; also Section 742, Vol. 3, Restatement, supra. In this regard, the amended com- 
plaint must set forth whether the features allegedly imitated are functional or non-func- 
tional and whether or not they had acquired a secondary meaning. If functional, see 
M. J. Lewis Products Co. v. Lewis, D. C. E. D. Pa. 1931, 57 F. 2d 886, 888; if non-func- 
tional, see Gum, Inc. v. Gumakers of America, Inc., 3 Cir. 1943, 136 F. 2d 957 [33 T.-M. 
R. 381]; Crescent Tool Co. v. Kilborn & Bishop Co., 2 Cir. 1917, 247 F. 299 at 300. 

4. As to copying plaintiffs’ advertising. Here again in the amended complaint atten- 
tion must be given to the question of secondary meaning. See 17 ALR 760, 30 ALR 615; 
International Heating Co. v. Oliver Oil Gas Burner & Machine Co., 288 F. 708, 30 ALR 
611; General Baking Co. v. Grocers Baking Co., D. C. Ky. 1933, 3 F. Supp. 146, 149 
[23 T.-M. R. 287]; Nims on Unfair Competition and Trade-Marks, 3rd Ed., Section 
291, p. 784 et seq.; Charles H. Elliott Co. v. Skillkrafters, Inc., 1921, 271 Pa. 185, 187; 
cf. Philadelphia Dairy Products v. Quaker City Ice Cream Co., 1931, 306 Pa. 164; United 
States Ozone Co. v. United States Ozone Co. of America, 7 Cir. 1933, 62 F. 2d 881 at 
887, see generally “Advertising and the Public Interest,” Yale L. Jnl. Vol. 57, p. 1165, 
No. 7, June 1948. 

5. As to copying plaintiffs’ method of distribution. See Moore v. Ford Motor Co., 
2 Cir. 1930, 43 F. 2d 685; Kaeser and Blair, Inc. v. Merchant Ass'n, Inc., 6 Cir. 1933, 
64 F. 2d 575, 576 [23 T.-M. R. 171]. “It is not unfair practice to use a method that 
someone else has devised and found effective. . . . It is the doing of an act which mis- 
leads or is intended to mislead the public as to the origin of the goods that is unfair com- 
petition.” Viavi Co. v. Vimedia Co., 8 Cir. 1917, 245 F. 289, 292. 

6. As to the copyright. See Nims, etc., supra, Section 276, p. 736. 

7. Trade secrets and other business information. See Sections 757 and 759, Vol. 4, 
Restatement, supra; see Note 42 Harv. L. Rev., 254. 

8. Inducing breach of contract or severance of employment relations. See Section 
766, Vol. 4, Restatement, supra; Note 84 ALR 43 and 47. 

9. Trade libel and disparagement. A false statement that a competitor is about to 
discontinue business may be slanderous per se. See Nims, supra, Section 29le, p. 791; 
Black & Yates, Inc. v. Mahogany Assn., Inc., 3 Cir. 1942, 129 F. 2d 227, 148 ALR 841 
[32 T.-M. R. 402], certiorari denied 317 U. S. 672, 63 S. Ct. 76, 87 L. Ed. 539; Edwin 
L. Wiegand Co. v. Harold E. Trent Co., 3 Cir. 1941, 122 F. 2d 920, 924, certiorari denied 
316 U. S. 667, 62 S. Ct. 1033, 86 L. Ed. 1743; Nims “Unfair Competition by False State- 
ments or Disparagement,” 19 Cornell Law Quarterly, 63-70; Vol. 3, Restatement, supra, 
Sections 626, 629 and Comment e, p. 341; Erick Bowman Remedy Co., Inc. v. Jensen 
Salsberry Laboratories, Inc., 8 Cir. 1926, 17 F. 2d 255. 

10. Passing off oneself as agent of another is a form of falsehood. Nims, etc., supra, 
p. 794; Ford Motor Co. v. Benjamin E. Boone, Inc., 9 Cir. 1917, 244 F. 355. 

11. As to the Virginia sale. See Section 760, Vol. 4, Restatement, supra; B. I’. D. 
Co., Inc. v. Davega-City Radio, Inc., D. C. N. Y. 1936, 16 F. Supp. 659. 


While failure to state each claim separately is no longer ground for dismissal, 
it is better practice to do so. Ford Motor Co. v. McFarland, D. C. Wash. 1939, 29 
F, Supp. 303 [29 T.-M. R. 553]. 

In the amended complaint attention should be given to whether or not the 
recommendations and the public demand have been directed to the safety chair 
as opposed to the old fashioned high chair, or whether they have been directed to 
the plaintiffs’ product as such as preferable to other safety chairs. 

Plaintiffs are separate and distinct corporations having a common president. 
Averment as to jurisdictional amount is restricted to $3,000 exclusive of interest 
and costs. See Section 24(7) of the Judicial Code, 28 U.S. C. A., Section 41(1). 
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The settled rule is that when two or more plaintiffs have separate and distinct 
demands united in a single suit, it is essential that the demand of each be of the 
requisite jurisdictional amount, but when several plaintiffs unite to enforce a single 
title or right in which they have a common and undivided interest, it is enough 
if their interests collectively equal the jurisdictional amount. Pinel v. Pinel, 1916, 
240 U. S. 594, 36 S. Ct. 416, 60 L. Ed. 817; Clark v. Paul Gray, Inc., 1939, 306 
U. S. 583, 588, 589; Black & Yates, Inc. v. Mahogany Assn., Inc., supra, 129 F. 
2d at 236 [32 T.-M. R. 402] ; Sturgeon v. Great Lakes Steel Corp., 6 Cir. 1944, 
143 F. 2d 819, 821. 

There is nothing in the complaint to indicate any damage to any single title or 
right in which all three plaintiffs have a common undivided interest. B is exclusive 
licensee to manufacture and sell, and assignee of the trade-mark, trade-name and 
the good will incident thereto; M and F own two Letters Patent to certain features 
of the product; F owns the copyright to “The Babee-Tenda Sales Manual.” If 
under Par. 10, M and F have rights as distributors to sell in conflict with or in 
mitigation of B’s exclusive rights, such rights should be clarified in the amended 
complaint. 

The claim for relief therefore rests upon a charge of unfair competition. In 
such cases B alone would be the proper party plaintiff as to the period from No- 
vember 1943. Ainsworth v. Gill Glass & Fixture Co., 3 Cir. 1939, 106 F. 2d 491, 
495. As to the period between October 1942 and November 1943, did the assign- 
ment of the good will cover whatever claim could be made therefor? If M and F 
are asserting any right for that period a distinction must be made between their 
claim as joint owners of the patent and the product and F’s individual ownership 
of the trade-mark and good will, as well as F’s claim as owner of the copyright. 

The doctrine of Hurn v. Oursler, 1933, 289 U. S. 238, 246, 53 S. Ct. 586, 77 
L. Ed. 1148 [23 T.-M. R. 267], and Armstrong Paint and Varnish Works v. Nu- 
Enamel Corp., 1938, 305 U. S. 315, 324, 59 S. Ct. 191, 195, 83 L. Ed. 195 [29 
T.-M. R. 3], do not apply because here we find the federal claim as to the trade- 
mark plainly wanting in substance and not properly plead as to copyright infringe- 
ment. Unless in the amended complaint plaintiffs show otherwise, the only proper 
party plaintiff would be B, and the jurisdictional amount present. Even if F were 
joined, the claim as to statutory copyright infringement would be separate and dis- 
tinct ; no statement of amount in controversy would be required. Judicial Code, 
Section 24(7), 28 U. S. C. A. Section 41(7). If M and F are to remain as plain- 
tiffs claiming unfair competition, they must show in the amended complaint the 
right to do so. 

The request for dismissal of the action is denied. In the light of the foregoing, 
a new complaint should be drawn. Likewise refused is the request of defendant 
for evidentiary details and his request that plaintiff be required to file a bond. 

Par. 36 of the complaint is stricken as containing impertinent matter. 

Attention is called to the fact that if plaintiffs’ claim for relief is to be based 
upon unfair competition, attention should be given in drawing the amended com- 
plaint to averment of the place of commission of the several torts upon which 
plaintiffs rely for relief. See Note, Conflict of Laws in Trade-Mark Infringe- 
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ment and Unfair Competition, 148 ALR 139; Black & Yates, lic. v. Mahogany 
Assn., supra; National Fruit Product Co., Inc. v. Dwinell-Wright Co., D. C. Mass. 
1942, 47 F. Supp. 499 [32 T.-M. R. 114, 516]; Zephyr American Corp. v. Bates 
Mfg. Co., 1942, 3 Cir., 128 F. 2d 380; Criddlebaugh v. Rudolph, 3 Cir. 1942, 131 
F. 2d 795; Adam Hat Stores, Inc. v. Lefco, 3 Cir. 1943, 134 F. 2d 101 [33 T.-M. 
R. 189] ; Skinner Mfg. Co. v. General Food Sales Co., D. C. Neb. 1943, 52 F. 
Supp. 432, 439 [33 T.-M. R. 494]; Fashion Originators’ Guild of America, Inc. 
v. Federal Trade Commission, 1941, 312 U. S. 457, 468, 668, 61 S. Ct. 703, 85 L. 
Ed. 949; Pecheur Lozenge Co., Inc. v. National Candy Co., Inc., 1942, 315 U. S. 
666, 667, 62 S. Ct. 853, 86 L. Ed. 1103 [32 T.-M. R. 194] Klaxon Co. v. Stentor 
Elec. Mfg. Co., Inc., 1941, 313 U. S. 487, 61 S. Ct. 1020, 85 L. Ed. 1477. 

For a discussion of the action for unfair competition generally see our recent 
opinion in Lone Ranger, Inc. v. Earl W. Curry & Jack Smith, filed July 28, 1948 
[38 T.-M. R. 891]. 

An order in compliance with this opinion will be filed this date. 





PALMER v. THE GULF PUBLISHING COMPANY 
No. 7614-Y—U. S. D. C. S. D. Cal.—July 13, 1948 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—CONFUSING SIMILARITY—GENERAL 
Test of trade-mark infringement and unfair competition is the tendency to mislead. 
Proof of actual confusion is not required. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—MArRKsS Nor CoONFUSINGLY SIMILAR— 

PARTICULAR INSTANCES 

“World Oil” held not confusingly similar to “World Petroleum,” used on similar trade 
journal, and to constitute neither trade-mark infringement nor unfair competition. 

Format, make-up, type, color scheme, identifying symbols and legend held all designed 
to avoid confusion. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—PROOF OF CONFUSION—GENERAL 
Proof of undelivered letters and misdirected telephone calls held incidents of small sig- 

nificance entitled to little weight. 


Trade-mark infringement and unfair competition suit by Mona Palmer, Trus- 
tee under the Last Will and Testament of Russell Palmer, deceased, against The 
Gulf Publishing Company. Complaint dismissed. 

Kenneth E. Grant and Richard A. Perkins, of Los Angeles, Cal., for plaintiff. 
Harris, Kiech, Foster & Harris, Ward D. Foster, and Ford Harris, Jr., of Los 

Angeles, Cal., and Fulbright, Crooker, Freeman & Bates and Leon Jaworski, 

of Houston, Tex., for defendant. 


Yankwicn, D. J.: 
I. The Nature of the Controversy 


The action is for trade-mark infringement and unfair competition. The sole 
remedy sought by the plaintiff is injunction of the use of the title “World Oil” 
by the defendant for its monthly trade publication. Back of the controversy are 
certain undisputed facts. 
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The plaintiff, Mona Palmer, as trustee, under the Last Will and Testament of 
Russell Palmer, deceased, is the owner and publisher of the trade journal bear- 
ing the name “World Petroleum.” As surviving partner of the partnership, 
Palmer Publications, which consisted of Mona Palmer and her deceased husband, 
Russell Palmer, she is also the publisher of the trade journal bearing the name 
“Petroleum World.” The management of these publications is under the direction 
of Rex Wadman as general manager. ‘“‘World Petroleum” is published in New 
York, “Petroleum World” in California. Both trade journals are published once 
a month and are intended for the oil industry. ‘World Petroleum’”’ is circulated 
in the United States, Canada, England and other countries, while “Petroleum 
World” is sectional in interest and devoted primarily to California. A copy of 
its typical front page is reproduced at the end of the opinion.’ 

The defendant, The Gulf Publishing Company, formerly used the name “The 
Oil Weekly” for a trade-publication also circulated in the oil industry. It had 
originally only a sectional circulation, but later, its operations assumed an inter- 
national scope. It, too, was circulated in the United States, Canada, England and 
certain other countries. In the issue of “Oil Weekly” of June 2, 1947, and by 
other means, defendant published an announcement of change of name from “The 
Oil Weekly” to “World Oil,” such change to be made effective with the issue of 
July 7, 1947. Subsequent announcements by the defendant of its change of name 
were made between June 2, 1947, and July 7, 1947. Plaintiff received notice of 
such prospective change on or about June 2, 1947. 

On June 16, 1947, “World Petroleum’”’ circulated a letter to all of its then ad- 
vertisers and prospective advertisers and advertising agencies with whom it did 
business or expected to do so, commenting on defendant’s change of name from 
“The Oil Weekly” to “World Oil.” “Petroleum World” circulated a letter, entitled 
“Thank you, Mr. Dudley,” written on its letterhead. A copy of the letter reached 
defendant. By letter, dated July 23, 1947, written by the plaintiff's attorney to the 
defendant, complaint was made about the change of name from “The Oil Weekly” 
to “World Oil.” The letter was received by the defendant on July 25, 1947. 

“World Petroleum” has a circulation of approximately 9,000, not less than 
ninety per cent of which falls within what is termed “‘controlled circulation,” which 
means that the publication is sent free to advertisers and to patrons in the oil 
industry most likely to purchase advertised products. ‘‘World Oil” has paid sub- 
scribers only, and its paid circulation is approximately 17,000. Neither “World 
Petroleum” nor “World Oil” is sold at news stands. The publishers of “World 
Petroleum” and “World Oil” are not interested in the public generally buying 
their trade journals. 

“World Petroleum” is sustained on advertising revenue. Approximately ninety 
per cent of the advertising placed in it is through advertising agencies, the duty 
of which it is to make an investigation of the periodical. 

From the time of the first publication under the new name of “World Oil” until 
the present time, the defendant has carried at the top of the cover page of its 


1. See photostat at end of Opinion (Exhibit 18). 
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publication the legend: “Established 1916 as The Oil Weekly,” as shown by a 
cover page photostated at the end of the opinion.” A reference to the successorship 
of “The Oil Weekly” is also carried on the defendant’s letterheads. 

‘World Petroleum’ was registered as a trade-mark (No. 292796) on April 28, 
1931, after full compliance with the requirement of the statute.* Other facts 
will appear further on in the discussion. 

The controversy centers around the similarity of names. Plaintiff insists that 
both under the presumption of legality which attaches to the trade-mark regis- 
tration, and under the principles evolved by courts in unfair competition cases, she 
has the right to be protected against the use of “World Oil,” a designation which 
she asserts is so similar to hers as to result in that confusion which the law con- 
demns. 

Three recent decisions of the Circuit Court of Appeals for the Ninth Circuit‘ 
have treated the problem of similarity arising in proper name cases and in others 
so fully that any discussion may well be confined to such distinctive features as 
appear in this case. 

The problem here is the use of ordinary words to designate a trade publication. 


II. Protection of Trade-Names 


(A) Common and Fanciful Names. Common words used to designate a 
trade publication will not be protected, unless through long use and design, for- 
mat, symbols, and other distinctive characteristics, they are identified with the 
particular publication. This is but an application to the publishing field of the 
rule which applies to the designation of other businesses. It has even been applied 
to geographical names, which are not, ordinarily, the subject of appropriation.® 

Fanciful names are a special object of the law’s protection. The law of the 
subject is summed up in the most recent case from the Ninth Circuit Court of 
Appeals [38 T.-M. R. 437]: 


2. See photostat at end of Opinion (Exhibit 17). 

3. 15 U. S. C. A., Secs. 81 et seq. 

4. Lerner Stores Corp. v. Lerner, 1947, 9 Cir., 162 F. 2d 160 [37 T.-M. R. 452]; Stork 
Restaurant vy. Sahati, 1948, 9 Cir., 166 F. 2d 348 [38 T.-M. R. 431]; Brooks Bros. v. Brooks 
Clothing Co. of Calif., 1945, D. C. Calif., 60 F. Supp. 442 [35 T.-M. R. 99]. The last is one 
of my own cases in which the Circuit Court adopted the opinion in its entirety and affirmed, 
and which, because of this and denial of certiorari, acquires the character of finality. 

5. Modesto Creamery v. Stanislaus Creamery Co., 1914, 168 C. 289; Carolina Pines, Inc. v. 
Catalina Pines, 1932, 128 C. 84. Aside from some procedural advantage, the registration of the 
mark confers no greater rights. As said by Judge Learned Hand in Emerson Electric Mfg. Co. 
v. Emerson Radio & P. Corp., 1939, 105 F. 2d 908, 910 [29 T.-M. R. 514]: 

P . if one merchant has established a business under his name in wares of one 
sort, a second merchant may not use that name in selling other wares, if these are so like 
the first merchant's that the public will be apt to think that the first merchant is selling 
them. We have so held a number of times. . . . We may start by at once laying aside 
the plaintiff’s registration of its name. That did not enlarge its substantive rights at all; 
all it did was to confer jurisdiction on the court and give the registrant certain procedural 
advantages. Ungles-Hoggett Mfg. Co. v. Farmers’ H. & G. P. Co., 8 Cir., 232 F. 116; 
Scandinavia Belting Co. v. Asbestos & Rubber Works, 2 Cir., 257 F. 937, 952; Armour 
& Co. v. Louisville Provision Co., 6 Cir., 283 F. 42, 45; Charles Broadway Rouss, Inc. v. 
Winchester Co., 2 Cir., 300 F. 706, 712; Kellogg Co. v. National Biscuit Co., 2 Cir., 71 
F. 2d 662, 666.” (Emphasis added.) 

And see the language of Mr. Justice Holmes in Prestonettes, Inc. v. Coty, 1924, 264 U. S. 359, 
at 368. 
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The “Stork Club” ts a trade-name that, in the language of the books, might well be 
described as “odd,” “fanciful,” “strange,” and “truly arbitrary.” It is in no way descrip- 
tive of the appellant's night club, for in its primary significance it would denote a club for 
storks. Nor is it likely that the sophisticates who are its most publicized customers are 
particularly interested in the stork. 

It is not a trade-name that would naturally suggest itself for a fashionable restaurant. 
“Elbow Room,” the name adopted by one of the predecessors of the appellees, would have 
been more appropriate. So would “Stagger Inn,” or even “Filling Station.” 

In other words, there is little likelihood that the appellant’s predecessor hit upon the 
names “The Stork Club” and “Stork Club” respectively, as acts of independent creation. 
It seems a clear case of a junior appropriator’s seeking to capitalize on the prestige of the 
senior, of which more hereafter. 

Equity gives a greater degree of protection to “fanciful” trade-names than it accords 
to names in common use. 

In Arrow Distilleries vy. Globe Brewing Co., 4 Cir., 117 F. 2d 347, 351 [31 T.-M. R. 51], 
the court said: “. . . the rule that coined or fanciful marks or names should be given a 
much broader degree of protection than words in common use is sound, for it recognizes 
not only the orthodox basis of the law of trade-marks that the sale of the goods of one 
manufacturer or vendor as those of another should be prevented, but also the fact that in 
modern business the trade-mark patterns performs the added function of an advertising 
device, whose value may be injured or destroyed unless protected by the courts.” 

When, as here, an insigne accompanies the “coined” trade-name, there is even greater 
need for safeguarding the public as well as the senior appropriator from imitations. 
Rhea v. Bacon, supra, 5 Cir., 87 F. 2d 7 at page 977.6 (Emphasis added.) 


es ey 


(B) Ordinary Words, Alone or in Combination. The use of ordinary words 
either alone or in combination, without more, to describe a publication, is not en- 
titled to protection under the law of trade-marks or as unfair competition. IIlus- 
trative of the cases is a leading California case.’ In that case, the American 
Automobile Association sought protection, by reason of prior use, against the 
use of the name American Automobile Owners’ Association. Ruling against such 
claim, the Supreme Court of California said: 


The important question presented by the appeal must be determined by an application 
of the well-established test, which no doubt the trial court applied to the case, to-wit: 
Would a person exercising that care, caution and power of perception which the public 
may be expected to exercise in the matter which it has in mind, mistake one of said 
emblems for the other? The only points of similarity are to be found in the size and dia- 
mond shape (waiving the difference which exists as to the fact that all of the points of 
the diamond design of plaintiff California State Automobile Association are pointed, and 
two of said points of the diamond design of respondent are truncated), and in the small 
blue border, and in the similarity as to metal color of the smaller lettering on the border. 
In all other respects, they are different as to name, abbreviations, size and style of letters, 
design of motto and color. Placed at any point within the distance of visual discernment, 
they present an entirely different picture which could not deceive a person of normal 
discernment into the error of mistaking one for the other. No claim is made as to the 
right of monopoly by reason of copyright or trade-mark of the letters AAA, or as to the 
exclusive right of appellants to appropriate the words “American Automobile,” for the 
reason that these words are in common use and are regarded by the law as common prop- 
erty, which may be used by others in combination with other descriptive words, provided 


6. Stork Restaurant v. Sahati, supra, at p. 355 [38 T.-M. R. 431]; and see, Chaplin v. 
Amador, 1928, 93 C. A. 358. 

7. American Automobile Ass’n v. American Automobile Owners Ass'n, 1932, 216 C. 125 
(22 T.-M. R. 479]. 
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they are not used in combination with such other words or symbols or designs as to render 
it probable that they would mislead persons possessing ordinary powers of perception. 
Generic terms and words descriptive of place are not subject to exclusive appropriation. 
No legal objection could be urged against the formation of an association to be known 
as the American Automobile Association of South America, or the American Automobile 
and Motor Association, as such. That neither could impinge upon the AAA symbol 
adopted and used by the American Automobile Association is clear, for the sufficient 
reason that said three letters in combination had previously been adopted by the Ameri- 
can Automobile Association as its symbol. The fact that said letters do not correctly 
initial the true name of either of said other associations would be an additional circum- 
stance against a claim of right. 

No claim of exclusive appropriation of diamond-shaped labels can be sustained, be- 
cause diamond-shaped designs have been in use for many years and are commonly used 
in magazine, periodical, label and sticker forms of advertising. (Emphasis added.) 


In this, the Court followed a long line of its own decisions, some of which 
will be referred to presently, in which analogous rulings were made. Thus, in 
an early case, the Court declined to hold that although a person had been engaged 
in business under the name of “Antiquarian Book Store,” a later arrival could 
use the words “Antiquarian Book and Variety Store.’” In a later case. the court 
held that the use of the names “Los Angeles Van, Truck and Storage Company” 
did not stand in the way of a later arrival’s use of the name “Los Angeles Van and 
Storage Company.” 

These decisions are bottomed on federal rulings to be adverted to, which ac- 
cord in principle. The one most often referred to and which states the princi- 
ples involved here very fully denied priority rights to a publication entitled “Col- 
lege Humor” against a later publication named “College Comics,” although they 
occupied the same field" That case has a very succinct statement which has been 
quoted often in other cases as illustrative of the similarities in publication names 
which have been tolerated. 


“The plaintiff claims that the similarity of defendants’ name ‘College Comics’ and the 
slogan ‘College Wit—The World’s Best Humor’ to plaintiff’s name, and the resemblance 
in the dress-up of the two magazines have caused confusion among purchasers, and that 
plaintiff has been injured thereby. 

“There was some confusion, but it was due to the carelessness or inattention of dealers 
and purchasers who did not know a new magazine had come out. Such confusion is to be 
expected at first, where a new magazine enters the field dealing with the same general 
subject-matter as a magazine already on the market. This confusion was negligible, and 
would soon disappear as the reading public came to know there were two magazines 
dealing with the humorous side of college life. The confusion that existed was due to 
the fact that plaintiff selected descriptive words for its name. 

“Similarity in names of magazines dealing with the same subject is not unusual, but, 
on the contrary, is quite common, such as Popular Science, Popular Mechanics ; Outdoor 
Life, Outdoor Recreation; Field and Stream, Forest and Stream; Boy’s Life, Boy's 
Magazine; Ladies Home Journal, People’s Home Journal; Radio Doings, Radio Digest, 


8. American Automobile Ass'n v. American Automobile Owners Ass'n, supra, at pp. 131- 
132 [22 T.-M. R. 479]. 
, ‘, Choynski v. Cohen, 1870, 39 C. 501; Dunston v. Los Angeles Van & Storage Co., 1913, 
65 C. 89. 
10. See also, Southern California Fish Co. v. White Star Canning Co., 1920, 45 C. A. 426. 
11. Collegiate World Publishing Co. v. Du Pont Publishing Co., 1926, D. C. Ill., 14 F. 2d 


158 
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Radio World, Radio Age, Radio Progress, Radio News, Radio Broadcast; Motor, The 
Motor, Motor Transport, Motor Record, Motor World, Motor Age, Motor Life, etc.” 
(Emphasis added.) 


A statement of the indicia of differentiation by Mr. Justice Brewer, while sit- 
ting in the Circuit, is very enlightening: 


The difference is such that the eye will take it in at a moment’s glance. Summing it 
all up, while there are certain minor points of resemblance which have been forcibly 
urged upon our attention by the counsel for plaintiff, yet, looking at the two packages 
with their labels—taking the tout ensemble—it appears to us clear that they are so es- 
sentially different that no one of ordinary intelligence, desiring to buy the one kind of 
tobacco, would be misled into buying a package of the other. We shall not stop to re- 
view the testimony which is offered upon the question whether the resemblances between 
the two packages and labels were calculated to mislead, or whether in fact they did oper- 
ate to mislead. It is enough to say that there was testimony on both sides of these ques- 
tions, and perhaps, looking at the matter of testimony alone, it might be difficult to say 
on which was the preponderance; but such testimony, giving it all the weight that it is en- 
titled to, does not disturb the conclusions which we have reached from an inspection 
of the packages and labels themselves; We cannot surrender our own judgment in this 
matter because others may be of a different opinion, or because it happens, in isolated in- 
stances, that some purchaser was so careless as not to detect the differences. It may well 
be that, where many sales were made, some individuals, not particularly attentive, may 
have purchased the defendant's supposing they were purchasing the plaintiff’s package. 
Such things will happen in the ordinary course of business no matter how great the differ- 
ences, and the fact that they do happen, while it is not to be ignored, is not to outweigh 
the evidence which comes from a personal inspection of the packages and labels.1* (Em- 
phasis added.) 


Without further elaboration, we refer to certain names placed in juxtaposi- 
tion which have been held not to establish priority of right. 
“United States Investors” — “Investor”; “Popular Mechanics’ — “Modern 


Mechanics’”’; “Ranch Romances” — “Rangeland Romances’*®; “Aviation” — 


“American Aviation”™ ; “Flying”—“Flying Aces.’’* 


12. Collegiate World Publishing Co. v. Du Pont Publishing Co., supra, at p. 160. 

13. Lorillard Co. v. Peper, 1898, 8 Cir., 86 F. 956, 960. 

14. Investor Publishing Co. of Mass. v. Dobinson, 1897, D. C. Cal. 82 F. 56 (per Wellborn, 
Judge). 

15. Fawcett Publications v. Popular Mechanics, 1935, 3 Cir., 80 F. 2d 194 [25 T.-M. R. 579]. 
It is significant that in this case rights flowing from prior use were denied, although the appel- 
lant in the case had been denied by the Commissioner of Patents registration of his trade-mark 
of “Modern Mechanics,” on the ground of similarity, a ruling which was sustained by the Court 
of Customs and Patent Appeals (See Fawcett Publications v. Popular Mechanics, 1932, C. C. 
P. A., 58 F. 2d 838 [22 T.-M. R. 273]. This confirms the view expressed at the trial that in 
determining validity of trade-marks and the existence or non-existence of unfair competition, 
we are governed by entirely different principles than when reviewing the action of the Com- 
missioner of Patents in exercising his power to reject a trade-mark application on the ground 
of similarity. And that, consequently, such cases as the leading case on which counsel for the 
plaintiff relies (Crime Confessions, Inc. v. Fawcett Publications, 1943, C. C. P. A., 139 F. 2d 
499 [34 T.-M. R. 42]) are not conclusive of the issues here. For, as the decision just discussed 
indicates, we may, on the basis of facts before us, arrive at an entirely different conclusion from 
that arrived at by the Commission. The same reasoning applies to Architectural Catalogue Co. 
v. F. W. Dodge Corp., 1943, C. C. P. A., 136 F. 2d 1008 [33 T.-M. R. 342]. 

16. Warner Publications v. Popular Publications, 1937, 2 Cir., 87 F. 2d 913. 

17. McGraw-Hill Publishing Co. v. American Aviation Associates, 1940, U. S. App. D. C., 
117 F. 2d 293 [30 T.-M. R. 113]. 

18. Magazine Publishers v. Ziff-Davis Publishing Co., 1945, 2 Cir., 147 F. 2d 182. 


Sl _ 


: 
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Cases other than those already referred to in which a seemingly contrary view 
was reached either relate to the exercise of discretion by an administrative officer, 
such as the Commissioner of Patents in allowing the use of a certain name as a 
trade-mark, or involve names which are not purely descriptive, or, if descriptive, 
are given a fanciful appearance by the manner of their being set up.” 

Counsel for the plaintiff have stressed the theory which would solve the prob- 
lem in these cases by the “dominant word” test. Under it, in determining similar- 
ity, we are to seek the dominant word in the title, and, if priority of use is estab- 
lished, then the late comer in the field is to be restrained from using it in conjunc- 
tion with a similar designation.” 

While generalizations are, at times, helpful in giving us a thread or a criterion 
of similarity or dissimilarity, ultimately, the determination of a case involving trade- 
mark infringement or unfair competition, calls for pragmatic action. Each case 
must be determined in the light of its particular facts. As said by Circuit Judge 
Chase : 

Whether the publisher of a magazine is guilty of unfair competition when he adopts 

a portion of the title of another magazine is generally a mixed question of law and fact. 

Fawcett Publications v. Popular Mechanics Co., 3 Cir., 80 F. 2d 194 [25 T.-M. R. 579]. 

Each individual case must be decided on its own facts, and just as is true of infringement 

cases (Glenmore Distilleries Co. v. National Distillers Products Corp., D. C. 23 F. 

Supp. 928 [28 T.-M. R. 485], affirmed 4 Cir.g101 F. 2d 479 [29 T.-M. R. 305]) the 

reported cases are helpful to show the general principles to be applied in reaching 

a decision. Thus instances in which it has been held in a particular set of facts that un- 

fair competition existed do not preclude a court from reaching a contrary conclusion in a 

later case having somewhat similar facts.** (Emphasis added.) 

These observations are of particular pertinency to a case of this character 
when the magazines involved are circulated not before the general public, but to 
a selected personnel in an industrial field, who are not likely to be deceived by 
such similarity in the designation of a magazine as is inevitable when the words 
are descriptive. And here, as will presently be shown, the external appearances 
of the magazine are so dissimilar that 


to the eye, there is not the slightest danger of deception.** 


III. The Facts in the Case 


We apply these principles to the facts here. 
An examination of the cover and title page, photostats of which are attached 


19. Photoplay Publishing Co. v. La Verne Publishing Co., 1921, 3 Cir., 269 F. 730; Barton 
v. Rex-Oil Co., 1924, 3 Cir., 2 F. 2d 402; Barton v. Rex-Oil Co., 1928, 3 Cir., 29 F. 2d 474; 
Penn Petroleum Co. v. Pennzoil Co., 1935, C. C. P. A., 80 F. 2d 67 [26 T.-M. R. 13]. Fawcett 
Publications v. Real Confessions (Supreme Court Special Term) 1945, 59 N. Y. Supp. 2d 598, 
in so far as it may warrant a different inference, conflicts with the cases just discussed. And 
as the decision in this case must be governed by the law of the Ninth Circuit and of the State 
of California, it does not command assent. 

20. Handler & Pickett, “Trade-Marks and Trade-Names,” 1930, 30 Columbia Law Review, 
168, 759. I have adverted to this doctrine myself in Brooks Bros. v. Brooks Clothing Co. of 
—o- 1945, D. C. Cal., 60 F. Supp. 442, at p. 450 [35 T.-M. R. 99], and cases cited in 

ote 1/. 
21. Magazine Publishers v. Ziff-Davis Publishing Co., 1945, 2 Cir. 147 F. 2d 182, 185. 
22. Warner Publications v. Popular Publications, 1937, 2 Cir., 87 F. 2d 913. 
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to this opinion (See Exhibits 17, 18, Q and R) shows conclusively the dissimilarity 
in appearance. ‘World Petroleum” has the larger format. Its color scheme is 
very sedate—black and white. The “World Oil” prints its title in white against 
an Alice blue background. “World Petroleum” uses two celestial globes or spheres 
as anemblem. “World Oil” uses a doubly traced circle with an arrow through it. 
“World Petroleum” does not have advertisements on the cover page. “World Oil” 
uses multicolored advertisements on its cover. 

So, the format, the type used, the color scheme, the set-up of the cover and of 
the front page (or table of contents), the decorative emblems used, are as unlike 
as they could be made. They are all designed not to create, but to avoid confusion. 
If, to this, we add the fact that the defendant carries above the masthead of “World 
Oil” the legend “Established in 1916 as The Oil Weekly” and that the words “The 
Oil Weekly” are in white type, smaller but of the same kind as the main title, and 
are directly above the word “World” so that anyone looking at the title would 
immediately see it in combination with those words, we have a case in which the 
late comer is shown to have taken every conceivable precaution to avoid confusion 
with any similar publication which preceded it in the field. Such precautions do 
not spell a desire to create confusion, but a meticulous determination to resort to 
the most punctilious means to avoid it. Add the following facts: The publica- 
tions are not sold to the general public, but are circulated among the members of 
a specialized group. “World Petroletim” is sent gratis to executive personnel in 
the oil industry. “World Oil,” although sold to subscribers, reaches an equally 
limited field of oil industry executives. In both instances, the persons receiving 
the publications are in charge of sales of oil equipment to promote which advertis- 
ing might be necessary. Advertisements are secured through advertising agencies. 
In the light of these facts, it would require an unjustifiable stretch of imagination 
to hold that—absent any legally recognizable rights—the plaintiff has the exclu- 
sive right to the use of the word “World” in conjunction with any word synony- 
ous with “petroleum,” or that such use would have a tendency to mislead.* 

For it is the tendency to mislead and not the actual result which is the test.” 
The plaintiff in a case of this character need not prove actual confusion. How- 
ever, the plaintiff has offered some incidents which it is claimed show confusive 
results. Reduced to their essence, they consist of undelivered letters, misdirected 
telephone calls and telephone calls to persons connected with one rather than the 
other of the publications. These are of small significance, and entitled to little 


23. What has been said is significant when we bear in mind that courts have repeatedly held 
in “proper name” cases that a legend of this type is sufficient to differentiate one name from an- 
other. See Handler & Pickett, “Trade-Marks and Trade-Names, 1930, Columbia Law Review, 
168, 759; and see, Waterman Co. v. Modern Pen Co., 1914, 235 U. S. 88; Prestonettes, Inc. v. 
Coty, 1924, 264 U. S. 359; Lerner Stores Corp. v. Lerner, 1947, 9 Cir. 162 F. 2d 160, 164 [37 
T.-M. R. 452]. 

24. In this respect, it should be noted that if we adopt the test of dominancy the word 
“petroleum” would have to be given that designation. For it is evident from the record that 
in the industry, the word is not used, except in scientific publications or specifications, and that 
persons engaged in the production and distribution of petroleum products or in the making of 
oil tools, machinery or equipment refer to their industry as “oil business,” “oil tool business” 
or “oil machinery business.” 

25. Brooks Bros. v. Brooks Clothing Co. of California, 1945, D. C. Calif., 60 F. Supp. 442 
[35 T.-M. R. 99]; Stork Restaurant v. Sahati, 1948, 9 Cir., 166 F. 2d 348 [38 T.-M. R. 431]. 
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weight. They are the type which, as Mr. Justice Brewer stated on one occasion, 
are traceable to the 

“careless” or to persons “not particularly attentive,” and which “will happen in the ordi- 

nary course of business, no matter how great the differences.”*® (Emphasis added.) 

As said by the present Chief Justice of the United States, when he was Asso- 
ciate Justice of the United States Court of Appeals for the District of Columbia: 

A publisher though he has a registered trade-mark cannot be protected from all of 
the inadequacies of human thought and memory. .. . Probable confusion cannot be shown 
by pointing out that at some place, at some time, some one made a false identification. 

The plaintiff did not show one instance of a newsstand purchaser receiving the magazine 

he did not intend to buy. Under both methods of determination, we conclude, without 

hesitation, that the defendant’s title does not infringe the plaintiff's registered trade-mark.** 

(Emphasis added.) 

More, we have the fact that Rex Wadman, the General Manager of the plain- 
tiffs publications, stated emphatically at the trial that he knew of no instance of 
anyone’s subscribing to the defendant’s magazine or sending for it in the belief 
that it was the plaintiff's, or of any agency or person concluding an advertising 
contract or placing a single advertisement with the defendant’s publication in the 
belief that it was that of the plaintiff. 

So we have no diversion of advertising patronage. Indeed, none such is likely 
to occur because many advertisers in the oil business, advisedly and with full knowl- 
edge of facts, use both publications as media. On the whole, there cannot be, 
under the circumstances existing in this case, the confusion of source which the 
law of trade-marks or the law of unfair competition condemns. 

We conclude: 

1. The trade-mark registration of April 28, 1931, did not confer on the plain- 
tiff the exclusive right to the use of the word “World” with words synonymous to 
“petroleum,” such as “oil,” as the name of a publication. 

2. The use by the plaintiff of the word “World” in combination with “Petro- 
leum” has not been so identified in the oil industry with the plaintiff’s publication 
as to prevent its use in combination with the word “Oil” by the defendant. 

3. The use of the words “World Oil” to designate a trade journal does not 
have the tendency to confound persons in the oil industry to whom the publications 
are addressed or who seek them as media for advertising their products. 

4. The differences in format, make-up, type, color scheme, identifying symbols 
and the legend “Established in 1916 as the Oil Weekly” and other characteristic 
marks indicate clearly the distinctiveness of each publication. 

5. The use of the designation “World Oil” for the defendant’s publication is 
not an infringement of the plaintiff’s rights under its trade-mark. 

6. The use of the designation “World Oil” for the defendant’s publication is 
not unfair competition. 

Judgment will, therefore, be for the defendant that the plaintiff take nothing 
by its Complaint. 


26. P. Lorillard Co. v. Peper, 1898, 8 Cir., 86 F. 956, at p. 960. 
27. McGraw-Hill Publishing Co. v. American Aviation Associates, 1940, U. S. App. D. C. 
117 F. 2d 293, 295 [30 T.-M. R. 113]. 
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S. C. JOHNSON & SON, INC. v. JOHNSON, ET AL., DOING BUSINESS AS 
JOHNSON PRODUCTS COMPANY 


No. 2024—U. S. D.C. W. D. N. Y.—July 6, 1948 


TRADE-MArRKS—ScoPE OF PROTECTION—GENERAL 

Amendment of 1905 Act by 1946 Act subsequent to decision by Court of Appeals, held 
immaterial since the purpose of both acts was to prevent deception of the public and protect 
trade-mark rights. 

CourTs—ENFORCEMENT OF DECREE—CONTEMPT 

Question whether defendants’ label constitutes violation of decree, held cognizable in 
contempt proceeding rather than under supplemental bill. 

On motion for leave to file supplemental complaint, defendants’ label carrying legend 
“Made by Johnson Products Company, Buffalo, N. Y.,” in circular form, immediately below 
the phrase “Johnson’s Cleaner,” held to meet terms of Circuit Court decision requiring that 
the legend be used in immediate juxtaposition to the phrase. 

CourRTS—PLEADING AND PRACTICE—SUPPLEMENTAL COMPLAINT 

Where there is any conflict between decision of Circuit Court of Appeals and relief 
sought by supplemental bill, it would be necessary to obtain permission of the Circuit Court 
to file supplemental bill. 

Motion for leave to file supplemental complaint, directed to court’s discretion, denied 
where proposed evidence conflicts with decision of District Court and delay of some eight 
years in the instant case is held to constitute laches. 


Trade-mark infringement and unfair competition suit by S. C. Johnson & Son, 


Inc., against John W. Johnson, Rupert H. Johnson, John D. Freeman, Roland H. 
Boardman, and Henry J. Stone, doing business as Johnson Products Company. 
Plaintiff’s motion for leave to file supplemental complaint denied. 


Rogers & Woodson, of Chicago, Ill., and Kenefick, Cooke, Mitchell, Bass & Letch- 
worth, of Buffalo, N. Y. (William T. Woodson, John H. Hollands, Richard I. 
Fricke, and Robert M. Hitchcock of counsel) for plaintiff. 

Edwin T. Bean and Conrad Christel, of Buffalo, N. Y., for defendants. 


Kwnicat, C. J.: 


The plaintiff moves for an order permitting it to serve a Supplemental Com- 
plaint and requiring the defendants to plead thereto. Heretofore the plaintiff 
herein brought suit against one John W. Johnson, doing business under the name 
and style of Johnson Products Company, for alleged infringement of its trade- 
mark for powdered wax, prepared wax, wood dye, paste wood filler, varnish re- 
mover and floor cleaner. The above-named defendants are successors in interest 
to John W. Johnson. This court rendered its decision in such suit in 1939 (28 F. 
Supp. 744 [29 T.-M. R. 543]) and upon it, on or about January 11, 1940, a decree 
was entered enjoining the said John W. Johnson, and all holding by, through or 
under him, from the sole use of “Johnson’s” on the then defendant’s labels. The 
alleged infringing product is a liquid cleaner. On appeal, in an opinion rendered 
on December 30, 1940 (116 F. 2d 427 [31 T.-M. R. 82]), the decision of this court 


was modified. No action was thereafter taken until the present motion was made 


on June 1, 1948. 
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The present motion is made under Rule 15(d) of the Federal Rules of Civil 
Procedure, and its purpose is to give the plaintiff the opportunity to present proof 
to the effect that the injunction now in force against the defendant, John W. John- 
son, and his successors in interest, is inadequate and does not give the plaintiff, or 
the public, protection against fraud, deceit and mistake that result from the de- 
fendants’ use of the name “Johnson’s” as a trade-mark for its cleaner. Trans- 
actions, occurrences and events which have happened since the date of the injunc- 
tion heretofore granted are proposed to be shown. 

It is asserted that the filing of the proposed supplemental bill is unauthorized 
without the permission of the Circuit Court of Appeals. Plaintiff and defendants 
cite Dixi-Cola Laboratories v. Coca-Cola Co., 146 F. 2d 43. The opinion there laid 
down the rule that where it appeared that there was a conflict between the decision 
of the appellate court and the further relief sought by the supplemental bill it would 
be necessary to get permission of the appellate court to the filing of the supple- 
mental bill. On the other hand where the relief sought was not in conflict, but in 
accord, with the decision of the appellate court and is based upon matters which 
have occurred since the entry of the decree which was affirmed on appeal, the ap- 
plication to file a supplemental bill is to be made to the District Court. Allowance 
is within the sound discretion of the District Court. 

The plaintiff asserts that the purpose is to seek to establish, not only that de- 
fendants’ goods “‘are likely to cause confusion or mistake or to deceive purchasers 
as to source of origin as to such goods,” but also that defendants’ goods are, in 
fact, attributed to the plaintiff; ‘that in the terms of the new Trade-Mark statute, 
defendants’ goods are, in fact, causing confusion and mistake and are deceiving 
purchasers as to their source of origin.” The Trade-Mark Act of 1905, in force 
when the suit was brought, has been amended (Section 321 of the Registration 
Trade-Mark Act of July 5, 1946, Public Law 489, 79th Congress). This amend- 
ment became effective July 6, 1947. The purpose of both acts was to prevent de- 
ception to the public and protect trade-mark rights. However, it is not believed 
that the amendment makes any difference with the decision on the pending motion. 

The plaintiff states that exhaustive investigations have been made throughout 
the United States, and it has been found that a large number of individuals who 
had, either when having had the defendants’ product or when being shown it by the 
plaintiff, believed it to be the product of the plaintiff. The court on appeal in the 
instant case said [31 T.-M. R. 83]: “It (plaintiff) has no customers to divert for 
it does not sell a cleaner for fabrics, . . . . /and, as to glazed surfaces, it began 
to sell its cleaner for these after defendant. It was the newcomer in that market. 
” It is true that the opinion in the Appellate Court was based upon the fact 
that the plaintiff and the defendant were not putting out identical goods. 

It is urged by the plaintiff that had the Trade-Mark Act of 1905 prohibited 
the use of registered trade-mark on goods which the public attributed to the regis- 
trant, the court would not have modified the District Court decree. Even though 
the articles were not identical, it is not believed that this is so. “Deception” is the 
basis of that act and the amendment. 

The complaint alleges (Paragraph No. 8): “that the displaying of said legend 
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as a border to said label instead of displaying it side by side with the name ‘John- 
son’s Cleaner,’ as required by the decree, constitutes a violation of said decree.” 
As respects this allegation, the plaintiff could bring a proceeding as for a contempt. 

It is asserted (Paragraph No. 9) that the legend, ““Made by Johnson Products 
Company, Buffalo, N. Y.,” on defendants’ label does not distinguish defendants’ 
product from plaintiff’s product as to the source of origin in that the public attrib- 
utes defendants’ product, so labeled, to the plaintiff. The Circuit Court told the 
defendant just how to distinguish defendant’s label. It said [31 T.-M. R. 84]: 
“It will be enough if the defendant is enjoined from using the word ‘Johnson’s,’ 
except in combination with the word ‘Cleaner,’ or to use the phrase so constituted 
except in immediate juxtaposition to the legend, ‘made by the Johnson Products 
Company, Buffalo, N. Y.,’ in type equally large and conspicuous.” Defendant's 
label carried the words “Made by Johnson Products Company Buffalo, N. Y.,” in 
circular form immediately below the words “Johnson’s Cleaner.” Plaintiff says 
this phrase so placed is not in “juxtaposition” to the words “Johnson’s Cleaner.” 
“Webster’s New International Dictionary of the English Language,” 2d Ed. copy- 
righted 1942, defines juxtaposition as “a placing or being placed side by side.” 
Strictly these words are not side by side, but the dictionary gives as synonyms 
“contact, continuity, nearness, proximity.” It seems to me that this labeling is 
sufficient to meet the terms of the decision. 

Plaintiff further alleges (Paragraph No. 10) that the use by the defendants 
of the business style “ ‘Johnson Products Company, Buffalo, N. Y.’ is likely to 
and does cause confusion or mistake and deceives purchasers as to the source of 
origin of defendants’ product because the public assumes that defendants’ product 
comes from plaintiff.”” On the appeal Johnson and Son v. Johnson, supra, the court 
said [31 T.-M. R. 83]: “The plaintiff proved to the satisfaction of the judge that 
the defendants’ use of the name has caused confusion among the plaintiff’s cus- 
tomers ; and we cannot say that the finding is ‘clearly erroneous.’ We should have 
so found ourselves; . . . .”’ So it appears that the basis for any relief given the 
plaintiff was the fact that the legend on the label as originally appeared with “Copy- 
right 1933 by ‘Johnson Products Co., Buffalo, N. Y.’” was insufficient. The 
question of confusion was definitely before this court on the trial of the infringe- 
ment suit. I said in my opinion in the case [29 T.-M. R. 548]: “Many witnesses 
have testified as to transactions directed to show such deception.” 

Plaintiff alleges (Paragraph No. 11) that the use by the defendants of the 
name ‘“‘Johnson’s” as a trade-mark “‘is likely to and does cause confusion or mis- 
take and deceive purchasers as to the source of origin.” What has been said with 
reference to Paragraph No. 10 is applicable to Paragraph No. 11. The same posi- 
tions were taken on the trial and on the appeal. 

It is apparent that the plaintiff seeks reversal of the decision of the Circuit 
Court of Appeals. The prayer for relief asks that the defendants be restrained 
from using the name “‘Johnson’s’ as a brand-name or trade-mark for a cleaner 
or any kindred product.” In the Dixi-Cola case, the court said: “Certainly a re- 
hearing of matters decided upon the appeal could not be had by the simple device of 
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filing a supplemental bill or making a motion for leave to file same.” (155 F. 2d 
59 [36 T.-M. R. 84, 165] ) and further: (146 F. 2d 43) the court said: 


If there was any conflict between the decision of this court and the further relief 
sought by the supplemental bill, it would doubtless be necessary for the permission of 
this court be obtained to the filing of the bill, . . . . and whether permission would 
be granted or not would depend upon circumstances which we need not go into here. 


The supplemental bill was long known in the Federal equity practice. Former 
Equity Rules 34 and 57. 3 Cyc. sec. 197; Story’s Equity Pleadings (10th Ed.) 
339. Provisions in the codes have taken the place of the supplemental bill in 
equity. Present Rule 15(d) limits the supplemental pleading to transactions, oc- 
currences or events happening since the date of the pleading sought to be supple- 
mented. Former Equity was broader in that it included matters or facts of which 
petitioner was ignorant when made. 

The applications are directed to the discretion of the court and unless abused its 
exercise will not be disturbed. General Inv. Co. v. Lake Shore Ry., 260 U. S. 261; 
Conqueror Trust Co. v. Fidelity & Deposit Co., 63 F. 2d 833. Clearly the discre- 
tion of the court is not abused where, as here, it both appears that the acts and 
transactions sought to be shown go to establish the allegations of the original bill, 
are in conflict with the decision of the Circuit Court and where a long period of 
time has run since the Circuit Court decision was entered. 

It is believed that each case cited by the plaintiff differs materially in its facts 
from the instant case. 

The plaintiff places stress on the decision in Barton v. Rex-Oil Co., 288 F. 878; 
2 F. 2d 402; 29 F. 2d 474. This case shows a practically continuous proceeding 
from the filing of the complaint on April 15, 1921, down to February, 1924, with 
the application for the supplemental bill made fifteen months later. In the instant 
case some 8 years have run their course since the decision of the Circuit Court. 
Further, no question of the right to file the petition was raised in the Barton case. 

The Dixi-Cola case is distinguishable in several respects. There the petition 
was “to modify, enlarge and settle the final decree.” The petition was filed before 
the final decree was entered. The petition for supplemental bill was refused by 
the District Court. On appeal, 155 F. 2d 59 [36 T.-M. R. 84, 165], it was held 
the trial court should determine whether the rejected proofs be made under the 
existing proceedings or under a supplemental bill. It is apparent that there was 
no conflict with the decision of the Appellate Court, 146 F. 2d 43. 

In Menendez v. Holt, 128 U. S. 514, and McLean v. Fleming, 96 U. S. 245, 
suits were brought against infringer many years after the right to bring them arose. 
No supplemental pleading was involved. In McLean v. Fleming the court said: 
“Unreasonable delay on bringing a suit is always a serious objection to relief in 
equity.” 

There was no question involved in these cases of any prior trial of the issues. 

Momand vy. Paramount Pictures Distributing Co., Inc., et al. and Momand v. 
Universal Film Exchange (D.C. Mass.), 6 F. R. D. 222, cited by plaintiff, is not 
in point. The defendants there filed a motion asking leave to file a supplemental 





1114 THE TRADE-MARK REPORTER 38 T.-M. R. 


answer, and this was done within a few months after the judgment which was set 
up as an estoppel was filed. 

In Ratner v. Paramount Pictures (D.C. S. D. N. Y.), 6 F. R. D. 618, the court 
permitted the service of a supplemental pleading setting up as a defense the rendi- 
tion of a judgment of the state court as res adjudicata which judgment had not 
been entered at the time when the original answer was filed. 

Porter, Adm. OPA v. Block & Porter, Adm. OPA v. Sherwood Distilling Co., 
156 F. 2d 264, said that the Administrator might be permitted to serve a supple- 
mental pleading setting up the issuance of a new maximum price order. This 
case is comparable to those where statutes have been changed, since the original 
trial, or where there has been an adjudication in another court subsequent to the 
trial. 

In the instant case the application filed should have been made to the Circuit 
Court. It is not necessary, however, to dismiss on that ground. 

Assuming petitioner is properly before this court, the petition must be denied. 
It is believed that the proposed evidence is in conflict with the decision of the Dis- 
trict Court. Further, the plaintiff is guilty of laches. The court in the exercise of 
its discretion properly refuses the petition. 


STARDUST, INC. v. WEISS, et At. 
No. 36-712—U. S. D. C. S. D. N. Y.—May 7, 1948 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—GROUNDS FOR RELIEF—GENERAL 

Plaintiff must show that its mark is a valid technical trade-mark or has acquired a sec- 
ondary meaning and likelihood of confusion as to source resulting from use of defendants’ 
mark on their goods. 

Plaintiff has burden of showing such likelihood of confusion resulting from sale of 
defendants’ goods under their mark. 

TRADE-MARKS—EFFECT OF REGISTRATION—GENERAL 

Registration of trade-mark under 1905 Act creates certain remedial and procedural ad- 
vantages but does not enlarge substantive rights. 

TrADE-MarKs—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 

“Stardust” held a valid technical trade-mark and not descriptive of clothing. 

TRADE-MARKS—ACQUISITION OF RIGHTS—EXPANSION OF GooDs 

Owner of trade-mark has right to extend mark to new wares, which are a natural out- 
growth of business. 

Where newcomer is first user in field which is extension of plaintiff’s prior business and 
plaintiff delays in taking positive steps to obtain protection, plaintiff’s right to relief is not 
absolute, but is based on the equities of the case. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—EVIDENCE—PROOF OF CONFUSION AND 
PASSING OFF 

Testimony of members of the trade as to their own confusion is strong evidence because 
of their greater knowledge of trade-marks than ordinary members of the public. 

Testimony of paid shoppers in connection with purchases made by them, held convinc- 
ing as to probability of confusion. 

Certain misdirected mail, held inadmissible; and correspondence regarding mistakes in 
advertising by retailers held admissible but entitled to little weight. 
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TRADE- MARKS—CONFUSING SIMILARITY—GENERAL 

Test of confusing similarity is whether the ordinary purchaser, buying under normal 
conditions, depending on recollection of one mark might be confused by the other. 

Side by side comparison is not the test. 

TRADE-M ARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

“Starlight” held confusingly similar to “Stardust,” used on similar goods, under 1905 
Act. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR IN- 
STANCES 

Plaintiff having proved infringement of its valid technical trade-mark, held entitled to 
decree enjoining defendants’ use of their mark. 

Plaintiff’s claim for unfair competition dismissed, since defendants’ infringement held 
neither wilful nor intentional; and where there is no proof that defendants’ sales caused any 
injury to plaintiff's business or good will, held it would be inequitable to award an account- 
ing. 


Trade-mark infringement and unfair competition suit by Stardust, Inc. against 
Emanuel Weiss, Rose Weiss and Beatrice Levy, individually and as copartners 
doing business under the name and trade style of L. & W. Brassiere Co., in which 
defendants counterclaimed. Judgment granting injunction to plaintiff and dis- 
missing defendants’ counterclaim. 


Root, Ballantine, Harlan, Bushby & Palmer, Esqs., A. W. Murray (John E. F. 
Wood, James P. Kranz, Jr., F. E. Thorne, of counsel) attorneys for plaintiff. 

Mock & Blum, Esqs. (Asher Blum, Murray Winkler, of counsel) attorneys for 
defendants. 


GopparD, D, J.: 


This is a suit for alleged trade-mark infringement and unfair competition. In- 
junctive relief and damages are sought. Jurisdiction is alleged under Federal 
Trade-Mark Act of February 20, 1905 [15 U. S. C. A. § 97] and Section 24(7) 
of the Judicial Code [29 U. S. C. A. § 41(7)]. 

The plaintiff, Stardust, Inc. [formerly known as Industrial Undergarment cor- 
poration] is a New York corporation, manufacturers of women’s wearing ap- 
pared, principally undergarments, and since 1935 have sold and advertised them 
under the trade-mark “Stardust.” 

The defendants, Mr. and Mrs. Emanuel Weiss and Mrs. Herman Levy are 
partners doing business under the name of L. & W. Brassiere Co. in this district, 
and since 1944 manufacture and sell brassieres under the name “Starlight.” 

When plaintiff started in business in April, 1935 it manufactured women’s 
“slips” and marketed them under the name of “Stardust.” In 1940 it began to 
manufacture a “brassiere top slip” which is a combination of a brassiere and a 
slip which was also sold under the name “Stardust.” In 1942 it manufactured 
blouses ; in 1943—-women’s suits ; in 1944—women’s slacks, “briefs” and “panties.” 
In the latter part of 1945 it began the manufacture of brassieres and by January, 
1946 their sale of the general public was under way, all plaintiff's articles being 
marketed under the mark—‘“Stardust.” In 1946 plaintiff changed its corporate 
name to Stardust, Inc. 

During the period from 1935 to 1940 plaintiff contributed to the cost of ad- 
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answer, and this was done within a few months after the judgment which was set 
up as an estoppel was filed. 

In Ratner v. Paramount Pictures (D.C. S. D. N. Y.), 6 F. R. D. 618, the court 
permitted the service of a supplemental pleading setting up as a defense the rendi- 
tion of a judgment of the state court as res adjudicata which judgment had not 
been entered at the time when the original answer was filed. 

Porter, Adm. OPA v. Block & Porter, Adm. OPA v. Sherwood Distilling Co., 
156 F. 2d 264, said that the Administrator might be permitted to serve a supple- 
mental pleading setting up the issuance of a new maximum price order. This 
case is comparable to those where statutes have been changed, since the original 
trial, or where there has been an adjudication in another court subsequent to the 
trial. 

In the instant case the application filed should have been made to the Circuit 
Court. It is not necessary, however, to dismiss on that ground. 

Assuming petitioner is properly before this court, the petition must be denied. 
It is believed that the proposed evidence is in conflict with the decision of the Dis- 
trict Court. Further, the plaintiff is guilty of laches. The court in the exercise of 
its discretion properly refuses the petition. 


STARDUST, INC. v. WEISS, et At. 
No. 36-712—U. S. D.C. S. D. N. Y.—May 7, 1948 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—GROUNDS FOR RELIEF—GENERAL 

Plaintiff must show that its mark is a valid technical trade-mark or has acquired a sec- 
ondary meaning and likelihood of confusion as to source resulting from use of defendants’ 
mark on their goods. 

Plaintiff has burden of showing such likelihood of confusion resulting from sale of 
defendants’ goods under their mark. 

TRADE-MARKS—EFFECT OF REGISTRATION—GENERAL 

Registration of trade-mark under 1905 Act creates certain remedial and procedural ad- 
vantages but does not enlarge substantive rights. 

TRADE-MarKs—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 

“Stardust” held a valid technical trade-mark and not descriptive of clothing. 

TRADE-MARKS—ACQUISITION OF RIGHTS—EXPANSION OF Goops 

Owner of trade-mark has right to extend mark to new wares, which are a natural out- 
growth of business. 

Where newcomer is first user in field which is extension of plaintiff’s prior business and 
plaintiff delays in taking positive steps to obtain protection, plaintiff's right to relief is not 
absolute, but is based on the equities of the case. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—EVIDENCE—PROOF OF CONFUSION AND 
PASSING OFF 

Testimony of members of the trade as to their own confusion is strong evidence because 
of their greater knowledge of trade-marks than ordinary members of the public. 

Testimony of paid shoppers in connection with purchases made by them, held convinc- 
ing as to probability of confusion. 

Certain misdirected mail, held inadmissible; and correspondence regarding mistakes in 
advertising by retailers held admissible but entitled to little weight. 
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TRADE- MARKS—CONFUSING SIMILARITY—GENERAL 
Test of confusing similarity is whether the ordinary purchaser, buying under normal 
conditions, depending on recollection of one mark might be confused by the other. 
Side by side comparison is not the test. 
TRADE-M ARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Starlight” held confusingly similar to “Stardust,” used on similar goods, under 1905 
Act. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR IN- 
STANCES 
Plaintiff having proved infringement of its valid technical trade-mark, held entitled to 
decree enjoining defendants’ use of their mark. 
Plaintiff’s claim for unfair competition dismissed, since defendants’ infringement held 
neither wilful nor intentional; and where there is no proof that defendants’ sales caused any 
injury to plaintiff's business or good will, held it would be inequitable to award an account- 


ing. 

Trade-mark infringement and unfair competition suit by Stardust, Inc. against 
Emanuel Weiss, Rose Weiss and Beatrice Levy, individually and as copartners 
doing business under the name and trade style of L. & W. Brassiere Co., in which 
defendants counterclaimed. Judgment granting injunction to plaintiff and dis- 
missing defendants’ counterclaim. 


Root, Ballantine, Harlan, Bushby & Palmer, Esqs., A. W. Murray (John E. F. 
Wood, James P. Kranz, Jr., F. E. Thorne, of counsel) attorneys for plaintiff. 

Mock & Blum, Esqs. (Asher Blum, Murray Winkler, of counsel) attorneys for 
defendants. 


GopparD, D, J.: 


This is a suit for alleged trade-mark infringement and unfair competition. In- 
junctive relief and damages are sought. Jurisdiction is alleged under Federal 
Trade-Mark Act of February 20, 1905 [15 U. S. C. A. §97] and Section 24(7) 
of the Judicial Code [29 U. S. C. A. § 41(7)]. 

The plaintiff, Stardust, Inc. [formerly known as Industrial Undergarment cor- 
poration] is a New York corporation, manufacturers of women’s wearing ap- 
pared, principally undergarments, and since 1935 have sold and advertised them 
under the trade-mark “Stardust.” 

The defendants, Mr. and Mrs. Emanuel Weiss and Mrs. Herman Levy are 
partners doing business under the name of L. & W. Brassiere Co. in this district, 
and since 1944 manufacture and sell brassieres under the name “Starlight.” 

When plaintiff started in business in April, 1935 it manufactured women’s 
“slips” and marketed them under the name of “Stardust.” In 1940 it began to 
manufacture a “brassiere top slip” which is a combination of a brassiere and a 
slip which was also sold under the name “Stardust.” In 1942 it manufactured 
blouses ; in 1943—-women’s suits ; in 1944—women’s slacks, “briefs” and “panties.” 
In the latter part of 1945 it began the manufacture of brassieres and by January, 
1946 their sale of the general public was under way, all plaintiff’s articles being 
marketed under the mark—‘“Stardust.” In 1946 plaintiff changed its corporate 
name to Stardust, Inc. 

During the period from 1935 to 1940 plaintiff contributed to the cost of ad- 
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vertising by department stores featuring the name “Stardust” and in the period 
from 1940 to 1947 has spent some $800,000 in advertising in magazines, radio 
contests, etc. 

On March 3, 1941 plaintiff filed application No. 442,132 in the United States 
Patent Office for registration of the trade-mark “Stardust” for “slips” in class 39 
clothing alleging continuous use since November, 1935. The Examiner rejected 
the application on the ground that hosiery and slips were similar goods, citing Reg. 
No. 234,931 owned by Charles Chipman Sons Co., Inc. covering “Stardust” for 
hosiery. The Examiner suggested that if applicant would file a consent by Lever 
Bros. Co., the assignee of the Chipman registration, the application would be al- 
lowed. This consent was filed on June 30, 1941 and Reg. No. 391,172 on “Star- 
dust” was allowed. November 13, 1942 plaintiff filed application No. 416,186 for 
registration of “Stardust” for women’s wearing apparel, namely—slips, petticoats, 
briefs, undershorts, underdrawers, panties, brassieres, etc. The registration stated 
that “The trade-mark has been continuously used and applied to said goods in ap- 
plicant’s business since November, 1935, on slips; and October 22, 1942—on the 
rest of the goods.” However, the record shows that, with the exception of slips, 
plaintiff in 1942 only made and/or sold one or two of the items mentioned in the 
statement and these sales were merely qualifying sales to support the registration. 
Registration was denied for all the articles with the exception of slips which was 
allowed in view of the Chipman registration. Plaintiff filed another application for 
all other garments, including brassieres, outer skirts, dresses, etc., and another letter 
of consent from Lever Bros. Co., which was refused, the Examiner stating—‘The 
averment in the letter of consent of Lever Bros. Co. is the owner of trade-mark 
Registration No. 235,931 ‘Stardust’ for hosiery is not understood. The records 
in this office indicate that Lever Bros. Co. is engaged in manufacturing soaps and 
oils and some kindred products.” Finally, plaintiff filed an assignment to it from 
Lever Bros. Co. of the Chipman registration executed on August 20, 1943 pur- 
porting to transfer the Chipman registration to plaintiff “together with the good 
will of the business in connection with which said mark is used.” Thereupon Reg. 
No. 416,187 was issued to plaintiff on September 4, 1945. Although the document 
purportedly assigned the good will of the business, Lever Bros. Co. had no exist- 
ing business in hosiery so that they had no good will to assign and all that was 
transferred was the trade-mark. 

Defendants started in business in 1944 and in July 1944 began selling brassieres, 
their only product, under the name “Starlight,” and by March, 1945 defendants 
had sold some half million brassieres. In September, 1945 they began to adver- 
tise it nationally. Prior to January 1, 1946 plaintiff admitted it had not sold as 
many as a dozen brassieres under the trade-mark “Stardust,” and its first adver- 
tisement of them was in January, 1946. By that time defendants had sold some 
2,000,000 brassieres. Up to February, 1946 defendants had spent about $54,000 
in advertising and by September, 1947 had spent some $153,000 for advertising. 

The plaintiff's brassieres are sold for one dollar and defendants’ from one 
dollar upwards, and in many instances the retailer handles both products. 
Plaintiff must show that its mark is either a valid technical trade-mark or that 
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the mark has acquired a secondary meaning and that the sale by defendants of their 
goods under their mark is likely to produce confusion in the minds of the buying 
public as to the source of the article. See General Time Instruments Corporation v. 
United States Time Corporation, Circuit Court of Appeals, Second Circuit, Janu- 
ary 15, 1948; Lucien Lelong, Inc. v. Lander Co., Inc., Circuit Court of Appeals, 
Second Circuit, December 4, 1947 ;? LaTouraine Coffee Co. v. Lorraine Coffee Co., 
157 F. (2d) 115 (C. C. A. 2). 

Registration of a trade-mark does not enlarge substantive rights but merely 
creates certain remedial and procedural advantages. Emerson Electric Mfg. Co. v. 
Emerson Radio & Phonograph Corporation, 105 F. (2d) 908 (C. C. A. 2), cert. 
denied 308 U. S. 616; Parfumerie Roger & Gallet v. M. C. M. Co., 24 F. (2d) 
698 (C. C. A. 2). 

“Trade-marks are arbitrary and fanciful when they do not, by their usual and 
ordinary meaning, denote or describe the products to which they are applied, but 
rather come to indicate their purposes by application and association.” Skinner 
Mfg. Co. v. General Food Sales Co., 53 F. Supp. 432, affirmed 143 F. (2nd) 895, 
cert. denied 323 U. S. 766; Nims, Unfair Competition & Trade-Marks, 4th Ed., 
Vol. 1, Sec. 189, p. 522. 

The word “Stardust” as used by plaintiff is not a descriptive word ; it is a fanci- 
ful and arbitrary name and hence may be a valid technical trade-mark. 

A trade-mark owner has a right to extend its mark to new wares which may 
be the natural outgrowth of the trade-mark products. See S. C. Johnson & Sons 
v. Johnson, 28 F. Supp. 744, modified 116 F. (2nd) 427 (C. C. A. 2); Durable 
Toy and Novelty Corporation v. J. Chein & Co., 133 F. (2nd) 853; Standard 
Brands v. Smidler, 151 F. (2nd) 34. This is especially true where the mark is 
used on the entire output of the user rather than on a particular class. 

Although plaintiff, when it started to use its mark, did not manufacture or sell 
brassieres, such an article, it is clear, is a natural outgrowth from the manufacture 
of other items of women’s undergarment wearing apparel. 

This extended protection is an absolute right which prevails unless prior to the 
time the plaintiff started to manufacture and sell brassieres a new comer entered 
the field with a mark similar or identical to the plaintiff’s and the plaintiff did not, 
although knowing, take positive steps to assert its right to protection of its mark in 
the new field of endeavor. Under such circumstances the plaintiff’s right to re- 
lief is no longer absolute but is modified so that relief is based on the equities of 
the case. Judge Learned Hand clearly set forth this doctrine in Emerson Electric 
Mfg. Co. v. Emerson Radio & Phonograph Corporation, 105 F. (2nd) 908. In 
that case the plaintiff sought to enjoin the defendant from continuing to sell Emer- 
son radios on the ground that although the plaintiff had never made radios prior 
to the time the defendant had, the manufacture of radios was the natural outgrowth 
of its, plaintiff's, line of goods of the same general character. Judge Learned Hand 
said : 
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If the plaintiff proposed to keep the radio market as an unused preserve, it was 
bound to protect it against invaders by affirmative action; it could not impose upon them 
the duty of divining its own purposes or possible mistakes of the public. 


The evidence in the case at bar shows that plaintiff did not acquiesce in the 
defendants’ use of its (defendants’) mark in the brassiere field. The plaintiff first 
learned of the defendants’ use of the mark “Starlight” in March, 1945. It was 
brought to the attention of the plaintiff by a wholesale customer who had received 
a counter display card of the defendants. Immediately thereafter plaintiff served 
notice of infringement upon the defendants by letter dated March 24, 1945. This 
was prior to any substantial advertising by the defendants. The defendants did 
not start to advertise to any degree until September, 1945—some six months later. 
It is therefore evident that this plaintiff acted at the earliest possible time to protect 
its trade-mark in a field which could be and as now appears, is a natural extension of 
the plaintiff’s line. 

The next question is whether the defendants, in using their trade-mark, en- 
croach upon the area of protection to which the plaintiff in the use of its mark, is 
entitled. 

The burden is upon the plaintiff to show that the sale by the defendants of 
their goods under their trade-mark is likely to produce confusion in the mind of 
the buying public as to the source of the product. General Time Instrument Corp. 
v. The United States Time Corp., as yet unreported, decided January 15, 1948; 
Lucien Lelong, Inc. v. Lander Co., Inc., as yet unreported, decided December 4, 
1947 ;* LaTouraine Coffee Co. v. Lorraine Coffee Co., supra; Best & Co. v. Miller, 
as yet unreported ;° Triangle Publications, Inc. v. Joseph D. Rohrlich, as yet un- 
reported, decided April 14, 1948.° 

The proof offered by the plaintiff consists of four classes, namely, the testimony 
of certain retailers as to confusion on their part and on the part of their customers ; 
the similarity between the two words; actual confusion as evidenced by the results 
of shopping tests; the receipt of letters evidencing confusion on the part of the 
writers of them. 

Berney, a wholesaler in ladies’ wear for some twenty-seven years, testified to 
writing a letter to the plaintiff on June 2, 1947 asking the plaintiff to send his 
concern “Starlight” brassieres. He testified that the misdirected inquiry was due 
to the fact that when he was visiting one of his retail customers he saw boxes 
containing defendants’ product and thought the goods came from the plaintiff. 
One Beck, an operator of a chain of retail stores, who has been in the ready-to-wear 
business some twenty years, testified that he maintains an office here in New York 
for purchasing, and that upon receiving a package of defendants’ product in which 
was enclosed a display card, he thought the merchandise was that of the plaintiff. 
Leona Kievets, a retailer, in a deposition stated that when she first heard of “‘Star- 
light”’ brassieres she believed that they were the product of the plaintiff and con- 
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tinued under this mistake until she was informed otherwise by her wholesale sup- 
plier. Garmey, a merchandise manager for the basement department of a large 
Toledo department store, who has been engaged in retail selling for over twenty 
years, testified that on a couple of occasions customers returned “Starlight” bras- 
sieres because they had mistakenly taken them for “Stardust” brassieres. 

This evidence is strong evidence as to probability of confusion caused by the 
two marks for these witnesses are members of the trade and hence more familiar 
with various marks used in the field and better able to distinguish between similar 
marks than is the ordinary customer. S. S. Kresge Co. v. Winget Kickernick Co., 
96 F. (2nd) 978, 987 (C. C. A. 2) ; Parfumerie Roger & Gallet v. M. C. M. Co., 
24 F. (2nd) 698 (C. C. A. 2); Nims, Unfair Competition & Trade-Marks, Vol. 
2, Sec. 531, p. 1035. 

The second offer of proof as to confusing similarity are the marks themselves. 
Both the plaintiff and defendants have for their first syllable the word “star” which 
as a word in itself has had scores of users on a large variety of goods. There is 
no similarity of sound or meaning in the last syllables, namely “dust” and “light.” 
As a composite whole, namely “Stardust” and “Starlight,” the two words are not 
unalike in appearance. Each conveys the idea of a glow of light from the stars. 
If a customer were shown the two marks the difference would be noticeable. How- 
ever, if the customer was not familiar with the two marks and was shown only the 
article bearing the defendants’ mark, the customer might easily mistake it for the 
plaintiff's. The test to determine whether the two words are confusing, is whether 
the ordinary purchaser buying under normal conditions, depending upon memory 
or recollection of the mark, might be confused by the other. LaTouraine Coffee 
Co. v. Lorraine Coffee Co., supra; L. W. Fitch Co. v. Camille, Inc., 106 F. (2nd) 
635; S. S. Kresge Co. v. Winget Kickernick Co., supra; Pillsbury v. Pillsbury 
Flour Mills, 64 F. 841; Lou Schneider, Inc. v. Carl Gutman & Co., 69 F. Supp. 
392. 

It is clear that a customer desiring to recall the mark of the plaintiff may well 
call for or accept goods bearing defendants’ mark, since they are both associated 
with a single or identical idea. 

This plaintiff in an interference proceeding objected to the use of the word 
“Stardom” by another party as being confusingly similar when applied to goods 
of the same descriptive properties and its objection was sustained by the Patent 
Office and the Court of Customs and Patent Appeals. Rice-Stix Dry Goods Co. 
v. Industrial Undergarment Corp., 152 F. (2nd) 1011. Although that decision has 
no binding effect in this action it is some evidence as to what experts in the field 
of trade-marks consider as confusingly similar, and may be accorded weight as 
a comparative guide in testing the similarity between “Stardust” and “Starlight.” 
There is very little difference between “Starlight” and “Stardom,” the latter mark 
which the Court of Customs and Patent Appeals considered confusingly similar to 
plaintiff’s “Stardust.” 

Further proof to establish confusingly similarity between the marks, consisted 
of the testimony of paid shoppers who, after suit was started, visited a number 
of retail stores in various parts of the country. The instructions to these shoppers 
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were that they were to ask for a “Stardust” brassiere in each case and to purchase 
what was offered. Seventy-one retail stores were visited. In seven instances the 
clerk, when asked for a “Stardust” brassiere without further comment delivered 
a “Starlight” brassiere. In seven other instances the clerk responded in words or 
substance “You mean ‘Starlight’.” In eleven other instances the clerk stated in 
substance, “We don’t have ‘Stardust’ but we do have ‘Starlight’” showing that 
the similarity of the two caused a common association in the mind of the clerk. 
The confusion thus evidenced by the clerks is convincing proof as to the probability 
of confusion. See S. S. Kresge Co. v. Winget Kickernick Co., supra; Parfumerie 
Roger & Gallet v. M. C. M. Co., supra; Nims, Unfair Competition & Trade-Marks, 
Vol. 2, Sec. 335, p. 1053. 

The other proof relates to certain letters which were received by the plaintiff 
and are alleged to constitute evidence of confusion. All of these letters, as well as 
the matter to which they refer, were written or occurred after the complaint in this 
action was filed. 

The first group of letters consists of a letter from a store in Decatur, Alabama, 
stating that it would like to handle “your undergarments.” The heading of the 
letter reads “Starlight, Inc., Empire State Bldg.,. New York 1, N. Y.” In other 
words it is directed to defendants but at plaintiff’s office address. The second letter 
of this group is upon the letterhead of the plaintiff and directed to a store in De- 
catur, Alabama, inquiring whether “this letter was intended for us” and signed by 
J. Brandt of the plaintiff corporation. Upon the bottom of this typed letter there 
is a long hand notation that the letter was meant for the plaintiff; this is signed 
merely in the name of the store. The letter appears to have arrived in an envelope 
bearing a Decatur, Alabama, post mark and the letterhead of the store, correctly 
addressed to “Stardust.” The writer of the long hand notation was not produced. 
There was no evidence to show the store exists. There was no possible opportunity 
for the defendants to test the reasons for the writing of the note or the circum- 
stances surrounding its being. Under such circumstances the letters are inadmis- 
sible. Parfumerie Roger & Gallet v. M. C. M. Co., supra; Material Mens Mer- 
cantile Assn. Ltd. v. Material Mens Credit Agency, 191 App. Div. 73; Vick Chemi- 
cal Co. v. Thomas Kerfoot & Co., 80 F. (2nd) 73, 76. 

The second group of letters involve instances where plaintiff purportedly dis- 
covered advertisements in local papers bearing plaintiff’s name “Stardust” in stores 
which the plaintiff had no record of having sold any goods. The plaintiff wrote a 
letter addressed to these stores, a return receipt requested, inquiring as to the ad- 
vertisements. The replies received were either on the letterhead of the stores to 
whom the inquiry was directed, or a notation on the plaintiff’s original letter. The 
replies stated in substance that the erroneous advertisements were due to the con- 
fusion caused by the similarity of the two names. 

It may well be that these letters are admissible since they are sufficiently authen- 
ticated by the fact that they are letters received by due course of mail, the tenor of 
which indicates a knowledge of the contents. 7 Wigmore on Evidence, Sec. 2153; 
Charles H. Scholes v. Oppenheim, 136 N. Y. S. 37. 

However, the defendants did not have an opportunity to ascertain how the mis- 
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take happened, how careful or careless the senders of the letters were when they 
inserted the advertisements, and a number of other points which may well have been 
illicited on cross-examination. 

Although these letters may be some evidence bearing on the probability of con- 
fusion, see United Drug Co. v. Parodney, 24 F. (2nd) 577; Kerfoot v. United 
Drug Co., 38 F. (2nd) 671; Vick Chemical Co. v. Kerfoot, 80 F. (2nd) 73, for 
the reasons stated above they are not entitled to much weight. However, a con- 
sideration of all the evidence and its cumulative effect justified the conclusion of 
probable and actual confusion of the two marks. 

I think that the plaintiff has proved a valid technical trade-mark and infringe- 
ment of it by the defendants. However, it does not appear that the infringement 
by defendants was either wilful or intentional, and hence plaintiff's claim based 
upon unfair competition, is dismissed. The defendants retained expert trade-mark 
counsel to make a search and upon his informing them that “Starlight” was not 
registered and, acting under his advice, adopted the trade-mark “Starlight.” From 
July 1944 to January 1946 the defendants sold brassieres and during this same pe- 
riod plaintiff neither made nor sold brassieres. There is no proof that the sales 
made by the defendants after January 1946 caused any direct or indirect injury 
to the plaintiff’s business or good will, or that such sales were not made on the 
merits of defendants’ product and defendants’ reputation without any reference to 
the plaintiff. 

Under the circumstances, I am of the opinion that it would be inequitable to 
award an accounting. See Champion Spark Plug Co. v. Sanders, 331 U. S. 125; 
Triangle Publications, Inc. v. Joseph D. Rohrlich, supra. 

The defendants’ counterclaims are dismissed in their entirety, and the plaintiff 
may have a decree enjoining defendants from use of the word “Starlight” as a 
trade-mark in the sale of brassieres. 

Proposed findings of fact and conclusions of law to be submitted promptly by 
plaintiff upon five days notice. 





JOHN RISSMAN & SON v. GORDON & FERGUSON, INC. 
No. 764—U. S. D. D. C. D. Minn.—March 12, 1948 


TRADE-MarKs—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Windbreaker” held a valid technical trade-mark for cloth and leather garments. 
TRADE-MarKS—EFFECT OF REGISTRATION—GENERAL 
Registration of trade-mark under 1905 Act creates presumption of validity. 
Defendant’s evidence of loss of distinctiveness and generic use of mark, held insufficient 
to overcome presumption of validity. 
TRADE-MARKS—ACQUISITION OF RIGHTS—ASSIGNMENTS 
Transfer of all property, assets and good will by defendant’s predecessor, held valid 
transfer vesting common law trade-mark rights in defendant though instruments did not 
specifically mention the trade-mark. 
Lack of particular type of assignment with acknowledgement, held not to invalidate 
registration. 
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TRADE-M ARKS—TITLE—GENERAL 
Plaintiff held chargeable with notice of stipulation by predecessor in interference pro- 
ceeding ; and plaintiff held estopped to disregard limitation imposed on predecessor’s rights 
by concession in stipulation. 
TRADE-M ARKS—ABANDON MENT—GENERAL 
Question of abandonment of a trade-mark is one of fact. 
On the facts of record, held that defendant had not abandoned its trade-mark. 
TRADE-MARKS—CONCURRENT USE—PARTICULAR INSTANCES 
Agreement of the parties dividing field between cloth and leather garments and result- 
ing in issuance of 1905 Act registrations covering “Windbreaker” to each for its separate 
line, sustained and held that adherence thereto will best serve justice, eliminate unfair com- 
petition and protect the public from likelihood of confusion. 


Trade-mark infringement suit by John Rissman & Son against Gordon & Fergu- 
son, Inc. Defendant counterclaims for trade-mark infringement. Complaint and 
counterclaim dismissed. 


Maurice S. Cayne, of Chicago, IIl., and Paul, Paul & Moore, of Minneapolis, 
Minn., for plaintiff. 

Stryker & Stryker and Doherty, Rumble, Butler & Mitchell, of St. Paul, Minn., 
for defendant. 


Donovan, D. J.: 


This action was commenced by plaintiff to enjoin defendant from infringe- 
ment of its claimed trade-mark, “Windbreaker.” Defendant answering, denied 
plaintiff was entitled to the relief prayed for and counterclaimed, praying for an 
injunction against the plaintiff’s infringing its claimed trade-mark, “Windbreaker.” 
Each party asks for costs of the suit. 

The claims of plaintiff and defendant, except for defendant’s claim of prior use, 
stem from a common source. On August 20, 1918, the Hilker-Weichers Manu- 
facturing Co., a Wisconsin corporation (hereinafter referred to as Hilker), made 
application for registration of a certain trade-mark, “Windbreaker.” Pursuant to 
said application the trade-mark “Windbreaker” was registered on February 25, 
1919, bearing No. 124,537 (hereinafter referred to as “537”). By assignment 
dated January 5, 1931, plaintiff obtained such title as then remained in the owner, 
and on December 20, 1938, plaintiff applied for and obtained a certificate of re- 
newal of said trade-mark. 

On November 14, 1923, Guiterman Bros., Inc. (hereinafter referred to as 
Guiterman ), applied to the United States Patent Office for registration of the trade- 
mark “Windbreaker,” which name word it had been using in connection with its 
leather garments since 1915. Thereupon the Commissioner of Patents declared an 
interference between said last-named application and the registration of said Wis- 
consin corporation, and entitled it Guiterman Bros., Inc. v. Hilker-Weichers Manu- 
facturing Co., Interference No. 494. Pending said interference, the parties thereto 
stipulated that Guiterman was the prior user of the mark, and by agreement per- 
mitted Guiterman to “register the name word ‘Windbreaker’ as a trade-mark... . 
for use by it on all clothing made of leather, or in which leather is the principal ma- 
terial employed.” Said agreement was filed in the United States Patent Office. As 
a result, said interference was dissolved and certificate of registration No. 210,447 





irs) task 


& 
sy 
ty 








38 T.-M. R. RISSMAN v. GORDON & FERGUSON 1123 





(hereinafter referred to as “447”’) of the trade-mark “Windbreaker” was issued to 
Guiterman. 

By sale on January 1, 1929, the control, property and assets of Guiterman passed 
on to Gordon & Ferguson, Inc., a Delaware corporation. By conveyance dated 
April 30, 1931, Gordon & Ferguson, Inc., sold “all its property, assets and good 
will” to Gordon & Ferguson Company, a Delaware Corporation. On December 7, 
1943, the last-named company sold its assets and good will to Gordon & Fergu- 
son, a partnership, who, on July 14, 1944, transferred its business and property by 
bill of sale to the defendant corporation. Guiterman has never been dissolved, and 
its corporate existence has continued as a subsidiary of defendant and its predeces- 
sors. 

Both parties invested in extensive advertising featuring the trade-mark ‘*Wind- 
breaker,” plaintiff with reference to cloth garments and defendant with reference 
to leather garments. 

It may be generally stated that although the instrument transferring the cor- 
porate entity and property of Guiterman to Gordon & Ferguson Company did 
not specifically describe the trade-mark “Windbreaker” registered in the name of 
Guiterman in the United States Patent Office, yet nonetheless, frorn 1929 to the 
time of the trial defendant and its predecessors used said trade-mark on leather 
garments sold by Guiterman and defendant, on the assumption that what was 
Guiterman’s was now defendant’s. On one occasion a cloth garment bearing a 
trade-mark authorized by said registration “447” was sold by defendant to the 
Dayton Company at Minneapolis, Minnesota. Defendant concedes this to be an 
unintentional error on its part, as it was obviously the practice of defendant to 
attach said trade-mark to garments of leather only. 

On other occasions illustrated by registration of said trade-mark “447” in vari- 
ous states of the Union (see exhibits 121 to 127 inclusive) it was stated in de- 
fendant’s application for registration in such states that said trade-mark was to 
be used as a label on garments manufactured of a material other than leather. 
Defendant readily admitted during the trial of the present case that such infor- 
mation was inaccurate in that it should have been limited to leather garments only. 

Correspondence between plaintiff and defendant introduced in evidence indicates 
an attempt to arrive at some mutual and satisfactory understanding with reference 
to the mutual use or sale of the trade-mark. Plaintiff's counsel called on officers 
of the defendant in St. Paul, Minnesota, and made an attempt to purchase de- 
fendant’s interest in and to trade-mark “447.” Defendant refused to sell its interest 
in said trade-mark and this law suit was commenced. 

During the trial defendant, without abandoning its claim of ownership, at- 
tempted to prove that “Windbreaker” is generic as used by the purchasing public, 
and to that end called expert witnesses to testify that from experience based upon 
long employment in the business of buying and selling sport wear, which included 
garments described as “Windbreakers,” it was their opinion that the public gen- 
erally did not attach the name word “Windbreaker” to the product of any known 
manufacturer. In the opinion of such experts the word “Windbreaker” signified 
a garment made of leather or some like material that would have a tendency to 
keep out the wind, and that the term has no particular meaning to the trade. 
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The record is large and many exhibits are in evidence. The issues, stated 
simply, are: 

1. Is the trade-mark valid? 

2. If it is valid, is defendant’s claim of interest therein valid? If not, 

3. Has defendant a common law right to its claimed use of the trade-mark? 

4. If plaintiff prevails in its claimed exclusive ownership of the trade-mark, is 
it estopped from its claim for damages on account of laches? 

Registration of a trade-mark by the Patent Office gives rise to a presump- 
tion of validity. Chapin-Sacks Mfg. Co. v. Hendler Creamery Co., 254 F. 550, 
553. While claiming validity for “447,” defendant, with an abundance of caution, 
contends “Windbreaker” is generic and not subject to registration. Obviously this 
contention is directed at plaintiff’s claim for damages. If defendant were seriously 
opposing registration by the Patent Office in the case at bar a large part of the 
record would not have been devoted to defendant’s case tending to establish va- 
lidity of the same trade-mark for its own purposes. Hence I hold that defendant 
has not carried the burden required of it to overcome the presumption of validity. 

Likewise, I hold defendant’s claim to the trade-mark under registration “447” 
valid. Plaintiff, with much force and logic, contends Hilker’s claim to the trade- 
mark, while valid, does not extend beyond Guiterman, because transfer of the lat- 
ter’s business and good will to defendant was not accompanied by a specific assign- 
ment duly acknowledged as provided by 15 U. S. C. § 90. Significantly, the Trade- 
Mark Act of July 5, 1946, 15 U. S. C. § 1060, while not intended to be retroactive, 
adds clarity to the law by providing a statutory rule of evidence that ‘““Acknowledg- 
ment shall be prima facie evidence of the execution of an assignment and when 
recorded in the Patent Office the record shall be prima facie evidence of execution.” 
(Emphasis supplied. ) 

Does the lack of a particular type of assignment with acknowledgment from 
Guiterman to defendant or its predecessors invalidate registration “447”? I 
think not. No question is raised by plaintiff opposing the legality of the stipula- 
tion and agreement leading to the dissolution of the interference referred to. 

Hilker made an admission against interest, conceding that Guiterman had used 
the mark prior to Hilker’s registration, to which plaintiff traces title. Warner v. 
Tennessee Products Corp., 57 F. 2d 642. That agreement and the registration of 
Guiterman’s 447,” limited the broad claim of Hilker to that extent and as a suc- 
cessor in title plaintiff is estopped from going beyond and disregarding said limi- 
tation. Keystone Driller Co. v. Northwest Engineering Co., 294 U. S. 42; Maulsby 
v. Minneapolis Casket Co., 84 F. 2d 107. 

Plaintiff was charged with notice of the Hilker-Guiterman stipulation and agree- 
ment when it acquired Hilker’s trade-mark then encumbered by 447.” Its knowl- 
edge and subsequent conduct disclaims the character of an innocent, good faith 
purchaser. If title to a registered trade-mark may pass by means of bankruptcy 
proceedings, as approved in White Satin Mills Corporation v. Woodward, et al., 
34 F. 2d 158, then assuredly it may pass by informal assignment by a sale of a 
business and its good will as in the instant case. On appeal of the last-cited case, 
Judge Booth points out that a formal assignment of a trade-mark is not neces- 
sary. Woodward v. White Satin Mills Corporation, 42 F. 2d 987. The law 
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seems well established that a trade-mark may be conveyed with the sale of a business 
such as Guiterman’s. Carroll v. Superior Milling Co., 232 F. 675. The defendant, 
with the exception of the several admitted violations of plaintiff's trade-mark 
rights, has consistently limited its use of the mark to that agreed upon between 
Hilker and Guiterman. 

While there is much to be desired in the method adopted for transferring the 
Guiterman title to the defendant, I am of the opinion that Guiterman’s common 
law rights to the use of the mark vested in defendant through mesne conveyances 
and succession in business and that Guiterman since January 1, 1929, has been a 
subsidiary and selling agent of defendant and its predecessors. 

The question of abandonment of the trade-mark by defendant presents a fac- 
tual problem to the court. It is my opinion that there was not such a lapse of 
time in the use of the mark as to permit a finding to that effect against defendant. 
The court is loath to divest a claim of interest in a trade-mark on the record of 
the instant case, and hence holds there was no such abandonment on the part of 
defendant. Beech-Nut Packing Co. v. P. Lorillard Co., 273 U. S. 629. 

Much thought has been given to the points and authorities so ably briefed by 
counsel. Conduct and correspondence by the parties during the years here in 
question convinces me that plaintiff and defendant had a mutual understanding of 
each other’s claims and that continued adherence to the Hilker-Guiterman stipu- 
lation and agreement by the parties to the instant case will best serve justice. It 
will eliminate unfair competition and public confusion. Incidentally, it will pro- 
tect the public from the likelihood of confusion as to the source of origin of the 
goods and promote fair dealing between the parties involved. Atlas Mfg. Co. v. 
Street & Smith, 8 Cir., 204 F. 398. 

The trade-mark should be limited to use in connection with leather garments 
as to defendant. The claims of infringement and the counterclaim will be dis- 
missed. This makes unnecessary any further consideration of defendant’s point 
of laches. 

Defendant may submit findings of fact, conclusions of law and judgment con- 
sistent with the above, with each party bearing its own costs. 

An exception is allowed to the parties aggrieved. 
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AMERICAN AUTOMOBILE ASSOCIATION, et at. v. AUTOMOBILE 
ASSOCIATION OF NEW JERSEY 


Ct. of E. & A. N. J —September 3, 1948 









CourTS—PLEADING AND PRACTICE—DEFENSES 

Defense of laches held available on motion to strike certain portions of complaint. 

Court is responsible for determining whether laches is apparent on face of bill of com- 
plaint or whether such defense should be considered on final hearing. 

Paragraph of complaint alleging defendant’s name was selected with intent to mislead, 
held properly stricken because of laches apparent on face of bill; the only wrong complained 
of was selection of name fourteen years before, with no allegation of continuing use which 
would cause future harm. 

TRADE-NAMES AND UNFAIR COMPETITION—DEFENSES—LACHES 

It is settled that laches will not bar relief against future infringement and unfair com- 
petition, though it may bar an accounting for past profits. 

It does not follow that inability to take action against selection of a trade-name will bar 
action against future use thereof in a manner which may be shown to be harmful. 

TRADE-NAMES AND UNFAIR COMPETITION—SCOPE OF PROTECTION—GENERAL 

All that is required to bring injunctive power of Chancery Court into action is to in- 
form it that complainant’s trade is in danger of harm from the use of its name by defendant 
in a way calculated to deceive the public. 

On question whether complainant’s bill provides the necessary information to provoke 
protective action, held that paragraphs 24 and 25 alleging confusion and damage should not 
be stricken, but should be supplemented by fuller and more particular statement of the 
alleged wrongdoing. 




















Appeal from Court of Chancery. 

Unfair competition suit by American Automobile Association, New Jersey 
Automobile Club, and Automobile Club of Central New Jersey against Automobile 
Association of New Jersey. Complainants appeal from order striking out certain 
portions of bill of complaint. Modified. 








ad Samuel P. Orlando (Carl Kisselman of counsel) for complainants-appellants. 
Harry Green, for defendant-respondent. 


WELLS, J.: 


This is an appeal from an order entered in the Court of Chancery striking out 
certain portions of a bill of complaint filed by the complainants-appellants, which 
bill seeks an injunction against alleged acts of unfair competition on the part of the 
defendant-respondent. 

The bill of complaint was filed on December 3, 1947, by the American Auto- 
mobile Association (also referred to in the bill as AAA) and two affiliate or mem- 
ber clubs whose activities are carried out in this State. The first 19 paragraphs of 
the bill are taken up with a description of the size, extent of operations, insignia, 
purposes, objectives and activities of the complainants, together with statements 
as to the good will which they enjoy and the large sums of money expended in 
carrying out their activities. In paragraph 20 the defendant is described as a New 
Jersey corporation which has operated an automobile club since June 9, 1933, but 
which is not affiliated with the “AAA.” 
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Paragraphs 21 through 25 of the bill set forth the allegations on which the 
prayers for injunctive action are based. The portions stricken by the Court of 
Chancery are contained in paragraphs 22, 24, and 25, which may be partially 
quoted or summarized as follows: 

22. ““The name of the defendant was selected with the deliberate design of 
misleading prospective members of the AAA automobile clubs,” particularly in 
areas of New Jersey where the complainant affiliate clubs operate. 

24. Use of the name selected by the defendant has caused great inconvenience 
and confusion to the complainants through misdelivery of mail and mistaken re- 
ceipts of telephone calls. 

25. Good will of the complainants has suffered because they have been blamed 
for failures of service on the part of the defendant and because practices of the 
defendant have been attributed to the complainants. 

The prayers of the bill ask that the defendant be enjoined from using the name 
‘Automobile Association of New Jersey;’ that it be enjoined from using the 
symbol “AAA” or any combination of two or three of the letters “A” which 
would tend to deceive or confuse the public into believing that defendant was 
associated with the complainants; and that the defendants’ officers, agents, &c., 
be enjoined from misrepresenting that defendant is affiliated with the complain- 
ants or that the members of the defendant would be entitled to the benefits or 
services to which members of the AAA and its affiliate clubs are entitled. 

On December 10, 1947, defendant moved to strike out the bill of complaint 
on the grounds that it was duplicitous; that it failed to allege facts concerning 
misrepresentation and fraud and particulars of the alleged wrongs, but instead 
alleged conclusions only, which allegations were insufficient to show a cause of 
action and right to relief; that it lacked equity and complainants had an adequate 
remedy at law; and that it showed that the complainants were guilty of laches. 
The notice of the motion also stated that if the same were denied, the defendant 
would then apply for an order requiring a fuller and more particular statement of 
the cause of action, particularly as to the contractual relationships between the 
complainants. This notice further stated that if the foregoing motions were denied, 
a motion would be made to strike out paragraphs 21 through 25 on the ground 
that they alleged conclusions of fact and law and not facts. 

A letter opinion was filed by the Vice-Chancellor on which was based an order 
of the Court of Chancery dated March 8, 1948. This order provided: (1) that 
paragraphs 22, 24 and 25 be stricken, together with those prayers asking injunc- 
tion against use of the name and symbols as mentioned above; (2) that fuller and 
more particular statements be provided with respect to the misrepresentation and 
fraud set forth in paragraphs 21 and 23, together with a broader allegation as to 
misrepresentations made in 1947; (3) that defendant’s motion to dismiss the bill 
upon the ground that it was duplicitous be denied; and (4) that the fuller and 
more particular statement by the complainants be made within ten days. It is 
from the order so entered that this appeal is taken. 

The notice of appeal filed by the complainants states that such appeal is taken 
“from the whole and every part of said order.” However, the petition of appeal 
merely contends error in the striking out of the certain portions of the bill. De- 
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fendant, being concerned with the broader statement in the notice of appeal, has 
put forth argument supporting that portion of the order requiring fuller and more 
particular statements by the complainants. However, we do not conceive that the 
complainants were aggrieved by this portion of the order, or that such matter need 
be considered here. 

The real question presented on this appeal relates to the action of the court 
below in striking out three paragraphs and two prayers of the bill. A reading of 
the letter opinion of the Vice-Chancellor reveals that this action as to paragraph 
22 was based on laches and dissimilarity of names sufficient to avoid probability 
of confusion. The Vice-Chancellor then found that paragraphs 24 and 25 were 
dependent upon paragraph 22 and should also be stricken. These findings form 
the elements of the arguments presented by the parties. 

As a primary factor related to the question of laches, complainants argue that 
such question is prematurely raised in a motion to strike, citing Regan v. Cozy 
Lake, 137 N. J. Eq. 236. In that case, complainants were given the opportunity to 
prove reasons for their delay at the time of hearing, and the complainants on this 
appeal urge a similar opportunity. 

As stated in the case of 536 Broad Street v. Valco Mortgage Co., 134 N. J. 
Eq. 224, “Cases are not infrequent in which our courts, where the defense of 
laches was interposed, declined to dismiss the bill as in case of sustaining a de- 
murrer, but allowed the matter to go to final hearing at which the facts might be 
fully inquired into.” This statement, however, does not establish a firm precedent 
to be observed, but merely justifies such action on a motion to strike when it is 
taken by the court. We think that the charge of laches is still available on a mo- 
tion to strike as it was held to be available on demurrer in the earlier cases. 
VanHouten v. VanWinkle, 46 N. J. Eq. 380. It is the responsibility of the court 
to determine whether laches is apparent on the face of the bill or whether such 
defense should be considered when the matter goes to final hearing. 

The bill of complaint now before us was filed over 14 years after the defend- 
ant entered into business with the name now complained against. This situation, 
clearly apparent from the bill itself, must surely be considered sufficient to pro- 
voke challenge on the ground of laches. Complainants contend, however, that 
laches is no defense against future unfair competition, and this is the relief which 
they seek. In support of this contention, they cite Blue Goose Auto Service, Inc. 
v. Blue Goose Super Service Station, Inc., 110 N. J. Eq. 547 [22 T.-M. R. 292], 
which states: “It is generally settled that laches will not bar relief against future 
infringement and unfair competition, though it may bar an accounting of past 
profits.” Actually, then, the complainants are saying that although they may not 
call upon the defendant to account for what has taken place in the past years, 
they are entitled to an injunction against future acts of unfair competition. 

There can be no question that the Court of Chancery is readily available to 
protect persons engaged in commerce and trade from unfair practices on the part 
of their competitors. As said in the case of Cape May Yacht Club v. Cape May 
Yacht and Country Club, 81 N. J. Eq. 454, and cited in A. Hollander & Son, Inc. 
v. Joseph Hollander, Inc., 117 N. J. Eq. 306, “All that is required to bring into 
activity the injunctive powers of the court is to inform it that the complainant’s 
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trade is in danger of harm from the use of its name by the defendant in such a way 
as is calculated to deceive the public into belief that the defendant’s affairs, in the 
respect complained of, are those of the complainant.” The issue here is whether 
complainants’ bill provides the information necessary to provoke protective action 
by the court. 

In paragraph 22 it is alleged that defendant’s name “was selected with the 
deliberate design of misleading.” Without deciding whether this is the pleading 
of a conclusion or a fact, it is clear that the only wrong complained of in this 
paragraph is the selection of the name, an action which was accomplished and 
completed over 14 years before. There is nothing in this paragraph which refers 
to the using of the name, which might comprehend a continuing act or series of 
acts which could cause future harm to the complainants. 

If the complainants were aggrieved by the defendant’s selection of its name, 
certainly this wrong took place years ago, and it is a wrong which has been al- 
lowed to stand unchallenged through this long period of time. It would be mani- 
festly inequitable to grant relief on the mere basis of the selection of the name, 
particularly considering complainants’ long delay, and there is no pleading in this 
paragraph 22 of any “danger of harm from the use of its name by the defendant.” 
We believe that this paragraph 22, as pleaded, revealed laches in such an apparent 
manner that there was no error by the Court of Chancery in ordering that it be 
struck. Since the action of the court was thus proper on the ground of laches, 
it is unnecessary to consider the other finding of the Vice-Chancellor with respect 
to the dissimilarity of the names. 

There remains a further question with respect to the other paragraphs (namely, 
24 and 25) and those prayers of the bill of complaint which were also stricken. 
The Vice-Chancellor found that these were dependent upon paragraph 22, and 
therefore should fall with it. We are of the opinion, however, that this action 
by the court below was not well taken. 

It is obvious that there must be a direct relation between the selection of a 
certain trade-name and its use thereafter. On the other hand, it does not follow 
that inability to take action against the selection will bar action against the future 
use in a manner which may be shown to be harmful. If this were the rule, then a 
failure to protest against the selection, for reasons which might be entirely sound, 
would thereafter impose the penalty of being unable to protest against the use. 
This distinction is implicit in the doctrine quoted above from the Blue Goose case. 

We think that the inconvenience, confusion, and damage to good will alleged 
in paragraphs 24 and 25 of the bill involve elements of use which are not wholly 
dependent upon the element of selection pleaded in paragraph 22. At the same 
time, however, we believe that these paragraphs, although improperly stricken, are 
not sufficient as they now stand, and should be supplemented by a fuller and more 
particular statement of the alleged wrongdoing. By the same token, the prayers 
of the bill should not have been stricken, and the propriety of the relief asked for 
therein should await the action warranted by the further statement of the com- 
plainants with respect to paragraphs 21, 23, 24 and 25 of the bill of complaint. 

The order of the Court of Chancery is modified for the reasons and in ac- 
cordance with the conclusions stated above. 








1130 THE TRADE-MARK REPORTER 38 T.-M. R. 


THE BORDEN COMPANY v. VITAMINS & PHARMACEUTICALS, INC. 
(PHARMACEUTICAL ORGANICS, INC., AssiGNEE, SUBSTITUTED) 


Commissioner of Patents—October 1, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Fact that goods of the parties are classified, for registration purposes, in separate Patent 
Office classes, held not controlling on question of likelihood of confusion. 
TrADE-MArKS—Goops OF THE SAME DESCRIPTIVE PROPERTIFS—PARTICULAR INSTANCES 
Preparation containing various vitamins, minerals and amino acids, as dietary supplement, 
held goods of same descriptive properties as powdered modified milk for special dietary uses. 
TrADE-MARKS—Marks Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Geriatrone” held not confusingly similar to “Gerilac,” under 1905 Act, considering 
cumulative effect of specific differences in the marks and the goods. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by The Borden Company against Vitamins & Pharma- 
ceuticals, Inc. (Pharmaceutical Organics, Inc., assignee, substituted). Opposer 
appeals from dismissal of notice of opposition. Affirmed. 


Arthur C. MacMahon, John A. Wortman, and Mansfield C. Fuldner, of New York, 
N. Y., for opposer. 

Jacob Burns, of New York, N. Y., and Robert I. Dennison, of Washington, D. C., 
for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing a notice of opposition to an application to register the word 
“Geriatrone” under the Trade-Mark Act of 1905, as a trade-mark for “a prepara- 
tion containing various vitamins, minerals, and amino acids, as a dietary supple- 
ment and for correction of nutritional deficiencies.” The notice of opposition al- 
leges ownership and prior use by opposer of the trade-mark “Gerilac” as a trade- 
mark for certain food products for special dietary uses, and that concurrent use of 
the marks of the parties upon these products will cause confusion or mistake as to 
source of the applicant’s product within the meaning of the confusion in trade 
clause of section 5 of the Trade-Mark Act of 1905. Opposer has alleged and 
proven ownership of registration of its trade-mark “Gerilac,” registration No. 417,- 
947, registered November 20, 1945, under the Trade-Mark Act of 1905, for 
“powdered modified milk for special dietary uses, containing the following spray- 
dried substances: Milk, skim milk, dried brewers’ yeast fortified with fermentation 
solubles, vitamins A and D concentrate from fish liver oil, irradiated ergosterol 
(vitamin D), ascorbic acid, niacinamide, monosodium phosphate, and iron citrate.” 
In view of that registration there is no question as to opposer’s prior use of its 
mark upon the goods set out and the only questions for consideration are whether 
or not the goods and marks of the parties are confusingly similar within the mean- 
ing of the confusion in trade clause. 

The fact that opposer’s product is classified in the Patent Office for registration 
purposes in Class 46, Foods and Ingredients of Foods, while applicant’s product 
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is classified for registration purposes in Class 6, Chemicals, medicines, and phar- 
t maceutical preparations, is not controlling on the question of likelihood of confu- 
* sion. It is true that there are specific differences between these products, and that 
4 applicant’s product may be used as food or in connection with cooking or baking, 

| but both are essentially dietary supplements intended for use in connection with 
. nutritional deficiency, and must therefore be regarded as having broadly the same 
& descriptive properties. 

In contending that the marks of the parties are not confusingly similar, appli- 
cant argues that the first letters of each word suggest the term “geriatrics,” and, 
give this portion a suggestive meaning which would tend to cause the public to dif- 
ferentiate between the marks. There is nothing to indicate that this term is so well 
known, or that if well known, there is such an obvious connection between that 
term and the marks of these parties, that it would have such a meaning to the pub- 
Q lic. Both marks must be regarded as arbitrary. Considering them, however, in 
| their entireties, and without reference to any such suggestive meaning as that 

urged by applicant, they differ in sound and appearance to such an extent that it is 
considered doubtful that there is reasonable likelihood of any confusion between 
them. I therefore agree with the Examiner of Interferences that the marks when 
viewed as a whole must be considered sufficiently different in sound, appearance, 
and significance that, at least when taken in connection with the specific differences 
between the products to which they are applied, there is little likelihood of confu- 
sion in trade or deception of purchasers. 

Both parties have referred to a number of cases which have been considered 
but none of which appear particularly parallel to this case which must be deter- 
mined on the sound and appearance of the marks as presented. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 
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BROOKS BROTHERS v. B. BENNETT COMPANY, INC.,, etc. 


Commissioner of Patents—October 20, 1948 










INTERFERENCES—PrOoF OF USE—GENERAL 
While oral testimony may be sufficient to prove use, it must be clear and definite. 
Testimony of applicant held too intangible and indefinite to sustain burden of proof re- 

quired by junior party to overcome the registration of the senior party. 

TrapvE-M ARKS—REGISTRABILITY—PRIORITY 
Proof of prior use as a trade-mark is necessary to permit registration to the junior party 

to interference. 

TRADE-MARKS—ACQUISITION OF RIGHTS—AFFIXATION 

Inclusion of trade-mark in package may constitute a trade-mark use, but use must be 
obviously intended to associate mark directly with the goods and identify it as a trade- 
mark use, and applicant’s use of pamphlets and booklets held not associated with the goods 
nor affixed thereto. 

Tape used for wrapping parcels would constitute trade-mark use but applicant held to 
have failed to prove priority. 

















Appeal from Examiner of Interferences. 
Trade-mark interference proceedings between Brooks Brothers, B. Bennett 
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Company, Inc., Bruder Bohm, and The Bostwick Batterson Company. B. Ben- 
nett Company, Inc., appeals from award of priority to Brooks Brothers. Reversed. 


Beekman Aitken, of New York, N. Y., for Brooks Brothers. 
Mason, Fenwick & Lawrence, of Washington, D. C., for B. Bennett Company, Inc. 


DANIELS, A. C.: 


This is an appeal by one of the registrants, B. Bennett Company, Inc. (here- 
inafter referred to as Bennett), from the decision by the Examiner of Interfer- 
ences holding that the junior party (hereinafter referred to as Brooks Brothers), 
is the prior user and is entitled to the registration for which it has made applica- 
tion under the Trade-Mark Act of 1905. The mark for which registration is 
sought by Brooks Brothers consists essentially of the letters “BB,” the righthand 
“B” being shown in the usual position, and that on the lefthand in inverted posi- 
tion, for “overcoats for men and boys, rain coats, mackintoshes, tuxedos, slack 
suits, waistcoats, knickerbockers, jackets, windbreakers, outershirts and under- 
shirts, flannel trousers, riding and polo habits, yacht uniforms, hunting boots and 
leggings, evening dress suits, hats and caps, gloves and shoes made of leather or 
fabric and combinations thereof, sweaters, neckties, underwear, pyjamas, bath 
and dressing gowns and robes, bathing suits and bathing trunks, collars, socks, 
golf stockings, garment belts for outerwear, sailor suits for boys, beach gowns 
and coats, smoking jackets, mufflers and scarfs, suspenders, slippers and mules, 
hunting, fishing and riding boots, arctics, rubbers, spats, military and naval officers’ 
uniforms; and uniforms and overcoats for butlers and chauffeurs.” Since the 
parties agree that the only question involved is whether or not Brooks Brothers 
have properly shown use of the mark prior to January 12, 1923, the filing date of 
the application for registration of the senior registrant involved in this proceeding, 
no discussion of the history of this proceeding, nor of the marks nor goods of the 
other parties, nor of the date of use on the products by such parties is necessary. 

Brooks Brothers have taken testimony and introduced a number of exhibits 
showing use of the mark sought to be registered. Based upon this testimony and 
these exhibits the Examiner of Interferences has found that: 




























Since long prior to January 12, 1923, the critical date involved herein, the junior party 
has enclosed booklets in the package in which its goods are shipped similar ‘to those in the 
records as Exhibits 1-B through 1-D and 3-J through 3-M with the mark displayed 
thereon. While these booklets contain for the most part matter of general information 
and some advertising material, they nevertheless also contain the mark comprising the 
emblem which is here sought to be registered prominently displayed thereon, either on 
the front or the rear covers thereof and in some instances on both. 














Because of the insertion of these pamphlets or booklets in the packages of 
Brooks Brothers, the examiner has found that the mark was “affixed” to the goods 
within the meaning of section 29 of the Trade-Mark Act of 1905. 

Two witnesses testified as to the exhibits above mentioned. One of these was 
employed in the shipping department of Brooks Brothers since 1911, and stated 
that the booklets and card identified as Exhibits 1-A to 1-F “were put in with the 
merchandise when it was shipped out.” Another witness referred to Exhibits 3-A 
through 3-P, testifying as to use of these pamphlets in direct mail advertising in- 
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cluded with bills and other nontrade-mark uses, and also stated that “many of 
those were sent down to the shipping department for inclusion with packages 
shipped with the merchandise.” 

Both witnesses identified the dates of the issuance of the various pamphlets or 
booklets by copyright notices appearing therein or by dates which appeared there- 
on except as to a few of the exhibits which were undated. Neither referred to 
any personal recollection of the dates of the various pamphlets. If the dates and 
the fact that they were regularly inclosed in packages bearing goods sold by Brooks 
Brothers were to be accepted, these would cover various years from 1912 to 1927, 
but would not cover every year during that period. There is, however, no testi- 
mony as to just what products were sold in any packages in which these pamphlets 
were included, nor is there any statement of the extent to which this practice was 
followed. The length of time during which each leaflet may have continued to be 
inclosed with any goods is not stated. While from the testimony I have no doubt 
that the booklets referred to were issued by Brooks Brothers, and their general 
content indicates that they were probably printed in or about the years referred to, 
no authority is cited as indicating that the copyright or other dates appearing on 
the pamphlets prove their issuance or use as of that time. If the testimony of the 
witnesses were accepted as entirely accurate, it appears to me too indefinite to show 
that the pamphlets or any of them were used as stated continuously from 1912 
to the time of filing the application or until January 12, 1923. If actually printed 
it should have been possible to prove the quantities printed and other information 
which might indicate the extent of such use as well as the dates thereof. Nor is 
the absence of corroborating documentary evidence accounted for or explained. 
The testimony appears to be too intangible and indefinite to sustain the burden of 
proof required by a junior party to an interference proceeding to overcome the 
registration of the senior party. John Macauley v. Malt-Diastase Company, 146 
Ms. D. 51; Johannes Brothers Co. v. Jas. H. Forbes Tea & Coffee Company, 146 
Ms. D. 394; Brewster-Ideal Chocolate Co. v. Dairy Maid Confectionery Co., 20 
C.C. P. A. &8, 16 U. S. P. Q. 310, 62 F. 2d 844; Kelly Liquor Company v. 
National Brokerage Co., Inc., 485 O. G. 767, 35 U. S. P. Q. 290; B. R. Baker 
Company v. Lebow Brothers, 32 C. C. P. A. 1206, 150 F. 2d 580 [35 T.-M. R. 267]. 

While oral testimony may be sufficient to prove use in the proper case, it must 
be clear and definite and the testimony submitted herein cannot be considered as 
meeting this qualification. As stated in Kelly Liquor Company v. National Brok- 
erage Company, Inc., supra [28 T.-M. R. 62]: 

It must be remembered, however, that as junior party Kelly Liquor Company had the 


burden of proof, and that any doubt created by its own record, or by the absence there- 
from of material evidence within its control, must be resolved against it. . 


See also B. R. Baker Company v. Lebow Brothers, supra. 

Assuming, however, that the pamphlets were used during the periods indicated, 
they do not in my opinion constitute trade-mark use within the meaning of sec- 
tion 29 of the Trade-Mark Act of 1905. Section 29, so far as pertinent, provides: 


. a trade-mark shall be deemed to be “affixed” to an article when it is placed in any 
manner in or upon either the article itself or the receptacle or package or upon the en- 
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velope or other thing in, by, or with which the goods are packed or enclosed or otherwise 
prepared for sale or distribution. 


Prior use as a trade-mark is necessary to permit registration to the junior 
party to an interference proceeding. Quaker Oil Co., Inc. v. Quaker State Oil 
Refining Co., 22 C. C. P. A. 849, 74 F. 2d 553 [25 T.-M. R. 143] ; The Coshocton 
Glove Co. v. Buckeye Glove Co., 24 C. C. P. A. 1338, 90 F. 2d 660 [27 T.-M. R. 
449]. 

While the pamphlets referred to vary in form and content, most of them are 
small booklets containing general information on some subject with a small amount 
of advertising of Brooks Brothers products. For example, Exhibit 1-D is a 
pamphlet entitled “Big Game and Little Game,” containing 32 pages of informa- 
tion on game to be hunted in all parts of the world. Four double “B” symbols 
appear on the front of the cover. Exhibit 1-B is a similar booklet covering winter 
sports; 1-C covering summer sports; 1-E a book of reminders of clothing re- 
quired for driving, golf, hunting, tennis, yachting, and other endeavors ; 3-1 refers 
to polo, 3-J to golf, 3-K to clothing for various purposes. Others are catalogs of 
clothing. As stated, the double “B” symbol appears one or more times on one 
or both of the covers. There is, however, nothing to indicate that it is associated 
with any particular product rather than with the booklet involved or with the 
company’s business generally. In Ex parte Campana Corporation, 51 U.S. P. Q. 
326, 533 O. G. 1056, it was held that leaflets inserted in cartons containing bottles 
and jars in which certain toilet goods were sold constituted a trade-mark use even 
though these leaflets were ‘“‘advertising circulars carrying much descriptive reading 
and pictorial matter arranged in columns.” As stated in that decision, however, 
the mark there involved was prominently displayed and “each column was devoted 
to a separate item, under the heading ‘A “First Nighter” Product.’” Thus the 
mark there involved was not only placed with the containers but directly asso- 
ciated with particular goods and its trade-mark nature was emphasized. The use 
of the double “B” symbol on the pamphlets referred to is not such that in my 


opinion a purchaser would associate it with the products which might be contained 
in any package in which such a booklet may have been inclosed. Whether any 


of the booklets mentioned above would be regarded as having any direct connec- 
tion with certain of the products listed in the application is extremely doubtful. 
Certainly even if the subject matter of a particular booklet happened to relate 
to the specific goods with which it was inclosed, the symbol was not directly asso- 
ciated with the product as in the use of the phrase “A ‘First Nighter’ Product” 
referring to a specific item in Ex parte Campana Corporation, supra. Its nature 
was such that it would be regarded as, in effect, institutional advertising and the 
symbol would be regarded as referring to the company’s business generally rather 
than to any product with which it may have happened to be delivered. The nature 
of the use of these letters in these booklets appears to have been the same as the 
use of the symbol in certain car cards and other advertising material forming part 
of this record where the symbol is used but which obviously were not associated 
with the goods and could not under any circumstances be considered as “affixed” 
thereto. 
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That the inclusion of the trade-mark in the package may constitute a trade- 
mark use cannot be questioned under section 29 of the Trade-Mark Act of 1905, 
but the use must be such that it is obviously intended to associate the trade-mark 
directly with the goods and identify it as a trade-mark use, which is not the case 
in any of the exhibits here considered. 

Exhibit 2 shows certain tape used for wrapping packages which would un- 
doubtedly constitute a trade-mark use. ‘There was, however, no indication what- 
ever as to the date on which this was first used, nor to any period during which 
it was used. Certain other alleged uses of the mark prior to 1923 were referred 
to, but were correctly disregarded by the examiner, since no competent evidence 
of date of use or continuance of use appears. 

In view of the foregoing it must be found on the record presented that Brooks 

srothers has failed to sustain the burden of proof as to use of the pamphlets 
referred to prior to January 12, 1923, and that even if so used during the period 
involved the mark was not used as a trade-mark or in such a manner that it can 
be considered to have been affixed to the goods within the meaning of the Trade- 
Mark Act of 1905. 


The decision of the Examiner of Trade-Mark Interferences is reversed. 


DENNEY v. ELIZABETH ARDEN SALES CORPORATION 
Commissioner of Patents—October 28, 1948 


OpposITIONS—Proor oF UsE—GENERAL 
Applicant’s filing date, in absence of testimony, is earliest date upon which it can rely. 
Opposer’s testimony held to establish priority; and fact that notice of opposition alleged 
date later than that proved by opposer, held immaterial since both the dates alleged and 
proven antedate applicant’s use. 
TrADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 
Samples and labels in evidence held to show that goods of the parties are identical, where 
applicant on appeal contended that the goods differed after admitting in the answer to the 
notice of opposition that the goods possessed the same descriptive properties. 
TRADE-MarKsS—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Porette” held not merely descriptive of face creams, though it may be assumed to have 
some suggestive meaning as applied to such products. 
OPPOSITIONS—RIGHT TO RELIEF—GENERAL 
Opposer, having shown prior use of its mark on similar goods, held not required to 
establish exclusive rights to the mark on which it relies. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Ardena Porine Cream,” the word “cream” being disclaimed, held confusingly similar 
to “Porette,” used on identical goods, under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Frances Denney against Elizabeth Arden Sales Cor- 
poration. Applicant appeals from decision sustaining notice of opposition. Af- 
firmed. 


Mock & Blum, of New York, N. Y., for opposer. 
Howard A. Rosenberg, of New York, N. Y., for applicant. 
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DANIELS, A. C.: 


This is an appeal by applicant from the decision of the Examiner of Trade- 
Mark Interferences sustaining the opposition of opposer to applicant’s application 
to register the notation ‘“Ardena Porine Cream” as a trade-mark for “face and 
body creams,” under the Trade-Mark Act of 1905, the word “Cream” being dis- 
claimed. 

The notice of opposition alleged prior use of the word “Porette’”’ as a trade- 
mark for face creams, and relies upon the confusion in trade clause of section 
5 of the Trade-Mark Act of 1905, as a ground of opposition. Opposer’s mark 
has not been registered and testimony was taken to prove use of this mark prior 
to applicant’s filing date which in the absence of testimony is the earliest date upon 
which applicant can rely. Applicant contends that the testimony is insufficient to 
show actual use of the word “Porette” upon face cream. The testimony is that of 
an accountant who testified to actual knowledge of the sale of the cream and also 
identified records showing continuous sales since 1939. Samples of invoices and 
other papers prior to any date claimed by applicant were produced as was a speci- 
men of opposer’s product hearing the mark as alleged in the notice of opposition. 
Without reviewing this testimony in detail, it clearly establishes continuous use 
since a date prior to any date upon which applicant can rely or which is claimed 
by applicant. The fact that the notice of opposition alleges use since a date later 
than that actually proved does not weaken the clear and uncontradicted oral and 
documentary evidence, and is considered immaterial since both the date alleged 
and the earlier date proven, antedate applicant's use by several years. 

On this appeal applicant further contends that the goods do not possess the 
same descriptive properties, although in the answer to the notice of opposition it 
was admitted that “. . . . its goods and the goods upon which opposer has al- 
leged it uses its alleged trade-mark, are of the same descriptive properties.” It is 
of course true that no analysis of the product was submitted, but a sample of the 
actual product was submitted in evidence without objection as were labels and 
other material, and it is clearly sold as a face cream, and accordingly identical with 
the product for which applicant seeks registration. West Disinfecting Company 
v. Owen (C. C. P. A.), 165 F. 2d 450, 76 U. S. P. Q. 315; The Hygienic Products 
Company v. Huntington Laboratories, Inc., 31 C. C. P. A. 773, 139 F 2d 508 
[34 T.-M. R. 50]. 

The goods being identical, and opposer having established priority of use, the 
only question remaining for determination is that of the similarity of the marks. 
Applicant contends that “Porette” is descriptive, or highly suggestive, as applied 
to facial creams. That there may be some suggestive meaning as applied to these 
products may be assumed, but nothing presented indicates that the mark is merely 
descriptive. This, however, need not be further considered since prior use hav- 
ing been shown, it was not necessary that opposer establish any exclusive rights 
to the mark on which it relies. Vi-Jon Laboratories, Inc. v. Lentheric Incorporated, 
30 C. C. P. A. 916, 133 F. 2d 947 [33 T.-M. R. 211]; Meem-Haskins Coal Cor- 
poration v. Central Fuel Corporation, 30 C. C. P. A. 1285, 137 F. 2d 242 [33 
T.-M. R. 411]. That “Porine” and “Porette” are confusingly similar as applied 
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to identical goods within the meaning of the confusion in trade clause of the Trade- 
Mark Act of 1905, requires no discussion. 

Applicant contends, however, that the use of the word “Ardena” with the 
word “Porine” removes any possibility of confusion. It is further stated, and 
such statement is accepted for purposes of this decision, that “Ardena” is in it- 
self a well recognized trade-mark. The addition of this term to the word “Porine” 
is not, however, sufficient to distinguish between them. Charles of The Ritz, Inc. 
v. Elizabeth Arden Sales Corporation, 34 C. C. P. A. 1029, 161 F. 2d 234 [37 
T.-M. R. 457] ; Celanese Corporation of America v. E. I. du Pont de Nemours & 
Company, 33 C. C. P. A. 857, 154 F. 2d 143 [36 T.-M. R. 130, 133]; C. B. Shane 
Corporation v. Desmond’s, 31 C. C. P. A. 779, 139 F. 2d 502. 

For the foregoing reasons the decision of the Examiner of Trade-Mark Inter- 
ferences is affirmed. 





COLGATE-PALMOLIVE-PEET COMPANY v. HEIM 
Commissioner of Patents—October 28, 1948 


TRADE-MARKS—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Halo” held not descriptive of various soap products, hair waving solutions or cleaning 
and polishing compositions. 
Tranr-M ARKS—CONFUSING SIMILARITY—GENERAL 
Similarity with respect to any one of the elements of sound, appearance or meaning may 
be sufficient to indicate likelihood of confusion. 
Lack of similarity of meaning of the marks held not controlling here; and side by side 
comparison is not the test. 
Derivation of applicant’s mark and applicant’s good faith held immaterial to question of 
likelihood of confusion. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Heloz” held confusingly similar to “Halo,” used on similar goods, under 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Colgate-Palmolive-Peet Company against M. Leo 
Heim. Applicant appeals from decision sustaining notice of opposition. Affirmed. 


Thomas C. Galligan, of Jersey City, N. J., Arthur E. Johnston, of East Orange, 
N. J., and Emery, Holcombe & Blair, of Washington, D. C., for opposer. 
E. I. Freeman, of New York, N. Y., for applicant. 


DantE;s, A. C.: 


This is an appeal by applicant from the decision of the Examiner of Interfer- 
ences sustaining this opposition to an application for registration of the word 
“Heloz” as a trade-mark for “soaps, soap powder, soap cakes, shaving cream, 
cleaning compositions for glass, porcelain, marble, walls, painted surfaces, linoleum, 
carpets, leather, and cloth, such as cotton, wool, silk, rayon, and compositions for 
polishing and waxing metals and leather,” under the Trade-Mark Act of 1905. 

The notice of opposition alleges opposer’s ownership and prior use of the trade- 
mark “Halo” for various soap products, including soap chips, soap flakes and 
toilet soap, shampoo, shampoo preparations, face creams, brilliantine, and hair 
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waving solutions in liquid and powder form, and alleges likelihood of confusion 
between applicant’s mark and that trade-mark as applied to the goods of the 
parties. By a stipulation of facts, on behalf of both parties, opposer’s ownership 
and prior use of the mark above referred to, for the products mentioned, and its 
ownership of three registrations under the Trade-Mark Act of 1905, each cover- 
ing certain of those products, are established. Dates of use established by the 
registrations referred to are prior to any claimed by applicant. 

The Examiner of Interferences has found that the goods of the parties possess 
the same descriptive properties, and that there is such similarity between both the 
goods and the marks that concurrent use thereof would be likely to cause confu- 
sion or mistake in the mind of the public or to deceive purchasers as to their origin. 
On this appeal no question is raised except as to the similarity of the marks. It is 
applicant’s contention that the marks “are sufficiently differentiated to exclude con- 
fusion in trade considered under the aspects of (a) Sound, (b) Appearance, (c) 
Significance.” It is true that the word “Halo” is a well-recognized word in the 
English language, but it clearly is not one which is descriptive of the goods of 
either of the parties. ‘‘Heloz” has no meaning which would be obvious to the 
public, and it may therefore be assumed that applicant is correct in the contention 
that there is no similarity as to meaning. But lack of similarity in meaning is not 
controlling, unless the meaning of the marks involved is so noticeable as to com- 
pletely outweigh any likelihood of confusion from other causes. It is well settled 
that similarity with respect to any one of these elements of sound, appearance or 
meaning may be sufficient to indicate a likelihood of confusion. Cluett, Peabody 
& Co. v. Denver M. Wright, 18 C. C. P. A. 937, 46 F. 2d 711; McKinnon & Co. 
v. HyVis Oils, Inc., 24 C. C. P. A. 1105, 88 F. 2d 699 [27 T.-M. R. 254]. Appli- 
cant contends that normal pronunciation of “Heloz” differentiates completely from 
“Halo,” and by pronouncing it with a long “e” and stressing the “z” suggests that 
there is no possibility of confusion. There are other possible, if not probable, 
pronunciations of the word, and it is considered quite likely that it might be pro- 
nounced much like opposer’s mark. It is well established that trade-marks are 
susceptible to different pronunciations depending on the reaction of particular per- 
sons. Gaby, Inc. v. Irene Blake Cosmetics, Inc. (C. C. P. A.), 166 F. 2d 164, 76 
U. S. P. Q. 603; The American Products Company v. Leonard, 19 C. C. P. A. 
742, 53 F. 2d 894 [21 T.-M. R. 221]. I am therefore unable to agree with appli- 
cant’s contention that the two marks are not similar in sound when pronounced 
correctly, since there is no assurance that the pronunciation used is the correct pro- 
nunciation, or would be accepted or followed by the public. As to appearance, it is 
true that side by side comparison would differentiate, but with this as with sound 
of the marks, a casual purchaser, or one depending on recollection or a recom- 
mendation to use one of the products, might not differentiate between them. Lam- 
bert Pharmacal Co. v. Bolton Chemical Corporation, 219 F. 325; Belding Hemin- 
way Company v. E. P. Reed & Co., 487 O. G. 676, 36 U. S. P. Q. 298; Magitex 
Company, Inc. v. John Hudson Moore, Inc., 33 C. C. P. A. 956, 154 F. 2d 177 
[36 T.-M. R. 153]. The finding of the examiner that applicant has done little 
more than make a substantial appropriation of opposer’s entire mark and added 
thereto the letter “z’’ is considered to be correct. 
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Applicant’s contention that it derived its mark from a combination of certain 
words would be accepted as indicating good faith on applicant’s part if that were 
in issue, but it is not a matter which would be apparent to the purchasing public 
or influence their judgment. Whitehall Pharmacal Company v. Lederle Labora- 
tories, Inc., 591 O. G. 668, 71 U. S. P. Q. 13. I accordingly agree with the con- 
clusion of the Examiner of Trade-Mark Interferences that the marks of the 
parties bear such near resemblance in appearance and sound that their concurrent 
use would be likely to cause confusion or mistake in the mind of the public or to 
deceive purchasers as to their origin. 

The decision of the Examiner of Interferences is affirmed. 





CONSOLIDATED COSMETICS v. NEILSON CHEMICAL COMPANY 


Commissioner of Patents—November 1, 1948 


TRADE-MARKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIFS—PARTICULAR INSTANCES 
Chemical and detergent preparation for cleaning and preparing metal surfaces for paint- 
ing held goods of different descriptive properties from toilet soap, under 1905 Act. 
TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 
In determining whether goods have the same descriptive properties, normal use held 
controlling and the fact that by some unusual application opposer’s goods might, to a limited 
degree, serve the same function as applicant’s held immaterial. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Consolidated Cosmetics against Neilson Chemical 
Company. Opposer appeals from dismissal of notice of opposition. Affirmed. 


McKnight & Comstock, of Chicago, Ill., for opposer. 
Douglas S$. Johnson, of Toronto, Canada, for applicant. 


Dantets, A. C.: 


Opposer appeals from the decision of the Examiner of Interferences dismissing 
its notice of opposition to an application for registration of the word ‘‘Rustaboo” 
under the Trade-Mark Act of 1905, as a trade-mark for a preparation for a 
“chemical and detergent preparation for cleaning and preparing metal surfaces 
for painting.” The notice of opposition alleges priority of use and ownership by 
opposer of “Taboo” and “Tabu” as trade-marks for various toilet articles and 
also alleges likelihood of confusion between applicant’s mark and these marks as 
applied to the goods of the parties. In support of its contention of ownership 
and prior use, opposer has taken testimony and has proven ownership of three 
registrations under the Trade-Mark Act of 1905, which disclose, respectively, 
“Tabu” registered March 10, 1942, and July 3, 1934, for “toilet soap,” and for 
“lipsticks and rouge,” and “Taboo” registered March 9, 1937, for “anti-perspirant, 
lipstick, rouge, face powder, eyelash and eyebrow mascara, creams for the hands 
and face, preparations for skin, hair and finger nails and perfumes.” The regis- 
trations and testimony clearly establish use of these marks for the goods men- 
tioned including toilet soap, since a date prior to any date of use claimed by appli- 
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cant, and substantial public recognition as applied to perfumes and various cos- 
metics is established. 

In the decision of the Examiner of Interferences, and in the briefs presented 
on this appeal, the use of the word “Tabu” on soap, rather than on the other cos- 
metics involved, has been considered as the basis for opposer’s claim of right to 
oppose the application. The examiner has found that opposer’s soap and appli- 
cant’s preparation differ substantially even though they may possess the same de- 
scriptive properties in the broad sense that both are detergents, and has further 
held that these differences between the goods and the marks are cumulative and 
amply sufficient to obviate any reasonable likelihood of confusion in trade or de- 
ception of purchasers. 

The testimony taken on behalf of the parties indicates clearly the nature of 
the products involved. Applicant’s is a chemical and detergent preparation for 
treating metal, particularly to remove rust and otherwise prepare it for painting. 
Opposer’s product, so far as need here be considered, is a toilet soap. From the 
record it appears that normally they are sold through different channels, although 
opposer suggests that some drug stores carry hardware and that to that extent, 
they may be sold in the same establishments. Both parties have produced chemical 
experts to testify as to the nature of the products, and opposer’s expert has testi- 
fied and submitted a report showing that soap is a chemical product, and that toilet 
soap, specifically opposer’s “Tabu” soap, will to some extent clean and even re- 
move rust from metal. Specific experiments were made involving a piece of rusty 
metal pipe cleaned with “Tabu” toilet soap and are referred to and the piece of 
pipe itself has been offered in evidence. 

It was further found by the Examiner of Interferences, that “in order properly 
to prepare rusted metal objects for painting it is necessary to remove or neutralize 
all surface rust, and the applicant’s product includes the necessary chemical agent 
to accomplish this,” while toilet soap would serve “merely as a lubricant for abra- 
sive action, and its use leaves all except loose surface rust undisturbed.” In my 
opinion, it is not necessary to consider the properties of the products in detail. 
That soap is made up of certain chemicals cannot be questioned. It is suggested 
by opposer’s brief that “applicant did not, however, disprove the fact that opposer’s 
goods may be used ‘for cleaning and preparing metal surfaces for painting.’” It 
is not, however, intended for this use and would not normally be used for this pur- 
pose, and the fact that by some unusual application it might serve such function 
to a limited degree cannot be material. The question is not whether any one might 
confuse the products, for obviously they could not, but whether there is any likeli- 
hood of confusion as to source of origin. It may be possible that opposer’s lipstick, 
mascara, or expensive perfume might have such chemical constituents that they 
would remove rust from iron pipes to some extent, but I cannot believe that any- 
one would use them for such purpose, or regard a rust remover as being simi- 
lar to them or emanating from the same source. The same is true for toilet soap. 
In my opinion, toilet soap and applicant’s preparation differ radically in every re- 
spect. 

Opposer cites a long list of cases in which the courts have held soap and clean- 
ing compounds similar to other various products. These have been considered, but 
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the products there involved are not regarded as being as dissimilar as those here 
involved. In my opinion, the goods are so different in their purpose, use, and 
channels of sales that there is not even a remote likelihood that confusion might 
result from the concurrent use of the marks of the parties upon these goods. Coty, 
Inc. v. Joseph Dixon Crucible Company, 26 C. C. P. A. 933, 102 F. 2d 209 [29 
T.-M. R. 227]. 

The decision of the Examiner of Interferences is affirmed. 





CLUETT, PEABODY & CO., INC. v. KAYLON, INCORPORATED 


Commissioner of Patents—November 3, 1948 


TrADE-MarkKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Pajamas and night robes for women held goods of the same descriptive properties as 
collars. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“High Tide” held confusingly similar to “Tide,” used on similar goods, under 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Cluett, Peabody & Co., Inc., against Kaylon, Inc. 
Applicant appeals from decision sustaining notice of opposition. Affirmed. 


Max D. Farmer, of Troy, N. Y., for opposer. 
Pennie, Edmonds, Morton & Barrows, of New York, N. Y., for applicant. 


DaniELs, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustain- 
ing a notice of opposition to an application to register the word “HighTide” under 
the Act of 1905, as a trade-mark for “pajamas and night robes.” The notice of 
opposition relies upon opposer’s ownership and prior use of the word “Tide” as a 
trade-mark for “collars,” alleging likelihood of confusion between these marks 
as applied to these goods in accordance with the confusion in trade clause of 
section 5 of the Act of 1905. By stipulation of facts, opposer’s ownership of 
registration of that mark for “collars,” registered July 16, 1929, has been made 
of record. 

It is applicant’s contention that neither the marks nor the goods are confus- 
ingly similar, and that the cumulative differences between the marks and goods 
are sufficient to avoid any likelihood of confusion. That collars and pajamas and 
night robes are goods of the same descriptive properties can hardly be questioned. 
While applicant correctly contends that there are specific differences between them, 
both are clothing, sold in much the same manner, and must be considered confus- 
ingly similar under the authorities cited by the Examiner of Interferences. Cluett, 
Peabody & Co., Inc. v. P. H. Hanes Knitting Company, 531 O. G. 810, 51 U. S. 
P. Q. 82; Rogers Peet Company v. Strom, Collum & Hoppe, 538 O. G. 755, 53 
U.S. P. Q. 423; Decker & Cohen, Inc. v. Liebovitz & Sons, Inc., 18 C. C. P. A. 
781, 46 F. 2d 179; The B. F. Goodrich Co. v. Hockmeyer, et al., 17 C. C. P. A. 
1068, 40 F. 2d 99 [20 T.-M. R. 205]. On this appeal applicant questions the state- 
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ment contained in the decision of the Examiner of Interferences that each of these 
articles are “manifestly articles of men’s wear such as are commonly sold from 
the same stores to the same class of purchasers.” Applicant now contends that 
while this was not specifically of record, its pajamas and night robes are actually 
for women’s wear. This is not, however, sufficient to distinguish between them, 
and the goods must still be considered to possess the same descriptive properties 
under the authorities cited above. See also Kaylon, Incorporated v. Rosenberg, 
613 O. G. 1101, 78 U. S. P. Q. 208; The Daniels and Fisher Stores Co. v. Padi 
Clothes Company, Incorporated, 480 O. G. 696, 33 U. S. P. Q. 560. 

As to the similarity of the marks, I am unable to distinguish any substantial 
difference between “Tide” and “HighTide.” Applicant’s mark includes opposer's 
in its entirety, and under well settled authority these marks must be considered so 
similar that there is likelihood of confusion when used upon goods of the same 
descriptive properties. While, as already stated, there are specific differences be- 
tween the goods, the marks are so similar that the so-called rule of cumulative dif- 
ferences cannot be considered to change the foregoing conclusion. Riedel & Co., 
Inc. v. Ortho Products, Inc., 594 O. G. 430, 72 U. S. P. Q. 31. 

The decision of the Examiner of Interferences is affirmed. 


ENGLAND v. AMERICAN CHEMICAL PAINT COMPANY 


Commissioner of Patents—November 3, 1948 


OpposiTions—Proor oF UseE—EFFEcT OF REGISTRATION 
In absence of contrary evidence, prior registration and certified copies of assignments of 
registration to applicant, introduced by applicant, held prima facie proof of ownership and 
use since date of application for registration. 
OpposiTIons—Proor or UseE—GENERAL 
Opposer has burden of proof of use prior to date established by applicant’s prima facie 
showing and having elected to establish successorship and use by oral testimony, its proof 
must be clear and definite and any ambiguity or absence of material evidence must be re- 
solved against it. 
Opposer’s clear, convincing and uncontradicted oral testimony held sufficient to establish 
opposer’s successorship and use of mark since 1938. 
Opposer held to have failed to sustain burden of proof of establishing prior use because 
of vague and general nature of testimony as to use prior to 1938. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Robert England against American Chemical Paint 
Company. Applicant appeals from decision sustaining notice of opposition. Re- 
versed. 


Howson & Howson, of Washington, D. C., for opposer. 
Caesar and Rivise, of Philadelphia, Pa., for applicant. 


Danie Ls, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining a notice of opposition to an application to register a trade-mark un- 
der the Trade-Mark Act of 1905. The mark sought to be registered consists of the 
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word “Weedex” for “chemical preparations for exterminating weeds.” The 
notice of opposition is based upon opposer’s claim of ownership and prior use of 
this same mark for “weed killer” and alleges likelihood of confusion within the 
meaning of the confusion in trade clause of section 5 of the Trade-Mark Act of 
1905. Opposer has taken testimony to establish use of this mark since prior to 
any date claimed by applicant. 

Applicant has introduced a prior registration of the word “Weedex,” differing 
from the mark sought to be registered only in the style of letters used, for the same 
product, registered February 9, 1932, on an application filed September 15, 1931, 
and has introduced certified copies of assignments of such registration to applicant. 
In the absence of evidence to the contrary, this constitutes prime facie proof of 
applicant’s ownership of the mark and presumes use since 1931. Rosengart v. 
Ostrex, 30 C. C. P. A. 1046, 136 Fed. (2d) 249; Ely & Walker Dry Goods Co. v. 
Sears, Roebuck Co., 24 C. C. P. A. 1244, 90 Fed. (2d) 257. Opposer, therefore, 
has the burden of establishing its use of the mark since prior to September 15, 1931. 

The present opposer has used the mark only since 1944, but claims that it had 
been used by his predecessors since long prior to 1931. In support of this opposer 
has submitted testimony of three witnesses and certain physical exhibits. The 
testimony of Mr. Herr and Mr. Good establish that this mark was in use as a 
trade-mark for a weed killer in 1938 by a corporation, James Good, Inc., when 
Mr. Herr first became associated with it; that such use was continued from 1938 
until 1942, when the business was transferred to a partnership which did business 
under the trade-name of James Good Co., and of which Mr. Herr was a member ; 
that the business of that partnership, together with the trade-mark and the good 
will were assigned to the present opposer in 1944; and that continuous use of the 
mark has been made by opposer since that date. While this testimony is oral, it 
is clear and convincing and has not been contradicted. Use of the mark since 
1938, and successorship in any rights thereto by present opposer is considered 
established. Applicant questions this succession since 1938, both upon the ground 
of lack of documentary evidence and because a registration of the firm name 
under the Pennsylvania Ficticious Names Act by opposer’s immediate predecessor 
was canceled a short time prior to registration of the trade-name, James Good Co., 
under that Act by the present opposer. Since a continuous operation of the busi- 
ness was shown, this is not considered significant. While the assignments them- 
selves might have been the best evidence, the testimony as to the transfer was clear 
and convincing and was given without objection, and is considered to be sufficient 
proof of England’s successorship to any rights to the mark, which the partnership 
and corporation mentioned may have had. Ex parte Leon Godchaux Clothing 
Company, Ltd., 74 U. S. P. Q. 267, 602 O. G. 684. 

Mr. Herr’s testimony indicates that he became associated with this business in 
July of 1938. He states that the “business was then known as James Good, Inc., 
which was a Delaware Corporation, incorporated in 1921, by Thomas P. Mee- 
han, who died.” No other evidence of incorporation or prior conduct of the busi- 
ness of that corporation appears in the testimony and no evidence of the continuity 
of such business prior to 1938 appears, unless the testimony of the third witness, 
Mr. Genther, should be so considered. Mr. Herr’s testimony as to the status of 
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the corporation in 1938, when he first became associated with it, is adequate. But 
the testimony by him as to the prior conduct of the business is clearly hearsay and 
incompetent. He further introduced copies of records showing use of the mark 
prior to 1938, which it is stated had been kept in regular course of corporate busi- 
ness. Admittedly, however, he had no knowledge of any of the sales referred to 
nor of the maintenance of the records prior to his association with the company 
in 1938, and there is nothing in the records themselves which shows even by what 
company they were kept. (Opposer’s Exhibit A.) 

The only witness who testified as to any period prior to 1938 was opposer's 
witness Genther. This witness testified that he was “associated” with James 
Good Co. (record, p. 34), the present opposer. He stated that he had been “as- 
sociated with that business” for twenty-five years (record, p. 34), and identified 
certain copyrighted material which contained the word ‘“‘Weedex’” which was 
entered on the register of copyrights by James Good, Inc., of Philadelphia in 1927. 
He further testified that he knew of use of the word “Weedex” beginning at or 
before the date of that circular, and that he personally saw labels which contained 
the mark applied to cans, and on occasions affixed them himself. He stated that 
“Weedex” was sold every year since he could recall (record, p. 36). He does 
not, however, even refer to James Good, Inc., the only company named in his 
testimony being the present opposer, James Good Co. He does not identify the 
records as to use of the mark or even refer to them and his testimony contains no 
statements as to whether or how such records were kept nor whether they were 
kept in regular course of business. 

While his testimony is of a very general nature, it is apparent that someone 
made use of ““Weedex” bgeinning at least in 1927 and it was used to some unidenti- 
fied extent from that date until 1938. Whether or not such use was made by 
predecessors in interest of the present opposer and whether or not there may have 
been other changes in the ownership of the business or as to corporate organization 
or otherwise, does not appear. Mr. Genther mentions neither the predecessor 
partnership, nor corporation and neither his testimony nor anything in the record 
precludes the possibility of transfers, assignments, changes in business, or the 
possibility that others may have acquired an interest in the mark or in the good 
will connected therewith. In the absence of proof of the incorporation of James 
Good, Inc., and its continued corporate existence prior to 1938 or of any state- 
ment by Genther that he worked continuously for those concerns, there appears 
to be an unexplained absence of proof of continuous use by anyone from whom 
opposer might claim title. As stated by the Court of Customs and Patent Appeals 
in Breese v. Tampax Sales Corporation, 26 C. C. P. A. 994, 102 Fed. (2d) 808, 
“this holding may seem technical . . . .,” but as was indicated in that decision, 
“mere surmise cannot take the place of proof.” That opposer had the burden 
of proof is not and cannot be questioned. Brewster Ideal Chocolate Co. v. Dairy 
Maid Confectionery Co., 20 C. C. P. A. 848, 62 Fed. (2d) 844; B. R. Baker Com- 
pany v. Lebow Brothers, 32 C. C. P. A. 1206, 150 Fed. (2d) 580. Under these 
conditions opposer having elected to establish its successorship and use by oral 
testimony its proof must be clear and definite and any ambiguity or absence of 
material evidence must be resolved against it. B. R. Baker Company v. Lebow 
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Brothers, supra. Since the only testimony to use prior to 1938 is that of Genther 
and this testimony, because of its vague and general nature fails to indicate that the 
mark was continuously used by a predecessor of opposer it must be found that 
opposer has failed to sustain the burden of proof of establishing prior use upon 
which it can rely. 

The decision of the examiner of trade-mark interferences is reversed on the 
ground of failure of proof by opposer. 


TUNGSTEN REPAIR PARTS, INC. v. SURELINE MANUFACTURING 
CO. 


Commissioner of Patents—November 12, 1948 


OpposITIONS—RIGHT TO REGISTRATION—GENERAL 
Question involved in opposition proceedings is limited to applicant’s right to register 
the mark shown in its application. 
Differences in packaging cannot affect the right to registration. 
Any registration which might issue would not be limited as to method of sale or persons 
to whom products might be sold. 
OpposITIONS—EvIDENCE—GENERAL 
Applicant held to have failed to establish that under modern conditions car owners take 
them to garage for repairs and seldom ask for particular parts. 
It is a matter of common knowledge that repair parts are sold not only by service stations 
but also by many other retail outlets. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
In determining question of confusing similarity, the marks must be considered in their 
entirety. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Sureline” held confusingly similar to “Sparkline,” used on similar goods, under 1905 
Act. 
Fact that opposer’s mark contains certain pictorial features, held not to detract from 
likelihood of confusion. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Tungsten Repair Parts, Inc., against Sureline Manu- 
facturing Co. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 


Kenyon & Kenyon, of New York, N. Y., for opposer. 
Spencer, Marzall, Johnston & Cook, of Chicago, Ill., for applicant. 


DanieELs, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining an opposition to an application to register a mark comprising 
the word “Sureline” as a trade-mark for “automobile repair and replacement 
parts, particularly for automobile ignitions, namely, contacts and contact points, 
brushes, bushings, light and horn relays, distributor caps and rotors, condensers, 
cut-outs, voltage regulators, starter switches, dimmer switches and relays, starter 
drive springs and parts and coils,” under the Trade-Mark Act of 1905. 
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The notice of opposition relies upon opposer’s ownership and prior use of the 
trade-mark “Sparkline” for “ignition repair parts, consisting of coils, caps, con- 
densers, contacts and brushes,” and alleges likelihood of confusion within the 
meaning of section 5 of the Trade-Mark Act of 1905 from the contemporaneous 
use of applicant’s mark and that mark upon the goods stated above. Opposer 
has established ownership of a registration of the word “Sparkline,” registra- 
tion No. 324,758, registered May 28, 1935, under the Trade-Mark Act of 1905, 
for the goods listed above. As registered, the mark is shown in “jagged” letters, 
and the registration includes certain pictorial matter in addition to the word. 

On this appeal there is no question as to the identity of the goods and no ques- 
tion is raised as to opposer’s showing of priority of use of its mark upon its 
goods. Applicant contends, however, that there is no likelihood of confusion be- 
tween these marks as applied to the goods of the parties, and has taken testimony 
as to its actual methods of sale of its goods in support of this contention. 

Applicant emphasizes the fact that in actual use the marks of the parties are 
applied to packages, and that the package of the respective parties are entirely 
different in color, type of printing and general appearance. The record clearly 
discloses that there is no similarity between these packages. The question involved 
in this proceeding is, however, limited to applicant’s right to register the mark 
shown in its application. While applicant has used this mark for a considerable 
period of time on a particular style of packages any registration which might issue 
upon its application would not be limited to use upon such packages, and the pack- 
ages used could be changed by either party at any time. Ambrosia Chocolate Co. 
v. Myron Foster, 603 O. G. 545, 74 U. S. P. Q. 307. Under well settled authority 
(General Foods Corporation v. Casein Company of America, Inc., 27 C. C. P. A. 
797, 108 F. 2d 261 [30 T.-M. R. 48] ; Barton Mfg. Co. v. Hercules Powder Co., 
24 C. C. P. A. 982, 88 F. 2d 708 [27 T.-M. R. 220] ; Sharp & Dohme, Incorporated 
v. Abbott Laboratories, 571 O. G. 519, 64 U. S. P. Q. 247), the differences in 
packaging cannot affect the right to registration. 

It is also contended that the goods to which the trade-marks are applied are not 
sold to the general public, but to dealers and distributors who in turn sell to gar- 
ages and service stations and the like, and because these are trained technical men, 
there is no likelihood of confusion. While the record establishes that applicant 
sells only to the type of purchasers mentioned, the owners of the cars in which 
these products are installed as replacement parts are the ultimate customers and 
may or may not be technically trained. While it is suggested that under modern 
conditions car owners having trouble with their cars take them to a garage for a 
check-up and “seldom or never ask for a particular part,” this is not considered to 
be established on this record, and it is a matter of common knowledge that repair 
parts are sold not only by service stations, but by supply stores and many other 
retail outlets. While applicant in selling its goods furnishes labels and displays 
which may be primarily for use of the mechanic, there is nothing to indicate that its 
specific goods or goods of this type, do not come to the attention of the general 
purchasing public, and in any event, any registration which might issue upon the 
application here involved would not be limited as to method of sale, or to persons 
to whom these products might be sold. Nor is opposer so limited. Either party 
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may change its marketing methods at any time. Celanese Corporation of America 
v. E. I. du Pont de Nemours & Company, 33 C. C. P. A. 857, 154 F. 2d 143 [36 
T.-M. R. 130, 133] ; Primrose House, Inc. v. The Randolph Drug Co., 595 O. G. 
478,72 U.S. P. Q. 173. 

Further, in support of its general contention that the marks are not confusingly 
similar within the meaning of the Act, applicant contends that the suffix “line” 
appearing in both marks is one in common use as indicating a group of products 
emanating from the same manufacturer, and as such is generic and would have 
little or no trade-mark significance. The Examiner of Interferences has found 
that the term “line” is descriptive of a series of related products, and that opposer 
is not entitled to exclusive use thereof. It is, however, well settled that the marks 
must be considered in their entirety, and that descriptive or disclaimed material 
may not be entirely disregarded. Considering these marks as a whole, I agree with 
the conclusion of the Examiner of Interferences that their similarities are such 
that their concurrent use upon substantially identical goods as here involved would 
be likely to cause confusion in trade or deception of purchasers. Pepsodent Co. v. 
Comfort Manufacturing Co., 23 C. C. P. A. 1224, 83 F. 2d 906 [26 T.-M. R. 481] ; 
Van Pelt & Brown, Inc. v. John Wyeth & Brothers, Inc. (C. C. P. A.), 161 F. 2d 
244, 73 U. S. P. Q. 408; Skelly Oil Co. v. Powerine Co., 24 C. C. P. A. 790, 86 
F, 2d 752 [27 T.-M. R. 78]. 

Nor would the fact that opposer’s mark contains certain pictorial features in 
addition to the word detract from such likelihood of confusion. W. B. Rodden- 
bery Co. v. Kalich, 34 C. C. P. A. 745, 158 F. 2d 289 [37 T.-M. R. 73]; Jacob 
Englander v. Continental Distilling Corporation, 25 C. C. P. A. 1022, 95 F. 2d 
320 [28 T.-M. R. 265]. 

The decision of the Examiner of Interferences is affirmed. 





McKESSON & ROBBINS, INC. v. ARCHER-TAYLOR DRUG CO. 


Commissioner of Patents—November 12, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
In determining question of confusing similarity, the marks must be considered in their 
entireties ; fact that both include a commonly used suffix heid not to detract from such con- 
fusing similarity. 
So-called doctrine of cumulative dissimilarities held inapplicable where there is no doubt 
as to similarity of either the marks or the goods. 
TrapE-M ArKs—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Greaseless base ointments for the treatment of minor skin ailments held goods of the 
same descriptive properties as ointments for use on inflammation. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Lavatum” held confusingly similar to “Albatum,” used on similar goods, under 1905 
Act. 


Appeal from Examiner of Interferences. : 

Trade-mark opposition by McKesson & Robbins, Incorporated, against Archer- 
Taylor Drug Co. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 
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Samuel Herrick, of Washington, D. C., for opposer. 
John B. Hosty, of Chicago, Ill., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the notice of opposition to an application for registration of a 
trade-mark under the Trade-Mark Act of 1905. The mark which applicant seeks 
to register comprises the word “Lavatum” for “greaseless base ointments for the 
treatment of minor skin ailments, such as zinc oxide, neo-calmazin, ammoniated 
mercury, sulfathiazole, salicylic benzoic mercury, and tar,” in class 6, chemicals, 
medicines and pharmaceutical preparations. Opposer relies upon ownership and 
prior use of several marks and the registrations thereof, and alleges likelihood of 
confusion between applicant’s mark and those of its registrations, for goods of 
the same descriptive properties as those of applicant. Of the registrations relied 
upon, the one considered most pertinent is registration of trade-mark “Albatum,” 
for “ointment for use on inflammation,” registration No. 245,571, registered Au- 
gust 14, 1928, under the Trade-Mark Act of 1905. Ownership of such registra- 
tion has been established and the only questions presented for determination on 
this appeal are whether or not the marks are confusingly similar within the mean- 
ing of the Trade-Mark Act of 1905, and whether or not the use of the marks upon 
the goods of the parties will be likely to cause confusion. In support of its con- 
tention that the marks are not confusingly similar, applicant contends that “um” 
is the common suffix for chemical, medical and pharmaceutical preparations, and 
as such is lacking in distinctiveness. This is apparently intended to indicate that 
the marks considered as a whole are not confusingly similar. In support of the 
contention that there is a common use of “um” applicant refers to a large number 
of products mentioned in the United States Pharmacopoeia, the last two letters 
which consist of “um.” Accepting the existence of these products, none of them 
appear similar to opposer’s mark or that of applicant, and if the marks are found 
to be confusingly similar when considered in their entireties, the fact that both 
include a commonly used suffix will not detract from such similarity. Nor can 
descriptive or disclaimed matter be entirely ignored in determining the question 
of similarity. 

As to the similarity of the goods, both are medicated ointments and must be 
considered to possess the same descriptive properties. West Disinfecting Com- 
pany v. Cliff C. Owen (C. C. P. A.), 165 F. 2d 450, 76 U. S. P. Q. 315; McKes- 
son & Robbins, Incorporated v. First Texas Chemical Manufacturing Co., 34 
C. C. P. A. 877, 159 F. 2d 770. As to the similarity of the marks, the examiner 
has found, and I believe correctly, that “Albatum” as well as some of opposer's 
other marks and applicant’s mark “Lavatum” bear such near resemblance in both 
sound and appearance as to be likely to cause confusion in trade or deception of 
purchasers when applied concurrently to the products here involved. 

Applicant further contends that the marks differ to such an extent that when 
taken in connection with the specific differences between the goods, there is no 
likelihood of confusion. Such a contention would require that there be doubt as 
to the similarity with respect to one or the other of these elements. In this case 
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the goods appear to me identical for all questions with relation to registration and 
the marks so similar that the so-called doctrine of cumulative dissimilarities cannot 


apply. 
The decision of the Examiner of Trade-Mark Interferences is affirmed. 





BROWN SHOE COMPANY, INC. v. SONS SHOE COMPANY 


Commissioner of Patents—November 16, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Prior decisions as to similarity of marks held of value only in determining the general 
rule and slight difference in facts is sufficient to distinguish prior cases. 
In determining the question of likelihood of confusion, marks must be viewed as a whole. 
Similarity as to meaning, appearance or sound may be sufficient to indicate likelihood 
of confusion. 
TRADE-MARKS—Marxks Nor CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Tantalizers” held not confusingly similar to “Naturalizers,” used on the same goods, 
under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Brown Shoe Company, Inc., against Sons Shoe 
Company. Applicant appeals from decision sustaining notice of opposition. Re- 
versed. 


Carr & Carr & Gravely, of St. Louis, Mo., for opposer. 
Pennie, Edmonds, Morton & Barrows, of New York, for applicant. 


DanieELs, A. C.: 


This is an appeal from the decision of the examiner of interferences sustain- 
ing the notice of opposition to an application to register the word ““Tantalizers” as 
a trade-mark for ladies’ and misses’ shoes made of leather, fabric or compositions 
or combinations thereof,” under the Trade-Mark Act of 1905. 

The opposition is based upon opposer’s ownership and prior use of the trade- 
mark “Naturalizers” for “shoes made of leather, cloth, canvas, or combinations 
thereof,” registered December 13, 1927 (renewed), No. 236,545, under the Trade- 
Mark Act of 1905. Opposer has taken testimony establishing its ownership and 
use of that mark and has established not only ownership of the mark but wide use, 
advertising, and public recognition thereof. It is conceded that the “goods being 
the same, and opposer’s priority in the use of its registered mark undisputed, the 
sole question at issue is whether the marks are confusingly similar.” In sustain- 
ing the notice of opposition on the ground of likelihood of confusion under the 
confusion in trade clause of the Trade-Mark Act of 1905, the examiner of inter- 
ferences referred to the decision of the Court of Customs and Patent Appeals in 
The Simoniz Co. v. Permanizing Stations of America, 18 C. C. P. A. 1374, 49 
Fed. (2) 846, and apparently regarded that case as controlling. On this appeal 
applicant attempts to distinguish that case on the ground that the facts presented 
here are entirely different from those presented in that case, since there was ap- 
parently some evidence of actual confusion, and of attempts to capitalize upon the 
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known popularity and recognition of the mark of the opposer in that case. It is 
also pointed out that the marks ther einvolved were coined words (‘‘Simoniz” and 
“Permanize”) rather than words in common usage. Without necessarily accept- 
ing these distinctions, I do not regard this case as controlling, but rather as one 
precedent to be considered in determining whether or not the marks here involved 
are confusingly similar. See also The Simoniz Co. v. The R. M. Hollingshead Co., 
20 U. S. P. Q. 327, 24 T.-M. R. 258. As has been repeatedly stated, prior de- 
cisions as to similarity of marks are of value only in determining the general rule, 
and a slight difference in facts is sufficient to distinguish from prior cases. (Lever 
Brothers Co. v. The Sitroux Company, Inc., 27 C. C. P. A. 858, 109 Fed. (2d) 
445 ; Celanese Corporation of America v. E. I. du Pont de Nemours & Company, 
33 C. C. P. A. 948, 154 Fed. (2d) 146. 

It is applicant’s contention that the only similarity in these marks is in their 
suffix, which it is stated is one common to many ordinary words in the Engish 
language. As to this the examiner found: 


. . . . but in any event, irrespective of the opposer’s right to the exclusive use of this 
suffix, the applicant’s right to the use thereof here depends on whether or not its mark 
and that of the opposer differ sufficiently when viewed as a whole, to obviate any likeli- 
hood of confusion. 


Considering their similarity on this basis, it is agreed that there are three types 
of similarity: meaning, appearance, and sound. That similarity as to any one of 
these ponts may be sufficient to indicate likelihood of confusion cannot be ques- 
tioned. Cluett, Peabody & Co. v. Wright, 18 C. C. P. A. 937, 46 Fed. (2d) 711. 
Considering these words as a whole, there may be some slight similarity in appear- 
ance and sound to the extent that “alizers” appears in both. There is, however, 
no possible similarity in meaning or connotation. Johnson, Stephens and Shinkle 
Shoe Company v. Scholnick Shoe Corp., 599 O. G. 546, 73 U. S. P. Q. 297. While 
arbitrary as applied to the products here involved, each of the words constituting 
the marks of the parties has a well-recognized English meaning, which should be 
apparent to anyone and which have nothing in common. This distinct difference 
in meaning appears sufficient to outweigh any possible resemblance in sound or 
appearance when the marks are considered as a whole. In O. & W. Thumb Co. 
v. Dickinson, 245 Fed. 609, cited by opposer, the court said: 


The larger features of resemblance instead of the subordinate points of difference, 
must control. As this court said in DeVoe Snuff Co. v. Wolff, 206 Fed. 420, 423, 124 
C. C. A. 302, 305, speaking by Judge Knappen; “. . . . It is not necessary to constitute 
infringement, that every element of a trade-mark be appropriated, nor that the trade- 
mark be completely copied. A proper test is whether, taking into account the resem- 
blance and differences, the former are so marked that the ordinary purchaser is likely 
to be deceived thereby.” 5 


It is my opinion that the opposite result must be reached in this case. Rather 
than “larger features of resemblance” and “subordinate points of difference,” the 
difference in meaning appears self-evident while any possibility of resemblance 
from sound or appearance is remote. Therefore “taking into account the resem- 
blances and differences,” it is my opinion that the differences are so marked that 
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there is no likelihood that the ordinary purchaser might be confused or deceived 
thereby. 

The parties have cited numerous cases which have been considered, but when 
the marks are considered in their entireties, there appears to be no likelihood of 
confusion from their contemporaneous use upon the same products which would 
justify sustaining the notice of opposition. 

The decision of the Examiner of Trade-Mark Interferences is reversed. 


EX PARTE JOHN F. JELKE COMPANY (3 caszgs) 
Commissioner of Patents—October 1, 1948 


TRADE-MArRKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Oleomargarine held goods of the same descriptive properties as shortening for pastry 
(case 1), as wheat flour (cases 2 and 3), and as various groceries including flavoring ex- 
tracts, catsup, jam, jells, pickles, olives, etc. (case 3). 
TRADE-M ARKS—REGISTRABILITY—GENERAL 
Fact that mark was previously registered to applicant and registration was inadvertently 
permitted to expire, held immaterial where marks are confusingly similar and goods are of 
the same descriptive properties, because of specific statutory prohibition in section 5 of 1905 
Act (cases 2 and 3). 


Appeals from Examiner of Trade-Marks. 
Applications for registration of three trade-marks by John F. Jelke Company. 
Applicant appeals from refusals of registration. Affirmed in each case. 


Clarence J. Loftus, of Chicago, Ill., and John M. Mason, of Washington, D. C., 
for applicant. 


DanieELs, A. C.: 


(Case 1.) Applicant appeals from the final refusal of its application to register 
the word “Bako” as a trade-mark for “‘oleomargarine” under the Act of 1905. 
Registration has been refused in view of certain prior registrations of which only 
registration No. 51,010 need now be considered. This registration discloses the 
trade-mark “Ba-ko” registered April 3, 1906 (renewed), for “shortening for 
pastry.” 

The marks being identical, the only question for consideration is whether or 
not the goods are similar within the meaning of section 5 of the Trade-Mark Act 
of 1905. Applicant’s labels refer to its product as “the flavorful pure vegetable 
shortening” and the descriptive matter appearing thereon also refers to it as “short- 
ening.” That the goods have the same descriptive properties cannot be questioned. 

With respect to the fact that this mark was registered by applicant and that that 
registration was inadvertently permitted to expire, the comments contained in a de- 
cision rendered concurrently herewith with regard to application Serial No. 486,782 
apply. 

The decision of the Examiner of Trade-Marks is affirmed. 


(Case 2.) Applicant appeals from the final refusal of its application to register 
the word “Spotless” as a trade-mark for “oleomargarine” under the Act of 1905. 
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Registration was refused in view of prior registration No. 97,046, registered May 
19, 1914, and renewed, which discloses the word “Spotless” together with certain 
design features as a trade-mark for wheat flour. Applicant urges that oleomar- 
garine and wheat flour are clearly distinct products. That they possess the same 
descriptive properties is not open for argument not only in view of the decisions 
cited by the Examiner of Trade-Marks (Cheek-Neal Coffee Co. v. Hal Dick Manu- 
facturing Co., 17 C. C. P. A. 1103, 40 F. 2d 106 [20 T.-M. R. 274]; Ex parte 
Standard Brands, Inc., 21 U. S. P. Q. 288), but particularly in view of the more 
recent decision of the Court of Customs and Patent Appeals in W. B. Roddenbery 
Co. v. Kalich, 34 C. C. P. A. 745, 158 F. 2d 1289 [37 T.-M. R. 73]. 

It is brought out that applicant’s mark was heretofore registered and that such 
registration was inadvertently permitted to expire. The fact of such prior regis- 
tration is entitled to consideration, but where, as here, the marks in their essential 
features are the same and the goods are clearly of the same descriptive properties, 
it cannot entitle applicant to registration in view of the specific provisions of sec- 
tion 5 of the Trade-Mark Act of 1905. 

The mark has also been refused on the ground that it is descriptive. In view 
of the foregoing, this need not be considered. 

The decision of the Examiner of Trade-Marks is affirmed. 


(Case 3.) Applicant appeals from the final refusal of its application to register 
the word “Tryme” as a trade-mark for “oleomargarine” under the Act of 1905. 
The refusal is based upon the existence of three prior registrations : 


No. 105,963, mark “Try Me,” for self rising wheat flour. 

No. 101,969, mark “Try Me,” for catsup, jells, jams, apple butter, syrup for table use, 
mustard, pickles, pickle relish, and olives. 

No. 217,117, mark “Tryme,” for food flavoring extracts. (Renewed.) 


The comments contained in my decision with respect to application Serial No. 
486,782 rendered concurrently herewith apply to this case and need not be repeated. 
The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE KIMBERLY-CLARK CORPORATION 


Commissioner of Patents—November 12, 1948 


TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“A Product of Kimberly Clark Research,” printed on background design, with detailed 
disclaimer, held not a good common law trade-mark. 
TRADE-M ARKS—REGISTRABILITY—GENERAL 
“Kimberly” and “Clark,” concededly surnames, held unregistrable under 1905 Act be- 
cause not distinctively displayed. . 
So called “final proviso” of section 5 of 1905 Act held inapplicable because registration 
of applicant’s mark is prohibited by “second proviso” of section 5. 
TRADE-M ARKS—REGISTRABILITY—EFFECT OF DISCLAIMER 
Disclaimer cannot be used to obtain registration of mark dominated by or containing 
only unregistrable matter. 
Combining unregistrable words and then disclaiming them separately, held to add noth- 
ing to their registrability as individual words or any grouping thereof. 
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TrADE-MaARK Act oF 1946—REGISTRABILITY—PARTICULAR INSTANCES 


No question as to registrability of applicant’s mark under 1946 Act has been presented 
or considered. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Kimberly-Clark Corporation. 
Applicant appeals from refusal of registration. Affirmed. 


Soans, Pond & Anderson, of Chicago, Ill., for applicant. 
DANIELS, A. C.: 


This is an appeal from the refusal of the Examiner of Trade-Marks to register 
to applicant under the Trade-Mark Act of February 20, 1905, a mark comprising 
the words “A Product of Kimberly Clark Research,” printed on a background de- 
sign. Applicant has filed a disclaimer reading as follows: 


Without waiver of common law rights, or rights under other statutes, Applicant 
disclaims exclusive use, apart from the trade-mark herein shown, of the words “A Prod- 
uct of,” or the word “Research,” or the separate use of the surname “Kimberly,” or the 
separate use of the surname “Clark.” 


Registration was refused on the ground that “Kimberly” and “Clark” as pre- 
sented are primarily surnames not distinctively displayed, and that these words 
dominate the mark, which is accordingly dominated by nonregistrable material 
and unregistrable under the Act of 1905. 

On this appeal there is apparently no contention that the mark is distinctively 
displayed, nor that the background or scroll need be considered. Applicant’s brief 
includes a thorough analysis of the law as applied to these facts, and divides its 
reasons for appeal into seven numbered paragraphs. The grounds of appeal set 
out in paragraph 5 of these reasons appear substantially to summarize the first 
four and read as follows: 


5. Applicant’s mark 

a) Is a good common law mark; 

b) Is not prohibited by the second proviso of Section 5 except insofar as it is the name 
of a corporation; 

c) Qualifies under the final proviso of Section 5, because it is the name of applicant 
only, and of no other person or concern. 


Both “Kimberly” and “Clark” are concededly surnames not distinctively dis- 
played. As such I cannot agree with applicant that the mark is a good common 
law mark and believe that its registration is prohibited by the second proviso of 
section 5 prohibiting the registration of a mark “which consists merely in the name 
of an individual, firm, corporation, or association not written, printed, . . . . in 
some particular or distinctive manner; . . . .” In this respect the applicant’s mark 
appears to come squarely within the terms of the decision of the First Assistant 
Commissioner in Ex parte Bendix Aviation Corporation, 603 O. G. 546, 74 U. S. 
P. Q. 309, 310. As stated in that decision: 


Applicant asserts that “when displayed in this manner the two surnames lose their 


identity as surnames.” I am unable to agree. Their individual significance remains 
precisely the same as before. Each being separately nonregistrable, the two remain so 
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when combined. In re Midy Laboratories, Inc., 26 C. C. P. A. 1294, 104 F. 2d 617 
[29 T.-M. R. 392]; In re Meyer Brothers Coffee & Spice Co., 32 App. D. C. 277, 1909 
c. 2. dee. 


Applicant contends that there are earlier cases in conflict with the foregoing 
decision, referring to Ex parte Pennsylvania-Dixie Cement Corporation, 2 U. S. 
P. Q. 146, and Ex parte Crew-Levick Co., 123 Ms. D. 4 [7 T.-M. R. 397]. It is 
contended that these cases were not called to the attention of the First Assistant 
Commissioner and were apparently overlooked in the decision of Ex parte Bendix 
Aviation Corporation, supra. Whether or not these earlier decisions were called 
to the attention of the First Assistant Commissioner, I see no reason to believe 
that they would have changed the result. In Ex parte Crew-Levick Co., supra, the 
decision was apparently based upon the distinctive display of the names involved 
and their combination with other features. In Ex parte Pennsylvania-Dixie 
Cement Corporation, supra, it was apparently considered that the names there 
involved as used together resulted in a combination which overcame the individual 
deficiencies of the separate words. As stated in the decision [19 T.-M. R. 351]: 

The distinction between marks in which the unregistrable words when combined 
produce a mark having the unregistrable characteristics of the words separately con- 
sidered, and those in which the combination of unregistrable words produce a mark de- 
void of the unregistrable characteristics of the words, separately considered, was clearly 
defined by the Supreme Court in Hamilton-Brown Shoe Co. v. Wolf Brothers & Co. 

(340 U. S. 251), in which the words “The American Girl” adopted and employed in 

connection with shoes were held to be neither geographical nor a descriptive term; ... . 


In In re Midy Laboratories, Inc., supra, the court said [29 T.-M. R. 395]: 


Obviously, the granting of applicant’s application in this case would result in regis- 
tering, when combined, words nonregistrable separately. The combination of the words 
in no way changes their significance in any trade-mark sense. Each continues to have 
the same meaning that it would have as a separate word. 


In this case as in Ex parte Bendix Aviation, supra, the combination of the two 
names involved appears to give them no changed or different meaning, and their 
individual significance remains the same. I accordingly believe that the marks here 
involved more nearly resemble those involved in Ex parte Bendix Aviation, supra, 
than those in the earlier cases mentioned by applicant and to the extent that there 
may be any inconsistency the later case would in any event be followed. 

Nor does the so-called “final proviso” of section 5 cure this deficiency. If the 
mark were otherwise registrable, this proviso would permit registration even though 
the words form part of applicant’s corporate name, and this appears to be the only 
significance of Ex parte Nisely Shoe Company, 19 C. C. P. A. 1211, 58 F. 2d 426 
[22 T.-M. R. 265], relied upon by applicant. Since, however, the registration is 
prohibited by the “second proviso” of section 5, this need not be further consid- 
ered. ‘ 

Applicant further contends that its carefully phrased disclaimer removes any 
objection to the registration of the mark as presented. In this connection it is 
pointed out that “Kimberly” and “Clark” are disclaimed only when taken indi- 
vidually, and are not disclaimed, “in their combined and constantly associated 
form.” Even though these words are disclaimed only with respect to separate 
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use, the disclaimer appears to be one of each word forming part of the mark. 
While liberal use of disclaimers is permitted for composite marks under the princi- 
ple set out in Beckwith v. Commissioner of Patents, 252 U. S. 538, 1920 C. D. 
471, it cannot be used to obtain registration of a mark dominated by or containing 
only unregistrable material. The words comprising applicant’s mark are not so 
closely associated or so combined with design or other material that they form any 
integral combination. To combine them and then disclaim them adds nothing to 
the registrability of an individual word, or of any grouping of the words set out. 
As pointed out in Beckwith v. Commissioner of Patents, supra, there was in that 
case: 
No question . . . . that the design of the trade-mark is so simple as to be a mere 


device or contrivance to evade the law and secure the registration of nonregistrable 
en 


It has been repeatedly held that a mark cannot be registered which comprises 
words all of which are disclaimed. In Jn re Midy Laboratories, supra, it was said 


[29 T.-M. R. 394]: 


Since that decision (the Beckwith case, supra) the Patent Office and the courts have 
recognized the right of registration in proper cases where parts of a proposed mark 
have been disclaimed, but we have not been cited to any case in which the right of regis- 
tration has been upheld by any court where the issue involved a mark disclaimed in its 
entirety. 


See also Andrew J. McPartland v. Montgomery Ward & Co. (C. C. P. A.), 164 
F. 2d 603, 76 U. S. P. Q. 97; Ex parte Commercial Solvents, 71 U.S. P. Q. 106, 
592 O. G. 425; Phillips Packing Co. v. Phillips, 589 O. G. 503, 70 U. S. P. Q. 244. 
The fact that “Kimberly” and “Clark” are disclaimed separately cannot change this 
situation, since, as already noted, they are not considered to be registrable taken 
either individually or together. 

Certainly of applicant’s numbered grounds of appeal may not have been specifi- 
cally referred to but have been considered and are believed to be covered by the 
foregoing comments. Applicant contends that any doubt should be resolved in its 
favor. In view of the authorities above cited as well as the language of the Act 
itself, there appears to me to be no doubt but that for the reasons stated the mark 
presented is not registrable under the Trade-Mark Act of 1905. It should be 
noted, however, that no question of registrability under the Trade-Mark Act of 
1946 has been presented by applicant, nor considered. 

The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE CRUCIBLE STEEL COMPANY OF AMERICA 


Commissioner of Patents—November 1, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Nu-Die,” the word “die” being disclaimed, held confusingly similar to “Uni-Die,” the 
word “die” being disclaimed, used on similar goods, under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
If doubt as to confusing similarity existed, method of sale and discriminating character 
of purchasers could be considered and differences in meaning also might be considered. 
Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Crucible Steel Company of 
America. Applicant appeals from refusal of registration. Affirmed. 


Ward, Crosby & Neal, of New York, N. Y., for applicant. 


DANIELS, A. C.: 


This is an appeal from the refusal of the Examiner of Trade-Marks to register 
the word “Nu-Die” as a trade-mark for “steel rods, bars, plates, billets, slabs, 
blocks and forgings,” under the Trade-Mark Act of 1905. The word “die” is 
disclaimed. 

The refusal to register is based upon a prior registration of the word “Uni- 
Die” (the word “die” being disclaimed), as a trade-mark for “tool steel.” During 
the prosecution of the application before the Examiner of Trade-Marks registra- 
tion was also refused on the ground that the mark was merely descriptive of the 
goods. While this ground of refusal does not appear to have been formally with- 
drawn, the final refusal to register was based only on the prior registration, and 
it is apparent that the refusal is solely on this ground. 

Applicant contends that the marks have wholly unrelated connotations, and 
differ fundamentally as to spelling and sound. Considered as a whole, they ap- 
pear to me so similar in appearance as to give rise to likelihood of confusion when 
used as here upon the same goods. While the prefixes “nu” and “uni” would 
differ to some extent if they were to be considered alone, the disclaimed portions 
of the marks cannot be wholly ignored, and even considering the prefixes by them- 
selves, the marks appear sufficiently similar to sustain the examiner’s decision in 
refusing registration. Carboloy Company, Inc. v. General Aircraft Equipment, 
Inc., 600 O. G. 674, 73 U. S. P. Q. 447. 

Applicant contends that in view of the method of sale and discriminating char- 
acter of purchasers, there is no actual danger of confusion. If doubt existed, this 
could of course be considered but the same consideration appears to have existed 
in Carboloy Company, Inc. v. General Aircraft Equipment, Inc., supra, and the 
marks appear so similar that the fact they are sold to discriminating purchasers 
cannot remove the likelihood of confusion. , 

Applicant also places much emphasis on the differences in meaning. If simi- 
larity of appearance were doubtful, this also might be considered, but the argu- 
ments advanced for indicating that the differences in meaning would outweigh 
the similarities in sound or appearance would ascribe to applicant’s mark a mean- 
ing which would require a reinstatement of the original refusal to register on the 
ground of descriptiveness. 

The decision of the Examiner of Trade-Marks is affirmed. 
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I. TRADE-MARK ACT OF 1946 (Lanham Act). 


The table set out below indicates pages in the 1948 Trade-Mark Reporter on which re- 
ported decisions refer to specific sections of the Trade-Mark Act of 1946. 


Lanham Act 
Section T. M. R. Page 
either ain ua aide ae ae asia mt we i ee ee es ee eee en aaah aod 60 
a a ee ee alee 96 
De ceeuhedh ke cessed ssedbidaudebaradbadduaneands Cabhduedauh debi 253 
RE ee na eee TRY Pee Oe ee eee aT 350 
Re eer Pers am nn meee es Fane e Meee 730, 1033, 1037 
Pcl ittiuian tb eRidenmbesndn dads babes chdeedaedsasatdaeacwenmenaanGee 465 
I oe ee ee FRET rene 253, 318, 323, 360, 482,796, 994, 1001, 1017 
EE GD -scuaia phn dddady a eiaiddennantokens ounes peabensaraeesudessiowee 188 
Divehi tp shied dian week Riaewa neues Wiese abeheee eheenceekteeekbel 253, 946 
EE Gisnndccksdeeedidbaseaseinheetsektssacnesendssaceneasauared 96, 471 


§ 1. Scope oF PROTECTION. 
Amendment of 1905 Act by 1946 Act subsequent to decision by Court of Appeals, held imma- 
terial since the purpose of both acts was to prevent deception of the public and protect trade- 
mark rights. 1110 


§ 2. REGISTRABILITY. 
A. General. 

1946 Act provisions governing registrations on the principal register, apply only to trade- 
marks as distinguished from trade-names and commercial names. 

Under present practice, a corporate name used merely as name of manufacturer and per- 
forming no other function cannot be considered proper subject matter for trade-mark registration. 

While applicant for registration or amendment may ordinarily select portions of label it 
regards as its trade-mark, the words or features so selected must be used in such manner as 
to have some natural and logical relation to or connection with each other. 1037 

Whether or not mark might be registrable under 1946 Act held immaterial where applica- 
tion was filed and prosecuted under 1905 Act and not amended to bring it under provisions of 
1946 Act. 827 


B. Descriptiveness 
“Kwixtart” held descriptive, as phonetic spelling of “quick start,” intended to describe 
batteries which start motors or engines quickly; and not entitled to registration under 1905 


Act or new act effective July 5, 1947. 60 
By the language of Section 2 (e) of the Trade-Mark Act effective July 5, 1947, Congress 


did not intend to permit registration of trade-marks merely descriptive of the quality or character 
of the goods. 60 


C. Collective Marks 
Respondent’s mark, “Toujenais” held not a “collective mark,” under new Act. 253 


§ 3. TRADE-NAMES—DEFINITION. 


Section 45 of 1946 Act, defining “trade-name,” held a codification of the law previously in 
effect. 946 





1 In view of the scarcity and importance of the decisions interpreting the Trade-Mark Act of 
1946 they are digested separately in this issue of the index. 
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§ 4. Errect or DISCLAIMER. 


Right to registration may not be acquired by merely disclaiming an essential feature of 
another’s mark; but disclaimer of exclusive rights in the generic name for its own goods by 
applicant in the instant case suffices. 

Rule of Beckwith v. Commissioner of Patents, 252 U. S. 538, that the registrant would 
be precluded by his disclaimer from setting up in the future any exclusive right to the dis- 
claimed part of the mark, applied; this may be changed by Section 6 of the 1946 Act. 350 


Effect of creating a new mark by material alteration of old mark through amendment, 
cannot be avoided by purported disclaimer of material attempted to be added by amendment. 1033 


§ 5. INFRINGEMENT—GENERAL 


The controlling factor in deciding question of infringement under Sec. 32 (1) (a) of Trade- 
Mark Act of 1946 is likelihood of confusion as to origin or sponsorship and not confusion 
as to goods. 188 


California Fruit Growers Exchange, et al. v. Windsor Beverages, Ltd., et al., 118 Fed. 
(2d) 149, distinguished. 188 


§ 6. PLEADING AND PRACTICE 
A. Section 2 (f) 


Applicant’s petition to direct the Head of Trade-Mark Operations to accept the amend- 
ment filed herein as bringing the application under the Trade-Mark Act of 1946, granted. 96 


Applicant’s petition to direct the publication of the application, as entitled to registration 
under Section 2 (f), denied. Once the amendment is entered, the amended application will 
be subject to examination, in the first instance, by the Examiner of Trade-Marks. 96 


B. Amendment of Drawing. 


Amendment of drawing, in registration under 1881 Act, refused upon petition under sec- 
tion 7(d) of 1946 Act, for failure to show “good cause” for amendment and because the 
amendment sought would materially alter the character of the mark. 730 


C. Amendment of Registration—Section 7 (d) 


Amendment of 1905 Act registration of “Bain de Champagne” to “Royal Bain de Cham- 
pagne,” with the word “Royal” disclaimed, refused because it would amount to material alteration 
of the mark without giving opportunity for opposition; and republication held not contemplated 
under Section 7(d) of 1946 Act. 1033 


Amendment of 1905 Act registration, comprising rectangular panel, having the word “Adco” 
in upper righthand corner and the words “American Disinfecting Co., Inc.,” in lower righthand 
corner, by substituting “Adco, Inc.,” for corporate name, in letters substantially larger than 
“Adco” at top, held properly denied as constituting material alteration and on ground the mark 
would be dominated by nonregistrable matter. 1037 


Amendment will not be granted under Section 7 (d) of 1946 Act to add a word merely 
for the purpose of disclaiming it. 

Good cause cannot be shown for amendment to add matter completely lacking in trade-mark 
significance. , 1033 


D. Section 13 and Rule 20. 


Section 13 of 1946 Act, granting authority to Commissioner to extend time for filing notice 
of opposition, held limited to applications for registrations upon the principal register under 
that Act, and not applicable to pending 1905 Act applications. 465 
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E. Trade-Mark Rule 24.5. 


Proposed amendment, presented at hearing on appeal before Commissioner, purporting to 
convert 1905 Act application to one under 1946 Act, in contravention of Rule 24.5, disregarded 
and Examiner of Trade-Marks instructed to refuse entry of proposed amendment. 241 


F. Section 47 (a) 


Application under 1905 Act, held “pending,” where certificate of proceedings in Court of 
Customs and Patent Appeals was filed in Patent Office less than six months prior to effective 
date of 1946 Act. 96 


In view of applicant’s substantial showing of probable loss of rights, under applications in 
foreign countries, if this “pending” application cannot be amended and a new application is 
now required held that case is proper for exercise of Patent Office discretion and that it is 
“practicable” to enter amendment bringing case under new Act, though indiscriminate transfer 
of applications, finally disposed of under 1905 Act is undesirable. 96 

Saving clause of Sec. 47(a) of 1946 Act held to apply only to prosecution of applications and 
registrations under the Act “under which said applications were filed.” 471 


§ 7. DEFENSES, LACHES, ESTOPPEL AND ACQUIESCENCE, 


Section 19 of 1946 Act considered, upon appeal to Commissioner, since defense of estoppel 
or laches was raised through not briefed or argued. 

Present opposition turns upon applicant’s right to registration and there has been no laches 
in opposer’s action in opposing the application in question. 

Opposer’s inaction as to third party registration held immaterial; the Examiner having 
held applicant’s mark confusingly similar to opposer’s previously registered mark, there is 
a statutory bar to the registration sought which cannot be overcome by estoppel. 994 


Opposer’s delay in asserting rights as against third parties can give rise to no rights which 
applicant can assert here. 1017 


Section 19 of 1946 Act considered, on appeal to Commissioner, in cancellation proceeding 
and fact that defense was not pleaded held not material, where both parties had submitted evi- 
dence on the subject and stated there was no necessity to remand for further testimony. 

Five-year delay, during war time, in filing petition to cancel, after petitioner had knowl- 
edge of registrant’s use and promptly demanded discontinuance, held not to constitute laches 
or acquiescence. 1001 


Applicant’s use of mark for 25 years, held immaterial under Section 19 of 1946 Act, since 
opposer had taken proper steps to cancel prior registration of applicant and there is nothing 
of record to show any additional action which should or could have been taken by opposer 
with respect to any registration of applicant. 796 


Laches and estoppel held not applicable on the facts affirmatively appearing of record. 318 


Since cancellation may be instituted at any time against 1905 Act registration, held that 
failure to oppose or to petition for cancellation immediately after issuance of registration can- 
not constitute laches or estoppel. 253 


No facts are alleged or proven which would substantiate an equitable defense of laches or 
estoppel, even if Section 19 of 1946 Act were applied. 253 


Practice of Patent Office in refusing to consider marks of third parties held not an “equitable 
defense.” 253 


Before the doctrine of laches may be applied, something more than mere lapse of time must 
exist. 318 
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§ 8. APPLICABILITY TO PENDING APPEALS. 


The new Trade-Mark Act, effective July 5, 1947, held inapplicable to appeal from Commis- 
sioner’s decision in cancellation proceeding, pending under the 1905 Act on the effective date 
of the new act. 60 


Facts of record held to negative claim of laches or estoppel. 360 


Permission granted to parties to file supplemental briefs on question as to whether or not 
Section 19, of 1946 Act, is applicable to cancellation proceedings filed under 1905 Act, prior 
to effective date of 1946 Act, and in which appeal is now pending from Commissioner’s decision. 

323 

Section 19 of new Act considered because 1946 Act became effective prior to expiration of 
limit of appeal from Examiner’s decision in opposition proceeding filed under 1905 Act; and 
held, on this record, that laches or acquiescence are not shown and there is nothing to indicate 
that further testimony proposed to be introduced by applicant would prove laches or acquiescence 
analogous to that in cases where courts have refused injunctions, in equity suits for trade-mark 
infringement. 482 


Because of state of the record and fact that defense of laches is now cognizable, proceed- 
ings remanded for taking evidence on the question of laches raised by the pleadings but not 
determined by the tribunals of the Patent Office, which decided the proceedings on the basis 
of the 1905 Act then in force. 323 


II. TRADE-MARKS AT COMMON LAW 


§ 1. NATURE OF TRADE-MARK RIGHTS. 


Trade-mark appertains to the good-will of the business in which it is used, not to the 
identity or reputation of maker of the article, whether or not he may be made known to the 
public. 

In the absence of misrepresentation or deception, owner of a mark, whose goods were 
previously identified with particular producer may substitute like goods of appropriate quality 
obtained from any other source. 375 

A manufacturer may acquire rights in the trade-mark affixed to his goods, even though 
he remains anonymous. 

An importer, jobber or dealer, apart from any contract, may acquire an exclusive right to 
a trade-mark adopted by him for use wholly for his own purposes on articles sold but not 
manufactured by him. 

Where mark was adcpted and used in common enterprise, in which defendant manufactured 
goods and plaintiff was exclusive distributor by contract, held that each had legal interest in 
the mark but neither was entitled to use the mark after termination of the contract breached 
by both parties. 345 

Owner of trade-mark has right to extend mark to new wares, which are a natural out- 
growth of business. 

Where newcomer is first user in field which is extension of plaintiff’s prior business and 
plaintiff delays in taking positive steps to obtain protection, plaintiff’s right to relief is not 
absolute, but is based on the equities of the case. 1114 


Inclusion of trade-mark in package may constitute a trade-mark use, but use must be 
obviously intended to associate mark directly with the goods and identify it as a trade-mark 
use, and applicant’s use of pamphlets and booklets held not associated with the goods nor 
affixed thereto. 

Tape used for wrapping parcels would constitute trade-mark use but applicant held to 
have failed to prove priority. 1131 

Repetitious use of the letter “S,” on safety paper, held merely a background design which 


would not be recognized and could not serve to indicate origin. 
General proposition that fact a mark is used more than once on the goods does not pre- 
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vent its functioning as a trade-mark held sound, providing mark is used as a trade-mark and 
may function and be recognized as such. 1029 


Where contracts expressly provided that the trade-marks “shall be the property” of the 
respondent and “may be registered by it in its name,” subject only to specified contingencies 
which failed to occur, contract held valid and exclusive distributing agent for a government 
owned corporation, held entitled to exclusive rights in trade-mark used to identify its business. 

In ordinary business relations, government owned corporation held subject to same rules 
as any private legal entity; and “Government House,” used as trade-mark by exclusive dis- 
tributor for government owned corporation, held not property of federal government either 
by reason of inherent significance or original appropriation. 375 


Use of plaintiff’s pseudonym as signature on letters held not a trade-mark use. 914 

The use of an additional trade-mark held not to detract from trade-mark significance of 
mark in question. 

Fact that use of mark is limited to certain goods, held not to destroy trade-mark character 
where primary purpose and significance is to indicate origin and not quality. 574 


Fact that applicant chooses to type or print radio scripts, sold to sponsors of programs, 
on a letterhead does not convert trade-name under which business is conducted into a trade- 
mark nor indicate that the phrase is a trade-mark. 946 


Fact that defendant’s corporate powers were broad enough to embrace sale of fuel oil 
held immaterial, where court found (1) that plaintiff had priority in use of mark in fuel 
business, (2) that defendant’s sale of fuel oil which began in 1927, two years after plaintiff's 
first use, and continued through 1938, constituted an infinitesimal part of deferidant’s business, 
which it conducted as agent for Standard Oil Company of Indiana, and (3) that defendant 
“did not seriously consider itself in the fuel oil business prior to 1938,” when it began to sell 
fuel oil under its own name. 

It does not follow from fact defendant had power, under corporate charter, to sell fuel 
oil that it also had right to sell such oil under name previously used by competitor. 861 


§ 2. WHat May BEA TRADE-MARK. 


“Colonial” held a valid trade-mark for radio receiving apparatus and parts; and plain- 
tiff held entitled to injunctive protection against any use or imitation of its trade-mark and 
trade-name on goods which are likely to be thought to originate with plaintiff, such as tele- 
vision sets. 770 

The word “Consumers” held a common word to which only limited protection is afforded, 
in contrast to arbitrary, fanciful and distinctive words. 861 


“A Product of Kimberly Clark Research,” printed on background design, with detailed 
disclaimed, held not a good common law trade-mark. 1152 


§ 3. TiTLeE To A TRADE-MARK. 
A. Assignments. 

While naked assignment unaccompanied by good will of the business ordinarily operates 
as an abandonment, where trade-mark owner, having executed such a void assignment, on the 
same day, executed valid conveyance of the trade-mark and good will to a third party, trade- 
mark owner held not to have abandoned and plaintiff’s predecessor held to have acquired valid 
title through the second assignment. 80 


Where plaintiff had purported to license use of trade-name to defendants, in another locality, 
while he continued in business and assigned trade-name in conjunction with good will of one 
of his stores when he discontinued business and defendants agreed not to use trade-name else- 
where without his consent, plaintiff’s subsequent conduct held to constitute waiver by or 
estoppel against plaintiff. 215 
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From entire situation, held that intent of the parties was to give defendants rights in 
perpetuity. 215 

Defendant held to have acquired the same right to use trade-name “Consumers” as predecessor 
possessed by assignment of all property and assets of predecessor and subsidiaries, including 
trade-marks, trade-names, and good will, together with any right to use the respective corporate 
names of the assignors. 861 

Trade-name held to pass with good will under transfer of going concern by deed conveying 
trade-marks, patents, trade-rights, good will, and assets of every name and nature, without 
specific mention of trade-name. 

In absence of express stipulation by defendant not to use his own name in competing busi- 
ness, assignment of his interest in partnership to plaintiff corporation, together with trade-name 
and good will, does not, in itself, preclude defendant from using name in competing business, 
provided he does not resort to unfair competition producing injury to plaintiff beyond that which 
results from similarity of names. 876 


Transfer of all property, assets and good will by defendant’s predecessor, held valid transfer 
vesting common law trade-mark rights in defendant though instruments did not specifically men- 
tion the trade-mark. 

Lack of particular type of assignment with acknowledgment, held not to invalidate registra- 
tion. 1121 

Plaintiff held chargeable with notice of stipulation by predecessor in interference proceed- 
ing; and plaintiff held estopped to disregard limitation imposed on predecessor’s rights by con- 
cession in stipulation. 1121 

Examiner’s ruling that applicant’s president acted in behalf of corporation in obtaining 
assignment affirmed, and held that since applicant immediately undertook use of mark it was 
immaterial whether applicant’s president made formal assignment to applicant immediately or 
later. 

On the facts of record assignment from trustee in bankruptcy held a mere naked assignment 
and recitals of sale of good will held meaningless in view of actual disposal of assets and business 
to others. 710 


B. Licenses. 


Consent of winery to registration of its name by distributor held not necessarily, or per s¢, 
an irrevecable consent to distributor’s continued use of name. 

Defendant having used the word “Roma” in its trade-name for nine years, while acting as 
distributor for plaintiff’s predecessor, held entitled to continue use of firm or corporate name 
containing the word “Roma,” with explanatory phrase, where plaintiff's predecessor consented 
to defendant’s use and registration of name and plaintiff had known that defendant was building 
up a substantial business and good will independently of any goods that it purchased from 
plaintiff’s predecessor. 1078 

Goodwill and reputation of mark, held to have inured to benefit of plaintiffs, where product 
was introduced here, pursuant to contract by which plaintiffs’ predecessor granted to defendants’ 
predecessor the exclusive right to sell product, under the mark “Midy,” in the United States, 
subject to payment of certain royalties. 685 


C. Abandonment. 


Even when non-use extends over considerable period of time it does not constitute abandon- 
ment unless intent to abandon is showg. 

Non-use of mark compelled by circumstances such as inability to produce or secure product 
due to war or legal prohibition does not constitute abandonment. 

Suspension of use of the mark for a reasonable length of time due to death does not per se 
indicate abandonment. 

Disposal of physical assets under conditions disclosed of record held not to indicate intent 
to abandon nor to constitute facts from which an abandonment or intent to abandon must be 
inferred. 585 
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Suspension of use of liquor mark during prohibition period and for a short time thereafter, 
during which efforts to resume manufacture and sale were made, will not be construed as 






« abandonment. 80 
Abandonment depends in large part on the intention of the parties. 80 

Use of the words “bottled by” on the label with the trade-mark of the registered owner 

held no proof of abandonment by the registrant. 238 






Non-exclusive terminable license agreement, providing for inspection and testing by licensor 
and maintenance of standards by licensee who acknowledged validity of licensor’s trade-mark 
rights, held not to indicate abandonment by licensor, under 1905 Act. 

It is well settled that owner of trade-mark may license its use to others, so long as such 
agreements are not merely naked license agreements. 666 








Assuming, arguendo, that defendant and its predecessors had right to use “Consumers,” in 
4 connection with sale of fuel oil in 1913, held that such right was lost by failure to use it prior 
re to 1938, especially in view of plaintiff's continuous use of the name in the fuel oil business since 
1925. 861 


Suspension of sales under mark, which had been used for 34 years, caused by war-time short- 
ages of both material and facilities, held not to constitute abandonment per se. 
Fact that use of the mark had not been resumed by July, 1946, held not to indicate intent 
to abandon nor to constitute unreasonable delay or failure to resume use of the mark, since war- 
& time shortages continued in many lines as of that date and reconversion was not then generally 
complete. 930 












Fact that legal standards for description of medicinal products have improved since opposer’s 
application was filed and fact that Patent Office probably would not today accept description of 
medicinal product as “remedy for the alleviation and cure of blood diseases,” held not to constitute 
abandonment of opposer’s mark for the goods originally included nor to affect opposer’s trade- 
mark rights. 925 
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Abandonment is a question of intent. 





The fact that plaintiff for five or six years found it more profitable to make private brand 
q radios, during which time it maintained and publicized its repair service under the same mark, 
i held not to constitute abandonment of its trade-mark. 770 
j Facts of record held to refute claim of abandonment and to evidence intent to continue use 
1 of mark. 685 
Question of abandonment of a trade-mark is one of fact. 

J On the facts of record, held that defendant had not abandoned its trade-mark. 1121 





§ 4. INFRINGEMENT 





A. Confusing Similarity 






Test of trade-mark infringement and unfair competition is the tendency to mislead. 
Proof of actual confusion is not required. 1101 







Basic test of likelihood of consumer confusion as to source of goods, held the same in trade- 
mark infringement and unfair competition cases. Similarity, not identity, is the test in both 






instances. 891 
Proof of undelivered letters and misdirected telephone calls held incidents of small significance 
entitled to little weight. 1101 






Selection of the word “Seventeen” by defendants with intent to deceive was in itself evidence 
that there would be likelihood of confusion and that such confusion would work to their advan- 
tage. 516 


While not controlling, fact that plainitff produced no evidence that any buyer had been 
misled, though defendant had been using its bottle for about ten years prior to suit, held of some 
significance. 57 
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Court takes judicial notice of fact, well known in the commerce of the United States, that 
so-called “sport shirts,” “undershirts,” “work shirts,” and “dress shirts” are sold in the same 
stores to the general public. 314 
Test of confusing similarity is whether the ordinary purchaser, buying under normal con- 
ditions, depending on recollection of one mark might be confused by the other. 
Side by side comparison is not the test. 1114 
In determining whether marks are so similar as to be likely to cause confusion, it is not 
enough to compare the sounds of the words, or to compare the words letter by letter and 
syllable by syllable, or merely to make side by side visual comparison, because purchasers 
often compare their memory of a mark seen in the past with their visual impression of the 
mark which they presently see. 177 
Synonymous words may be confused in the memory. 177 
One element of showing likelihood of confusion frequently is that the goods are sold in 
the same stores but this is not the only consideration, for marketing methods may be changed 
at any time. 104 
While not conclusive, it is not without significance in determining the question of likelihood 
of deception that no actual confusion resulted during approximately fourteen years of concur- 
rent use of the marks. 543 
Any possible doubt as to likelihood of confusion and damage should be resolved in favor 
of plaintiff, which was first associated in the public mind with the use of the name “Wal- 
dorf.” 792 
Where plaintiff sells its meats primarily through markets and stores and defendant sells its 
raw popcorn, under the same mark, to theaters and amusement parks and seeks to sell to meat 
and chain stores, held that “there is no likely prospect of confusion of source.” 788 
Where relationship of the goods, upon which similar marks are used, is held so remote 
as to foreclose the possibility that they come from the same source, equity courts will not 
enforce the so-called “doctrine of non-competing goods.” 679 
Prior inconsistent position obviously weakens a party’s case but is far from conclusive on 
a litigant, since it may be explained; previous contention that marks were confusingly similar, 
in cancellation proceeding, held insufficient to overcome weight of evidence supporting defense 


of dissimilarity of the same marks in infringement suit. 177 
“Quickettes,” with picture of girl’s head, held confusingly similar to “Creamettes,” with 
picture of girl’s head, used on similar goods. 202 
Defendant’s manner of use of term “Quickettes,” with picture of girl, on quick-cooking 
macaroni and method of displaying marks held unfair competition. 202 
“Pep-Kola” held confusingly similar to “Pepsi-Cola,” used on similar goods. 758 


“Gemlite”’ held not confusing similar to “Jewelite,” used on similar goods, in view of 
the weakness of both marks, the prices of the goods and lack of evidence of consumer con- 


fusion. 177 
“Miller’s Lilliputian Shoppe” held not confusingly similar to “Liliputian Bazaar,” used on 
543 


similar goods. 
Fruits, vegetables and various groceries held goods of different general class from bread, 
and trial court’s finding overruled. 188 
“Sunkist” used on bread and bakery products, held not to infringe “Sunkist” used on 
fruits, vegetables and various grocefies because no one whose I.Q. is high enough to be regarded 
by the law would be likely to be confused. 188 
Meats and popcorn held substantially dissimilar “in commercial classification” and non- 
competitive, though both are foods and fall within the same class under state and federal 
trade-mark registration laws. 788 
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Sanitary paper covers for toilet seats held non-competitive with toilet tissue and paper 


towels. 679 
In determining the issue of confusing similarity, the marks must be considered in their 
entireties; and in the case of composite marks the dominant features are compared. 92 


A word or syllable may constitute dominant portion of a mark without having acquired 
secondary meaning ; and a word or syllable having acquired secondary meaning does not thereby 
necessarily become dominant portion of a mark. 327 


(1) Concurrent Use 


Where likelihood of confusion is inherent to concurrent use of marks, due to derivation of 
territorial rights from common source, there is greater reason for courts to regulate use so as 
to prevent compounding of confusion. 561 


Action of state executive agency in permitting plaintiff to use “Consolidated Home Spe- 
cialties Company” when another domestic corporation was using “Consolidated Home Furnish- 
ings Company,” in the same business, held not res judicata as to the question whether defendant’s 
trade-name “Consolidated Home Supply Company” is confusingly similar to plaintiff’s name. 

218 


Agreement of the parties dividing field between cloth and leather garments and resulting 
in issuance of 1905 Act registrations covering “Windbreaker” to each for its separate line, 
sustained and held that adherence thereto will best serve justice, eliminate unfair competition 
and protect the public from likelihood of confusion. 1121 


In absence of more substantial evidence of public confusion, where plaintiffs had divided 
use of mark “Sunkist,” by contract, in field of foods, between (a) fruits, oils and acids, pectin 
and soft drinks and (b) canned and dried fruits and vegetables, milk, butter, walnuts, catsup, 
pickles, olive oil, jams, jellies, olives, coffee, tea, beans, raisins, grapes, etc., the goods in which 
groups are held more closely related to each other than defendant’s bread is to either of them, 
plaintiffs held not entitled to enjoin defendant’s use of “Sunkist” on bread, either on basis of 
trade-mark infringement or unfair competition. 188 


Complaint dismissed where plaintiff’s use of “Majestic” for about fifty years had been 
limited to coal, wood and gas stoves and a few related items and recently included electric 
plates that fit into its ranges; 125 third party registrations of “Majestic,” in the Patent Office, 
had issued covering a wide variety of products, including a number of household appliances; and 
defendant recently began to use the mark on electric irons and toasters. 459 


In suit by transferee, from parent corporation’s trustee in bankruptcy, of rights to use 
Browning, King trade-marks and trade-name in New York, exclusive of Ithaca, and in State 
of New Jersey, defendants, transferees from equity receiver of subsidiary of bankrupt, in Phila- 
delphia, held entitled to use the name “Browning, King” and the trade-marks “Challenger,” 
“Conqueror,” the triangle containing the letters “B. K. & Co.” and the house insignia in connec- 
tion with businesses operated in Philadelphia, Pa., and Fort Lauderdale and St. Petersburg, Fla. 


561 

B. Defenses 
Fraudulent intent will be inferred where junior appropriator has knowledge of plaintiff's 
trade-mark, trade-name or symbols and deliberately copies them. 891 


Defendant’s good faith and lack of fraudulent intent, held no defense to injunction restrain- 
ing unfair competition where the court finds confusion likely to result from defendant’s use 


of trade-name. 876 
Infringement cannot be avoided by appropriating another’s entire mark and combining it 
with other features, either arbitrary or descriptive. 92 
Defendant cannot excuse his conduct by attempting to show that others commit similar 
wrongs against plaintiff. 891 


Junior user of trade-name having priority in particular field of fuel oil held entitled to 
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injunction restraining senior user’s use of “Consumers” in that field despite long delay in 

taking action, but accounting of profits and damages barred by laches. 861 
Where defendant seeks no affirmative relief, fact that it had falsely or erroneously used 

legend “Reg. U. S. Pat. Off.,” held not to affect materially determination of suit, though it 

may cast doubt on defendant’s good faith. 

Doctrine of unclean hands held inapplicable. 788 












§ 5. Suits FoR INFRINGEMENT 
A. Pleading and Practice 


Burden of proof is on plaintiff, in trade-mark infringement suit, to show that name used 


by defendant is likely to cause confusion. 
Fraudulent intent or motive of defendant need not be proved by plaintiff. 218 










B. Relief 


Final decree modified by omitting provisions declaring plaintiff to be the owner of trade-mark 
in which plaintiff and defendant both had legal interest and by omitting requirement that de- 
fendant assign to plaintiff. 

Plaintiff’s past misconduct, in connection with contract for exclusive distributorship, held 
not so closely connected with any future improper use of the trade-mark by defendant manu- 
facturer as to bar plaintiff from relief with respect to such improper use. 345 

Defendant required to use on all stationery, advertisements, labels or published matter 
of any kind, in conjunction with firm name embodying the word “Roma,” an explanatory 
statement substantially as follows: “This firm has no connection with the original firm of 














Roma Wine Company of California.” 1078 
Rate of exchange on date French court rendered judgment, held to govern payment of 
damages assessed against defendants. 685 






Defendants held not in contempt for violation of decree, requiring them to remove the words 
“Barre Guild” from all monuments upon which they had affixed or cut said trade-name or trade- 
mark, “insofar as it is within their power to do so,” where presumably defendants had parted 
with title to the monument in question, plaintiff failed to show that defendants have title or that 
defendants could, without consent of the owners of the monument, now obliterate the name, 
and defendants submitted proof that the owners refused to permit defendants to remove the 
monument for purposes of having the name obliterated. , 67 

Judgment for plaintiff Triangle modified to dispense with accounting where goods of the 
parties were non-competing so there is no basis for awarding profits as an equitable measure 
of loss sustained by plaintiff. 516 


III. REGISTRATION OF TRADE-MARKS 


§ 1. EFFect OF REGISTRATION 
Registration of trade-mark under 1905 Act creates presumption of validity. 
Defendant’s evidence of loss of distinctiveness and generic use of mark, held insufficient to 
overcome presumption of validity. 1121 
Registration of trade-mark under 1905 Act creates certain remedial and procedural ad- 
vantages but does not enlarge substantive rights. 1114 
Registration of trade-mark under 1905 Act confers only procedural advantages and does 
not enlarge registrant’s substantive rights. 543 


Registrations of trade-marks by plaintiff and defendant furnish presumption that they are 
1067 




































valid. 
While trade-mark registered under 1905 Act is in some senses a property right, its right 
to judicial protection is by no means unqualified or unrestricted. 183 






Registration held prima facie proof of ownership of the mark and must be presumed. 
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Registration is prima facie proof of ownership only as to the goods covered by the registra- 
tion and others which are obviously similar thereto. 925 


§ 2. REGISTRABLE MARKS 
A. Registrability in General 


Patent Office has not only right but also the duty to determine ex parte whether or not ap- 
plicant’s mark is entitled to registration. 

Registration must be refused ex parte, where applicant’s mark is confusingly similar to 
opposer’s previously registered mark, used on similar goods, though opposer failed to estab- 
lish its title to the subsisting and uncancelled registration. 478 


It is not only the right but the duty of the Patent Office tribunals to determine ex parte 
and without reference to the issues raised by the notice of opposition, whether a mark is 


entitled to registration. 663 
In the ex parte consideration of the right to register, the Commissioner and not the opposer 
represents the public and his decision is final so far as the opposer is concerned. 663 


Where the mark sought to be registered, except for disclaimed matter, is identical with 
previously registered marks used on similar goods, rejection is mandatory under 1905 Act. 603 
Applicant may not obtain right to registration merely by adding a descriptive or geographic 
term to the mark of another. 603 


The fact that applicant’s mark, which is held descriptive, bears “family resemblance” to 
other marks of applicant held immaterial on question of registrability. 602 


When the descrptive nature of the applicant’s mark has been called to the attention of the 
Patent Office, it is under the duty to refuse registration, as an ex parte matter, irrespective of the 
rights of the parties in an opposition. 489 


Fact that mark involved had been covered by previous registration, which applicant owned 
and permitted to expire through inadvertence, would be given much weight if there were 
any doubt as to propriety of refusal of registration, under ten-year clause of 1905 Act. 

Words used since 1871 are not lightly refused and would be registered if any apparent basis 
therefor existed. 1030 


In opposition proceeding, Examiner and Commissioner held to be under duty to determine 
ex parte applicant’s right to registration, entirely independently of the contentions of the 
opposing parties, under 1905 Act. 557 


Once it is determined that the marks and goods are similar neither laches nor estoppel will 
avail applicant, because opposer’s prior registrations constitute a statutory bar under 1905 Act. 


715 

In deciding close questions of registrability, decisions in prior cases may be helpful but are 
not controlling. 735 
Under 1905 Act, consent of prior registrant to application for registration held immaterial. 
101 

Prior registrations of similar marks, issued to third parties, do not strengthen applicant’s 
claim to registration under 1905 Act. 812 


Applicant’s prior registrations of similar marks held to have been issued in error and to 
add nothing to the registrability of applicant’s mark. 594 


Fact that mark was previously registered to applicant and registration was inadvertently 
permitted to expire, held immaterial where marks are confusingly similar and goods are of 
the same descriptive properties, because of specific statutory prohibition in section 5 of 1905 
Act. 1151 


Consent of prior registrant of same mark, for similar goods, does not affect applicant’s right 
to register, under 1905 Act, and cannot confer upon Commissioner power to do that which the 
Statute prohibits. 994 
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Composite mark consisting of a circle between two ellipses on a red background and de- 
scriptive words held not registrable whether considered as a whole or as to its separated ele- 
ments in detail; circle and ellipses held merely decorations or functional means of viewing 
the contents. 84 
Proof of prior use as a trade-mark is necessary to permit registration to the junior party 
to interference. 1131 
Petitioner showing long, extensive use and wide public recognition of its mark “Columbia,” 
registered under ten-year clause of 1905 Act, held entitled, on the record, to prevent regis- 
tration of same mark for related goods. 
Registration under the ten-year clause of 1905 Act, held not inherently weak. 1001 
The word “Stick,” in the mark “Chap Stick,” registered under 10-year clause of 1905 Act, 
held merely descriptive of stick form medicinal preparation for chapped skin, sunburn, etc., and 
appellant is not entitled to exclusive use thereof. 452 
“Government House,” used as distributor’s trade-mark for rum, held not deceptive. 375 















“Translite” held not such an appropriation of the corporate name of petitioner, “Trans 
Lux Daylight Picture Screen Corporation” as to be barred by the “name clause” of Section 5 


of the 1905 Act. 577 
“Kimberly” and “Clark,” concededly surnames, held unregistrable under 1905 Act because 
not distinctively displayed. 1152 
So called “final proviso” of section 5 of 1905 Act held inapplicable because registration of 










applicant’s mark is prohibited by “second proviso” of section 5. 1152 
Surname “Dewey,” printed in plain block letters, in association with a red maltese cross, 
held not distinctively displayed, under 1905 Act. 594 






“Dewey” held dominant feature of composite mark consisting of the word “Dewey” in black 
block letters in the upper wing of a red maltese cross, with the words “Concrete Products” ap- 
pearing in white script in the center and the word “Cement” appearing in black block letters in 


the lower wing of the cross, the words “Concrete Products” and “Cement” being disclaimed. 
594 









“Vege” held not a dominating element in any of forty-two marks beginning with those 
two syllables and registered under the 1905 Act for various vegetable-derived food products. 77 


In old, well-known mark “Cresta Blanca,” held there is no separate dominant feature. 659 
Dominant feature of composite mark is determined by analysis. 92 








“Paragon” held only word having any trade-mark significance and hence the dominant feature 
of applicant’s claimed composite mark consisting of “Paragon Precision Made Duplicator 


Papers.” 92 










B. Descriptive and Generic Terms 








- Generic 
“Oxford” held common descriptive and generic name of a type of fabric. 350 
“Cafe” held not only the French equivalent of “coffee” but also to have become synonymous 
with and an accepted English word for the product. 467 






Descriptiveness of mark would not preclude registration under 1920 Act. 
“Porcelain” held unregistrable, under 1920 Act, as incapable of functioning as a trade-mark 


for writing and printing paper. 1035 











Descriptive 

While the line of distinction between descriptive and suggestive marks is not clear in every 
case, held that the manner in which the mark functions is the controlling factor; the question is 
whether the mark when applied to the goods will direct the mind of the public to the origin 
thereof or will direct it to a quality or characteristic of the goods. 727 
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“Citrosal” held descriptive of alkalizer and laxative medicine under 1905 Act. 83 
“Kreem Maid” and “Fudge,” both disclaimed, used in conjunction with design held descriptive 
of candy under 1905 Act. 84 
“Pearls” held descriptive of soap flakes, under 1905 Act. 800 


“Personalized” held descriptive of hair tinting shampoos, hair waving preparations, namely 
lotions, creams, waving solutions, chemically treated waving pads, chemically functioning heater 


elements for permanent waving and hair waving kits. 580 
“Auto Shampoo” and “Car Shampoo” held merely descriptive of automobile washing com- 
pound in liquid form, under 1905 Act. 195 
“Ju-C-Orange,” the word “Orange” being disclaimed, held descriptive of non-alcoholic bev- 
erages of the orangeade type. 233 
Fact that descriptive word is spelled phonetically does not avoid descriptiveness. 233 
“Lanolin Plus,” the word “Lanolin” being disclaimed, held descriptive of lanolin cosmetics. 
489 

“Halo” held not descriptive of various soap products, hair waving solutions or cleaning and 
polishing compositions. 1137 


“Telecolor” held descriptive of radio and television transmitting and receiving apparatus 
and component parts therefor, under 1905 Act. 557 


“Giant” held descriptive of candy bars; applicant’s argument that its candy bar is not actually 
large would merely show misdescriptiveness. 
The meaning which purchasers would understand from the mark as used on the goods controls. 


368 
Examiner’s ex parte requirements, that applicant disclaim descriptive word “Rite” from its 
mark “Rite-Craft,” used on pencils and pens, affirmed. 367 


“Crown,” as used in applicant’s mark, “Flexi-Crown,” held merely descriptive of caps. A 
word may be suggestive or “purely fanciful and arbitrary” as applied to one article, while being 
“merely descriptive” as applied to another. 476 


“Precision Made Duplicator Papers,” held obviously descriptive and required to be disclaimed 
from composite mark. 92 
“Ban-Flame” held descriptive of treated piece goods resistant to ignition, comprising cot- 
ton, wool, silk or cellulose derivatives, under 1905 Act. 602 
The word “Mystery” held dominant portion of “Mammoth Mystery” and descriptive of 
fiction magazine. 89 


“The Playground” held descriptive of periodical dealing with playground supervision and 
activities. Fact that applicant previously obtained 1905 Act registration which was permitted 


to expire through inadvertence, held immaterial. 827 
The word “Sea,” in applicant’s claimed mark “Sea Chicken,” held descriptive of canned 
tuna; and Examiner’s ruling requiring disclaimed affirmed. 255 
“Ju-C-Orange,” the word “Orange” being disclaimed, held descriptive of non-alcoholic bever- 
ages of the orangeade type. 238 
“Phototone” held descriptive of stereotype mats, under 1905 Act. 727 


The words “Hot or Cold, Think of. Us—,” together with oval design accompanied by 
fanciful figures of Old Sol and Jack Frost, “Hot or Cold” being disclaimed, as used in the 
slogan “ ‘Weather’ Hot or Cold, Think of Us—,” together with the designs, held to have little 
or no trade-mark significance, when considered in the light of the applicant’s goods, which in- 
cluded air-conditioning, heating, ventilating, cooling and similar units. 950 


“Rid-Jid” held the phonetic equivalent of the word “rigid” and descriptive of ironing tables, 
stepladders and stepstools. 763 
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“Sport,” held merely descriptive of men’s shirts. 314 


“Deeshyne” held descriptive of preparation to remove shine from fabrics, suede, leather 
and the like, under 1905 Act. 735 

“Spar Composition” held incapable of functioning as a trade-mark for varnish. 

Use of color in printing held immaterial where words are actually incapable of distinguish- 
ing the goods of one from those of others. 1030 

“Ambrosia,” used on foods and confections, held a common word denoting primarily food 
of mythical gods and also connoting generally any delicious food product, specifically a food 
made of sliced oranges and shredded cocoanut; “Ambrosia” is not a distinctive, unique, fanciful, 
arbitrary word. 183 


“Zipperoo” held descriptive of watch straps having zipper as most important feature. 791 
“Pennsylvania Dutch Cook Book” held descriptive of cook book. 769 


“Fiber-Bonded,” held descriptive of yarns, threads and roving, under 1905 Act. 

Fact that two descriptive words are not combined in any dictionary definition, held not to alter 
conclusion that mark is descriptive. 951 

The words “Susie Cucumber,” being used as the title of a book and a series of letters, 
held descriptive and not registrable under 1905 Act. 914 

“Vendo” held an arbitrary, technical trade-mark as applied to coin controlled vending 
machines and parts. 940 


Plaintiff’s use of “Seventeen” held arbitrary and fanciful rather than descriptive of magazine 
or its subject matter; and evidence of record held to support finding that “Seventeen” as used 
by plaintiff had almost immediately acquired a secondary meaning. 516 


“Farmer Boy” held suggestive but not descriptive of canned ham, pork shoulders and 
sliced bacon and a valid trade-mark therefor. 788 


The marks, “Trushay” and “Truso,” held arbitrary, as applied to various toilet articles. 1004 


“Ocean Spray,” held an arbitrary trade-mark for cranberries. The word “Spray,” in 
“Nespray,” held not to establish any descriptive or suggestive meaning for the mark, used on 
powdered milk made by a spray process. 1018 


“Porette” held not merely descriptive of face creams, though it may be assumed to have 
some suggestive meaning as applied to such products. 1135 
. 


“Rex” held arbitrary and fanciful and not descriptive of medicines and pharmaceutical 
products. 696 


“Stardust” held a valid technical trade-mark and not descriptive of clothing. 1114 

“Windbreaker” held a valid technical trade-mark for cloth and leather garments. 1121 

The word “Magic” held fanciful, as applied to opposer’s products consisting of perspiration- 

deodorizing creams. 936 
Suggestive 


“Sportster,” while highly suggestive, held not merely descriptive of sport shirts, under 1905 
Act. 317 


“San” held suggestive and secondary meaning not required to establish its validity. 327 


“Lavendine” held not merely descriptive of scented insecticide, naphthalene combined with 
lavender flowers. Existence of lavandin plant in France and oil of lavendin, not shown to be 
known in this country, and fact that product contains small quantity of dried lavender flowers 
held not to indicate that mark is descriptive. 1009 
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C. Proper Names and Geographic Terms 


Connotation of legendary figure, held primary significance of “Robin Hood;” term held 
not merely a geographical name, not merely the name of an individual and dismissal of counter- 
claim for cancellation of registration thereof, affirmed. 362 


Applicant-counterclaimant, which has not used “Robin Hood” as its name, held to have no 
proper interest in question whether the term consists merely in the name of a person, within 
the meaning of the name clause of 1905 Act. 372 


“Scotch Boy” held registrable, under 1905 Act, without requiring disclaimer of the word 
“Scotch.” 

While the word “Scotch” per se is merely geographical, in the mark involved, it does not 
appear to be used in such a manner that it retains its geographic significance. 353 

Where there is reasonable doubt that a geographic term, in the mark as presented, is merely 
geographical, such doubt should be resolved in favor of applicant. 353 


“Scotch Boy,” used on pressure-sensitive adhesive tape, held not merely geographical, under 
1905 Act. 353 


Defendants restrained from using “Barre Guild,” held not in contempt for erasing only the 
word “Guild” and cutting over it the word “Granite,” so that the legend on monument reads 
“Barre Granite.” 67 


Complaint did not allege ownership of “Barre Granite,” as a trade-mark ; and “Barre Granite” 
held doubly objectionable under 1905 Act and common law of trade-marks because “granite” is 
descriptive and “Barre” geographical. 67 


D. Confusing Similarity 
(1) General 


Question to be determined is whether or not there is such similarity that confusion as to 
source of the goods might arise; whether or not the goods are such that one might be purchased 
in place of the other is not the test. 999 


Provisions of 1946 Act, while not applicable, eliminated the phrase “goods of the same 
descriptive properties,” indicating the emphasis which must be placed on likelihood of confusion. 
1020 


Motive in selecting mark or the reasons therefore are immaterial in determining confusing 
similarity. 358 
Fact that petitioner uses personal name with his mark does not affect right to cancellation 
where marks involved are confusingly similar. 358 
Ordinary purchaser is not likely to remember, nor is he bound to look for and analyze the 
details of the respective marks of competing vendors. 358 


Applicant’s motives in selecting mark held immaterial. 

Meaning is not the only test of confusing similarity. 

Applicant does not avoid confusing similarity by taking conspicuous portion of opposer’s 
mark and adding to it a disclaimed descriptive word. 

Use of French equivalent in one application does not avoid confusingly similarity. 803 


Controversies as to confusing similarity must be determined on the facts of each case. 355 
The test of deceptive similarity is whether ordinary purchasers are likely to be confused 
as to source of the goods; in so testing marks, similarities in sound, appearance and meaning 
are considered but the derivation is unimportant and nondominant parts of the mark must 
not be given undue weight. 355 
Similarity of sound is of itself sufficient to constitute confusing similarity, where the marks 
are used on similar goods. 355 


Prior decisions as to similarity of marks held of value only in determining the general 


rule and slight difference in facts is sufficient to distinguish prior cases. 1149 
In determining the question of likelihood of confusion, marks must be viewed as a whole. 
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Similarity as to meaning, appearance or sound may be sufficient to indicate likelihood 
of confusion. 1149 
Where the goods are of the same class though there are specific differences in the goods 
and specific differences in the marks, the doctrine of cumulative differences held to apply only 
when the marks are substantially different. 88 


If doubt as to confusing similarity existed, method of sale and discriminating character 
of purchasers could be considered and differences in meaning also might be considered. 1156 


In determining question of confusing similarity, the marks must be considered in their 
entireties; fact that both include a commonly used suffix held not to detract from such con- 
fusing similarity. 

So-called doctrine of cumulative dissimilarities held inapplicable where there is no doubt as 
to similarity of either the marks or the goods. 1147 

Newcomer cannot avoid conflict by adopting a known mark or conspicuous part of such 
a mark and adding other words or features. 1018 

Cumulative effect of specific differences in the goods and the marks may be sufficient to 
preclude any reasonable likelihood of confusion. 1018 

Even in the case of laudatory marks of restricted scope, held that confusing similarity 
may result though the only word which the marks have in common is one which cannot alone 
be the exclusive property of one manufacturer. 472 

Failure of opposer’s predecessor to succeed in opposition to prevent registration of “Palm- 
Knit,” by a third party and on different record, held not controlling as to confusing similarity 


of the marks here. 245 
Other decisions are not controlling as to when one of two words making up a mark may 


or may not be used in another mark without likelihood of confusion. : 923 


Any doubts as to likelihood of confusion should be resolved against the newcomer. 923 
Rule that applicant may not appropriate registered or known mark in its entirety and by 
adding letters, syllables or words avoid infringement, held inapplicable where use of word, 
which might naturally and properly be used by applicant, either alone or with added matter, 
includes prior mark only incidentally. 940 
Confusing similarity cannot be avoided by incorporating entire mark of another as a prominent 
feature and adding a prefix or suffix. 936 
While the words are considered the most significant feature of the marks, they must be 
considered in their entirety and radically differing design features must be considered in deter- 
mining likelihood of confusion. 944 
Prior decisions held not controlling and ordinarily considered only as to principles involved. 
In determining question of confusing similarity, held that conspicuous parts of mark may 
not be ignored whether they are arbitrary, suggestive or descriptive. 930 
While it is well settled that a picture may be the equivalent of a word, the connection between 
the picture and the word must be definite and must be established with certainty. 942 
While marks must be considered as a whole in determining question of confusing similarity, 
held that the general impression and possible significance to the purchasing public controls. 950 
Consent of prior registrant to registration of applicant’s confusingly similar mark held imma- 
terial, under 1905 Act. 92 
Registrations by third parties, allegedly covering “all sorts of little men designs,” held irrele- 
vant. 241 
Consent of prior registrant and withdrawal of notice of opposition would not result in 
granting of registration to applicant, where the marks were regarded as confusingly similar, 


under 1905 Act. 
In determining the question of confusing similarity, however, it is proper that such action 


by opposer be given some weight. 475 
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If any doubt existed, held this is a proper case for resolving it against applicant as new- 
comer, in view of opposer’s extensive use of mark in building up large business in diversified 
line. 362 

While disclaimed part of mark may not be ignored in considering question of confusing 
similarity, held that the word “American,” disclaimed, in the mark “American Host,” as used 
on wines, would not be likely to be considered distinctive or as having trade-mark significance. 


1006 

Disclaimer of the word “Vogue” in the registered mark “Arch-Vogue” held immaterial in 
determining confusing similarity of applicant’s mark to opposer’s mark. 88 

(2) Marks 

Similarity with respect to any one of the elements of sound, appearance or meaning may 
be sufficient to indicate likelihood of confusion. 1137 
Lack of similarity of meaning of the marks held not controlling here; and side by side 
comparison is not the test. 1137 
Derivation of applicant’s mark and applicant’s good faith held immaterial to question of 
likelihood of confusion. 1137 
In determining question of confusing similarity, the marks must be considered in their 
entirety. 1145 


While marks must be considered in their entireties, presence of definite article, “The,” is of 
only minor importance as a distinguishing feature. 
Despite differences in significance, similarities of sound and appearance of marks may 


produce reasonable likelihood of confusion in trade. 994 
Side by side examination of labels or careful scrutiny of material appearing thereon is not 
the test of confusing similarity. 696 


The marks must be considered in their entireties; and prior cases are not controlling. 696 

It is well established that ordinary purchaser of goods, such as toilet articles, is not likely 
to remember, nor bound to look for and analyze the details of marks used on them. 1004 

Marks must be considered in their entireties in determining the question of confusing 
similarity. 

Having included an essential feature of another mark, the likelihood of confusion is not re- 


moved by the addition of other matter. 601 
The marks of the parties must be considered in their entireties; and similarity in either 
sound or appearance may be sufficient to cause likelihood of confusion. 1014 


Existence of other marks containing the word “host” for similar goods held immaterial, under 
1905 Act, in .view of confusing similarity of marks here involved. 

Fact that labels of the parties differ in general appearance, held immaterial ; the only question 
to be determined is the similarity of the marks and the accompanying features of the labels are 
not part of the marks under consideration. 1006 

A mark may be rejected on the basis of a foreign word of similar meaning, though of 
different sound and appearance, because a substantial number of purchasers will recognize the 
meaning of the foreign word. However, it does not necessarily follow that average pur- 
chasers will know the meaning of foreign terms or be able to distinguish between two marks 
involving a common foreign term. 101 

Side by side comparison of marks held not the test of confusing similarity; it cannot be 
assumed that purchasers will remember marks in detail. 


Derivation of applicant’s mark held immaterial to question of confusing similarity. 1007 
In determining the question of confusing similarity, marks must be viewed as a whole; and 
even common suffixes, descriptive or disclaimed portions may not be wholly disregarded. 592 


In testing confusing similarity of composite marks they must be considered in their entireties ; 
but in marks consisting of woods accompanied by pictorial indicia, the portion which would 
be likely to indicate origin would be the words. 229 
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Confusing similarity cannot be avoided nor registrability achieved, by adding other words 
or features to a mark confusingly similar to the essential features of a registered mark. 229 





Where opposer used “Essoburner” prior to applicant’s use of “Edco,” held immaterial that 
opposer did not use the word “Esso” separately on the product involved until a later date because 
“Essoburner” is indistinguishable from “Esso” burner. 720 






While neither party is entitled to exclusive use of the word “Sport,” which is merely descrip- 
tive of the goods of both, the trade-marks should be considered in their entireties; and the 
public should not be required to dissect or analyze the marks in order to avoid confusion as to the 
origin of goods. 314 







The following marks held confusingly similar : 
























PR ON I I kok oo sisab so dirwanies wine peecdincy cdesseee deeb auees 994 
eee inbbede eneeetseeadeebenoedaseawes 1141 
I ad ask galt Vee ae Tia a SS OWS SES oe Aad 4 wks See beK ON 1137 
Mo. 6s cnet sph eceembheneesnessehethdakhsheadiaalan 1145 
rr rr re Oe i cc bse ccuneernensebeentcneaeenesensenees 1135 
Se IN os os 0s acon. ance alan miarsl aa re eS Alaa sie eBiaien hielo bw wea aia Sw iaack lo 1007 
OE 5. on occ ec ee nea ewe eUS we be wee WNW RNs beh oes bwie we beleke 1147 
Pe TE os ic ceca alanis wale ae aS MU Mere Semin snislee Sige aye Ged we ae acwee 999 
es. tate ce aah OO eee ah Oe Rene neds ee eae bwaamie 1004 
ST I ois sco a tna SRaN PERSE SEES Eee Sead dae Sr edeeeeedsinn oeeR 1004 
ec 5s has a dais an nee eia nese haweseea ss kanes eum 1017 
a cue cneh essed eeeedbeehesneneadnedeveeshienee 715, 720 
0 EE ea 
ois tc indndnd ake Reem emihetedve diene w oa Lt aacitekeaieas 574 
OE UNE GEE OMRON TARE onc ccc ccctccseccensccccceceseccenes 760 
RE EN EE i is6.c a dis cn 6-c0scccsdenteteiencnsavenessaanesaactees 245 
i cc nebdedaccabaseshensceveneceebesesesenen ens 7% 
CT GI occ wcccececcewecseessacsseccnesceeceeees 482 
CE cae wsinrad ewknccundhg escdeneaseessaeeaennas 810 
PT oS rca a i idaslay bt WE Sdn a OER STURN TO a wTE OD aes Geum 812 
Ce I I I oink ainda a6 hecideinswedulgeccecadecessaccouewee 603 
ee a cio lors ens eo vede s eke kewebws see dKeek Re eeuo se 1036 
ee Ne Ne I GD oo ask ocd cdcccdcnccsvsceveeetooveseoeuses 993 
ES nds cawacnendcnsned ewWnssededasdadecteeseqvendsdaseebes 723 
I Col ih a ie ee bes bd wee Rae @ bt sine ROE ECs akeewed<aes= 23 
EE i nd nek edbibeeewesibhd bees Seceneseeseniesrsevniee 104 
Pe ae I Oe Do kn 0 dc cdc ccccvovcicccecccccaccssace 88 
i i a gt ee ee 803 
“Paragon” and “Paragon Precision Made Duplicator Papers”............+..02000- 92 
a bck uwiebinnsosksdttaewawSsbnded nce caas 101 
ice edncae seed eb ee ders eeabideritenieeomas 1006 
oe os oa ards Sai ee ASMA AWERS SAO RA m ede ema GRE Me war 1156 
TE aa aa ac GE aig Ma eIeD ws Ge natels WEAKEN we sueas deb ea ead 478 
ei ot Cie eth ad se pak aeeeeedsees eds eueebioecndenn 584 
Pe eo ea od Ob eRNeNeRe dened ab aetb eee deaowas 817 
“Mammouth Mystery” and “The Illustrated Detective Magazine Mystery” ........ 89 
es ee ee no sew eeu ncoenvieusidescetcesssaseineenen 598 
ey cnc ea ccdeeseoeservoraseceecesecesees 598 
rr fn spa cecedbescdsccecedsccusesebescenees 598 
ee I nic ccccceccesesceccesecsveseccessees 598 
Pe I po deadccdeusessuceesedsceessvsdearsdendons 598 


“Skylon” and “Sky-Tone” ......... PEC Re eee) PETE 
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cin occu megaacakobedahass huecddeubwsassedae cechduebeceul 355 
Ey Cth dence bbdhdd sede hdnWheesawkietehdetenes stenteckunseenawen 318 
i 2 Te acne cece asian geaseenesuencebesewel Scene 314 
EM ae Re NT ET Ape eT 236 
NS BN ssi w nso wionie wis do 0s own se ean Volebaneesolemeownl 253 
TE ns co cninca Aids Kies Se hdd eek se wa caweensesakaswwaeen 577 
kk hak kta dia gene mW ONS e lb an Sane OL OU e ani SG 1114 
ee cae ees iene sabheehannedenewheees ones 938 
i Ce, 1k shiek cee i eek ees senna ea eeer Stadia anewenee nen 933 
Ec ooo vist cw ace alae seb scbe Rohe ees yeeweneeseeen 933 
SS oes sad ke cpisinic digo eA a SERS Me DORMER SRI E ENS 933 
ch dina Sa veleaic nas nie ou wa ewawes basses SA WSS aeEeenseke 936 
555 5. no Socio 600 40.00.0'5.405 4's ods bbe bBb au emeus 923 
SE I So vnc inva dvind.ocdaodeedwekecunesens ea ceehuwes 937 
eth esd saan dddenseedbee sh enendsshesiseendsdeunnee 930 
EE sc icigcd cncdieded desdawhigeredeadeeeseceseseshertabias 948 
eens eabeb ed tneedan sted cebeeeeseonees 791 
ee rs i eked ek es chb bb ehdewbenedesetesavebendbenad 1067 
“American Girl Philharmonic” and “The American Girl” ................0eeeeeeee 946 
Composite mark in which “Fair-Play” is dominant or conspicuous feature, held confusingly 
similar to “Fairway” with pictorial scene, used on similar goods, under 1905 Act. 229 


Pictorial representation of an elf-like figure, which applicant describes as an “Imp,” in a 
circle, held confusingly similar to “Brownie,” used with one or more representations of a 
“Brownie,” on similar goods, under 1905 Act. 241 


Composite mark consisting of the word “Copley’s” displayed against solid diamond-shape 
background, held confusingly similar to the word “Diamond” and to diamond-shaped figure 
inclosed in narrow border and broken in center to form small concentric diamond. 249 


“Pep-E,” against picture background showing sailing boat, held confusingly similar to 
“Sea-Pep,” appearing below the picture of a steamboat, used on similar goods, under the 1905 


Act. 251 
“Toujenais” held confusingly similar to “Toujours Moi,” used on similar goods, under 1905 
Act. 253 
1946 Act requires no different conclusion. 253 


“VCA,” dominant feature of mark consisting of those letters, extending laterally on outline 
map of the United States, which is held in hands of naked giant, the torso and outspread arms 
of giant appearing above map and his legs showing under the map, the entire picture being en- 
closed in a circle, held confusingly similar to “I.V.C.” displayed against a circular background, 
used on similar goods, under 1905 Act. 457 


“Silver Mist” and “Golden Mist,” held confusingly similar to “Silver Nip” and “Golden 
Nip,” used on similar goods, under 1905 Act, considering the marks in their entireties and 
though opposer is not entitled to the exclusive use of the terms “Golden” and “Silver” in its 
trade-marks. 553 


Flank silhouette of fanciful gazelle-like creature leaping across large orb, held confusingly 
similar to the word “Antelope” and representation of an antelope’s head within a circle, used 
on similar goods, under 1905 Act. 

Representation of an antelope would be anticipated by prior registration of the word “An- 
telope.” 596 


Composite mark consisting of the word “Rambow,” the representation of a rainbow and the 
representation of a large white ram, held confusingly similar to mark consisting of the word 
“Rainbow” and to mark consisting of pictorial landscape scene showing a rainbow, used on 
similar goods, under 1905 Act. 601 
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“Big Bomber,” in association with representation of airplane, held confusingly similar to 
“Brown Bomber,” in association with representation of a boxing glove, used on similar goods, 
under 1905 Act. 806 


“Sureline” held confusingly similar to “Sparkline,” used on similar goods, under 1905 Act. 
Fact that opposer’s mark contains certain pictorial features, held not to detract from likeli- 
hood of confusion. 1145 
“Little Aristocrats” and representation of heraldic shield with helmet and crown, the word 
“Little” being disclaimed, held confusingly similar to “Aristocratic’ and to “Mississippi 
Aristocrats,” the word “Mississippi” being disclaimed, and to “Aristocrat,” used on similar 
goods, under 1905 Act. 472 
“Skipper’s,” above which appears the head of a Samoyed or Siberian Husky dog, held 
confusingly similar to “Skip Flea,” with pictorial representation of head of an English setter, 


used on similar goods, under 1920 Act. 358 
“B-B,” pictured in a diamond, held confusingly similar to “B.B.B.,” used on similar goods, 
under 1905 Act. 925 


“‘*Weather’ Hot or Cold, Think of Us—,” together with oval design accompanied by fanciful 
figures of Old Sol and Jack Frost, “Hot or Cold” being disclaimed, held confusingly similar to 


“Weathermaster,” used on similar goods, under 1905 Act. 950 
The following marks held not confusingly similar : 
a ewe chess pence eeneeh eee budssheiny swaaca ae 1149 
SE CE SA oi ass coo duldln oke Was GS amas coy eee saweee 696 
a en “ns ca wiccines.csigdeceeeseebetaededes¥ deoweonls 350 
rake onc cckbedev es sd obedeNabesbwobehhststcdosensnceees 77 
occ pketiwsespasiendted iebeebawes see neseheenwens 77 
Ne ii ee eee deta seRebenl eh sedademenne 77 
i a in ind peace beeetees eb eebeededcsacenedas 659 
a cs ck ce na ngne davebakeebeceehsdheekebedwcedeal 1014 
eo ranks aca Ree Weees wegen seus ead i eanecaaewseudicaeaea 327 
is 6G ot aoe eee epee Gepuss C4cdebesedes esas dane coer 476 
Ee EE CREE hose ncescacddcsscdoccecccsseceseveacies 476 
a ie a cea dese edeebadandenbngesdtebadeiansodeeds 467 
od has sb ewaeebtewier Rénennchcrssueyseannwe 475 
cg a eee Mee ehade oedoetatseeteeedencdetheuns 367 
es. ed cckboseneesenbeenensabeeesseoenccebsds bane 455 
ns anata deh deed weds Moke RORE6Y Sake wenelne 590 
“Western Gentlemen” and “American Gentlemen” .................00eeceeeeeeeeee 582 
TT Sac. cnicidianccds ct Galnts sss odds Joe baas buses eeuseuescus 821 
I, (5, oo ici ie pid eens bee EE CARE TUNG s beneeee ohae pee bee 722 
ns ae ected beasse el emedwebbbsdededestadeweuser 1026 
6. acc cee neckeniee tisk Oedaeds SaARdbedobexebecawesanabe 450 
ei a ke ie sReeehed ekeeeee nee ccateuee eee 1012 
is a tate aniinen daatddeetneeh estes tees ateseneneesde 1145 
he cbeedcencecheedsecessanessanmedens 800 
on etree abened bed cedlone nets sede dinegssteeee 940) 


“Slick Stick,” the word “Stick” being disclaimed held not confusingly similar to “Chap 
Stick,” used on similar goods, considering the differences in the marks in their entireties 
and the specific differences in the goods of the parties. 452 

“Velvetone,” used on women’s hosiery, held not confusingly similar to “Valvasheen” used 
on men’s negligee and dress broadcloth shirts, in view of the highly suggestive nature of the 
marks and specific differences between the goods. 816 


“Nespray,” used on powdered milk, held not confusingly similar to “Ocean Spray,” used on 
fresh cranberries and various cranberry products. 1018 
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“Geriatrone” held not confusingly similar to “Gerilac,” under 1905 Act, considering cumula- 


tive effect of specific differences in the marks and the goods. 1130 
“King Sol,” with fanciful representation of the sun, held not to consist merely of the opposer’s 
corporate name, Tung Sol Lamp Works, Inc. 362 


“Stran,” used on shampoo, held not confusingly similar to “Stim,” used on preparation for 
falling hair, dandruff and itching scalp, under 1905 Act, in view of specific differences in the 
goods and lack of resemblance in sound, appearance and meaning of the marks. 768 


The words “Safe” and “Way,” with drawing of toilet seat between them, held registrable, 
under 1905 Act, over “Safeway” used concurrently by chain of grocery stores selling paper 
goods held non-competing. 679 


“Susie Cucumber,” used as pseudonym and signature on letters, held not confusingly similar 
to “Susie-Q,” used on greeting cards, under 1905 Act. 914 


“Lifetime,” held not confusingly similar to “Durolife,” used on similar goods, under 1905 
Act. 

While each mark includes the word “life,” as one of its syllables, held their connotation 
is not the same as presented they are not similar in sound or appearance. 932 


” 


Composite mark, comprising the word “Zeroland,” in conjunction with pictorial and design 
features, held not confusingly similar to “Zero King,” accompanied by representation of a crown, 
used on similar goods, under 1905 Act. 944 


“Polaby,” whether considered independently, or in connection with pictorial background con- 
sisting of hills or dunes with palm trees, held not confusingly similar to “Polatropics,” used on 
similar goods, under 1905 Act. 942 


(3) Goods 


Fact that there is no likelihood of anyone accepting or using one product in place of the 
other held immaterial. 

Test is whether or not the general character of the goods is such that there might be confu- 
sion on the part of the public as to the source of origin of the respective products. 810 


Samples and labels in evidence held to show that goods of the parties are identical, where 
applicant on appeal contended that the goods differed after admitting in the answer to the 
notice of opposition that the goods possessed the same descriptive properties. 1135 


In determining whether goods have the same descriptive properties, normal use held con- 
trolling and the fact that by some unusual application opposer’s goods might, to a limited 
degree, serve the same function as applicant’s held immaterial. 1139 


Only the goods described in the application and in opposer’s registration are involved in 
opposition ; opposer’s contention that applicant may extend use of mark to goods which opposer 
alleges would lead to confusion, held manifestly untenable. 480 


The question is not one of confusion between the goods as such, but of likelihood of confu- 
‘sion as to the source of the products. 

Fact that products are sold in same retail outlets is one frequently considered in establishing 
similarity of goods and likelihood of confusion, but it is only one of the elements to be con- 


sidered and absence of this element is immaterial. 1012 
Fact that goods of the parties are classified, for registration purposes, in separate Patent 
Office classes, held not controlling on question of likelihood of confusion. 1130 


In determining whether goods are of the same descriptive properties the Patent Office must 
be guided by decisions of the courts. 705 


Test to be applied, if goods are closely related, is whether or not they would reasonably 
be assumed to emanate from the same source. 

Specific uses of goods are to be considered, but sex of intended wearer is not alone sufficient 
to modify classification of merchandise otherwise identical. 994 
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Details of construction of closure caps held not material so far as similarity of the goods 
is concerned; nor does fact that ordinarily they may be used on containers for different products 
remove essential similarity of caps involved. 948 


That the goods are not competitive is not the only test; but goods herein held to be so 
different in character as to have nothing in common except that both operate in connection with 
electricity. 590 


Under 1905 Act, to show that registrant was not entitled to register, petitioner for can- 
cellation, having priority of use of same mark, must also establish that the goods of the parties 
have same descriptive properties. 1020 

Knowledge of existence of good-will associated with earlier mark and what the trade thinks 
as to class of goods, are factors to be considered in determining when goods have same descrip- 
tive properties, under 1905 Act. 1020 


The fact that goods are sold to the same class of purchasers or through the same channels 
of trade is one element to be considered in determining whether the goods possess the same 
descriptive properties, but it is not conclusive. Thus while adhesives represent a relatively 
narrow class of goods, all adhesives are not of the same descriptive properties. 


The following goods held to be of same descriptive properties : 


Women’s hosiery and men’s dress broadcloth shirts 

Bicycle tires and bicycles 

Hair dressing cream and hand lotion 

Hair dressing cream and hair tonic 

Hair dressing and shaving cream 

Vitamin capsules and liquid tonic 

Women’s pajamas and collars 

Combs, barrettes and non-electrical hair curlers, hairpins and hair clips 
Lubricating grease and gasoline 

Piece goods of cotton and other materials and pajamas 


Duplicator papers for use in gelatin or spirit hectograph machines held goods of the same 
descriptive properties as duplicating sales books, under the 1905 Act. 92 


Macaroni, egg noodles and spaghetti, held goods of the same descriptive properties as canned 
fruits and vegetables, flavoring extracts, cornstarch, etc. 241 


Men’s hats held goods of the same descriptive properties as woolen piece goods and piece 
goods of combinations of cotton, wool, mohair, alpaca, camel hair, silk and artificial silk. 245 


Yarns of wool, yarns of worsted and hand-knitting yarns wholly or mainly of rayon, held 
goods of the same descriptive properties as spool cotton, sewing silk and thread. 249 


Packed herring cut in small pieces, packed in small containers and sold in grocery and 
appetizer stores, held goods of the same descriptive properties as refined fish oil used in salad 
dressings and as an ingredient in manufactured foods, and fish oil and fish meal used as a 
health ration for poultry, live stock, dogs, etc. 251 


Preparation used internally for coughs due to colds, held goods of the same descriptive 
properties as drugs and chemicals having antiseptic properties, used for gargle and mouthwash 
or externally, and air purifying preparations, animal dips, deodorants, disinfectants and germi- 
cides. 318 


Piece goods composed of cotton, rayon, wool or synthetic fibers and mixtures thereof, held 
goods of the same descriptive properties as clothing, including men’s suits and overcoats, under 
the 1905 Act. 350 


Casein wall paint held goods of the same descriptive properties as water-proofing compound 
for concrete, plaster and stucco, under 1905 Act. 360 


Flash synchronizers, consisting of a battery case, battery reflector and magnetic tripper, held 
goods of the same descriptive properties as electric lamps for photographic purposes, switches, 
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current intermitters, relays, control circuits, combined reflectors and electric lamp units, etc., 
under 1905 Act. 362 


Household liquid deodorant, put up in glass bottles with a wick, which deodorizes by evapora- 
tion, held goods of the same descriptive properties as electric fans having container for deodorant 


and means of heating it, under 1920 Act. 365 
After shave powder and lotion and hair dressing, held goods of the same descriptive proper- 
ties as various cosmetics, under 1905 Act. 450 


Fruit preparation for flavoring ice cream, held goods of the same descriptive properties 
as soft drinks, syrups, extracts and flavors used in making the same, under 1905 Act. 455 


Military caps held goods of the same descriptive properties as various articles of men’s 
clothing including overalls, union suit, working garments and work caps. 476 


Pyrophoric lighters for cigarettes, cigars and pipes, held goods of the same descriptive 
properties as cigar and cigarette holders, pipes, pipe cleaners, tobacco boxes, bags and pouches. 


478 
Medicinal preparation for treatment of pediculosis held goods of same descriptive properties 
as an ointment for burns, cut, bruises, sunburn, piles, and all skin troubles. 584 


Clothing, including ladies’ and children’s coats and suits, held goods of the same descriptive 
properties as piece goods of wool and cotton. 574 


Light-sensitive photographic paper held goods of same descriptive properties as film projec- 
tion screens, film projectors and stock ticker projectors for recording stock quotations on film 
and the projection thereof upon a screen. 577 


Solution to be used as coating, finish or lacquer for textiles and for plastics and particularly 
for textiles made of natural, synthetic or mixed yarns or glass fibres for waterproofing, mildew- 
proofing, flameproofing, and mothproofing, held goods of the same descriptive properties as 
viscous, resinous or rubber-like condensation product or solution thereof used in producing nitro- 
cellulose lacquers, plastics and other types of coatings and synthetic resin suited for use in 
varnishes, lacquers and other coating compositions and also for use in plastic moulding com- 
pounds, adhesives, etc. 

The fact that an additional step is necessary before opposer’s goods may be used as coatings, 
held not controlling. 592 

Sports wear, including sport shirts, loafer jackets, slacks and sport coats held goods of the 
same descriptive properties as men’s underwear, dress shirts, sport shirts, coats, vests, trousers, 
knickerbockers, top coats, and overcoats for men and boys. 603 

Medicated cream or ointment used in treatment of diseases and disorders of the skin 
and scalp held goods of the same descriptive properties as various medicines, liniment, 
toilet and pharmaceutical preparations, including shampoo-paste, hair tonic, depilatory, etc. 696 

Medicated soap held goods of the same descriptive properties as the group of various 
medicines, toilet and pharmaceutical preparations involved in first case. 696 

Pumps and pumping units for oils, compounds, water and other fluids and pumps for in- 
dustrial and domestic fuel oil burners held goods of the same descriptive properties as oil 
burners. 720 

Medicated soap held goods of the same descriptive properties as the group of various 
medicines, toilet and pharmaceutical preparations involved in first case. 696 


Children’s coats held goods of the same descriptive properties as women’s wearing apparel 
including jackets, coats, capes, suits, skirts and waists. 760 
Canned and glass packed fruits and vegetables and canned soup held goods of the same 
descriptive properties as canned vegetables, canned fruits, catsup, jelly, compound of maple 
and cane syrup, olives, preserves and pickles. 796 
Overalls and overall jackets held goods of the same descriptive properties as work gloves 
of combined leather and fabric. 806 
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Combined dosage penicillin and aluminum hydroxide gel, intended for internal penicillin 
therapy, useful for treatment of ailments including those of the throat, held goods of the same 
descriptive properties as antiseptic and disinfectant preparation recommended for germicidal 
and sterilizing uses in cases including sore throat. 

Fact one is for internal use and the other for external use held immaterial. 810 


Cotton felt in bales and bats, used in manufacturing automobile and furniture upholstery, 
held goods of the same descriptive properties as finished mattresses, pads, pillows, cushions and 
upholstery. 812 


Laxative containing cascara sagrada held goods of the same descriptive properties as orally 
active estrogenic placental hormones and vitamin B complex in dosage form. 817 


Mixture of ingredients having therapeutic value and used for the relief of itching and other 
discomforts of various forms of skin and scalp irritations, the compound being a counter-irritant, 
stimulant, antiseptic, parasiticide and fungicide, held goods of the same descriptive properties 
as hair tonic and shampoo. 821 


Cleaning compound for linoleum, tile, rubber, cork, woodwork, and painted walls held goods 
of the same descriptive properties as polishes and dressings in liquid and paste form for furni- 
ture, automobiles and other painted and varnished surfaces, for automobile tops of leather 
and for re-oiling mops, under 1905 Act. 824 


Deodorant cream, liquid, powder and stick held goods of the same descriptive properties as 
lanolin and skin preparations containing lanolin. 999 


Asphalt roofing held goods of the same descriptive properties as various construction ma- 
terials including bituminous waterproofing products, asphalt emulsion waterproofing products, 
caulking, glazing and pointing compounds, liquid and plastic roof coatings, etc. 1007 


Cosmetics, including cold cream, lipstick, cologne, rouge, face powder and skin lotion, held 
goods of the same descriptive properties as women’s clothing such as dresses, suits, blouses, skirts, 
hosiery and underwear, under 1905 Act. 1020 


Preparation containing various vitamins, minerals and amino acids, as dietary supplement, 
held goods of same descriptive properties as powdered modified milk for special dietary uses. 
1130 


Chemical and detergent preparation for cleaning and preparing metal surfaces for painting 
held goods of different descriptive properties from toilet soap, under 1905 Act. 1139 


Greaseless base ointments for the treatment of minor skin ailments held goods of the same 
descriptive properties as ointments for use on inflammation. 1147 


Oleomargarine held goods of the same descriptive properties as shortening for pastry (case 1), 
as wheat flour (cases 2 and 3), and as various groceries including flavoring extracts, catsup, 
jam, jells, pickles, olives, etc. (case 3). 1151 


Cold permanent hair waving kits, including all of the chemicals used in the cold waving 
process, preliminary lotion and waving compound, held goods of the same descriptive properties 
as face powder, perfumes, cologne, bath salts and sachets. 104 


Colthing, including sportswear, consisting of shorts and skirts for ladies, misses and children 
held goods of same descriptive properties as men’s and boys’ collars, pajamas and shirts. 994 


Medicated cough drops held goods of the same descriptive properties as foot powder, douche 
powder and glove powder, under 1905 Act. 705 


Candy held goods of the same descriptive properties as chocolates, chocolate-coafed pecans 
and shelled, salted and sliced nuts. 472 


Customers seeing “Junior Guild” used on dresses and cologne held likely to be confused 
into believing they came from the same source. 1020 


Manually and automatically operable electric calling and signalling equipment and parts 
thereof, namely, annunciators, bells, buzzers, horns, sirens, trumpets and chimes, for which 
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applicant seeks registration, held goods of the same descriptive properties as electrical inter- 
val timers, floodlighting units and related photographic items. 933 


Preparation for the relief of simple headache, neuralgia, head colds, minor muscular pains 
and as a sedative in simple nervousness, held goods of the same descriptive properties as 
“remedy for the alleviation and cure of blood diseases,” particularly drug preparations recom- 
mended for building up iron, red blood corpuscles, copper and other metals in the blood, fre- 
quently sold in connection with vitamins and similar preparations. 925 


Electrodes for arc welding stainless and alloy steels held goods of the same descriptive 
properties as manganese and steel and rough and partly finished manganese and steel castings. 


928 
Face powder and skin rouge held goods of the same descriptive properties as perspiration- 
deodorizing creams. 936 


Canned and bottled apple juice held goods of the same descriptive properties as grocery 
products including canned fruits and vegetables, canned grapefruit juice, pineapple juice and 
tomato juice. 923 

While it may be questioned that applicant’s scripts constitute a print or publication, held 
that if they do they are goods of the same descriptive properties as a magazine; and fact that 
these publications appeal to different groups of customers and may differ radically in price, held 
immaterial. 946 

Closure caps for glass food containers held goods of the same descriptive properties as caps 
for covering metallic barrels, containers and cans for storing bulk liquids. 948 


The following held to be goods of different descriptive properties : 
Razor blades held goods of different descriptive properties from shampoo, under 1905 Act. 


663 
Insecticide and fly and insect spray in form of powder or dust, held goods of different descrip- 
tive properties from talcum powder, under 1905 Act. 247 


Cosmetics including hair shampoo and hair shampoo liquid cream lotions, held goods of 
different descriptive properties from medicinal preparation for headaches, neuralgia, insomnia, 


seasickness, etc., under 1905 Act. 448 
Golf clubs held goods of different descriptive properties from capsules or liquid containing 
vitamins, pentothenic acid and nicotinic acid. 480 


Electric high frequency testing and measuring apparatus for testing and measuring high 
frequency electrical equipment and phenomena held goods of different descriptive properties 
from electrical switches of the so-called precision type. 590 


Pressure adhesive tape for sealing package wrappings and similar purposes held goods of 
different descriptive properties from plastic cement, soap, dispensers and like products, under 


1905 Act. 701 
Plastic tape dispensers and sealing tape dispensers held goods of different descriptive proper- 
ties from soap, soap dispensers, ink removing cleaner, etc. 701 


Pumps and pumping units for oils, compounds, water and other fluids and pumps for indus- 
trial and domestic fuel oil burners held goods of the same descriptive properties as dispensing 
pumps and parts thereof. 715 


Shower curtains made of plastic film held goods of different descriptive properties from 
synthetic resins and plastic materials, including coating compounds, adhesives, fabric impreg- 
nating compositions, laminating compositions, surfacing material, core binding resins and indus- 
trial resins of miscellaneous types and uses. 822 


Mannitol hexanitrate alone and in combination with phenobarbital, in tablet form used to 
alleviate hypertension, held goods of different descriptive properties from a concentrated food 
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drink. The mere fact that a food product may contain vitamins or minerals does not make a 
medicinal preparation. 799 

Magazine, playing cards, calendars, pocket secretaries and phonograph records held goods 
of different descriptive properties from shoe polish. 486 


Solid fuels, such as coal and wood, held not the same descriptive class as fuel oil. 861 


§ 3. REGISTRATION PROCEDURE 
A. Application 
In absence of drawing required by statute, papers submitted with fee did not constitute an 
application for registration of trade-mark, under 1905 Act, and could not be given a filing date. 
Upon re-submission of papers and fee with a drawing, which completes application, after 
effective date of 1946 Act, held applicant is not entitled to a filing date as of time of submission 
of incomplete papers and application for registration under 1905 Act can no longer be accepted 
due to repeal of 1905 Act. 474 


Petition to permit conversion of pending 1905 Act application to 1920 Act denied, where 
amendment proposing transfer of application to 1920 Act was filed after effective date of 1946 
Act, which repealed 1905 and 1920 Acts, in so far as they are inconsistent with 1946 Act. 471 


Registration of “Puddin Brand Rice,” for clean milled rice, under 1920 Act, held properly 
refused, pending applicant’s deletion of the word “Rice” from the drawing. 

Examiner’s ruling that the word “Rice” must be physically removed from the drawing, as a 
prerequisite to consideration of registrability of balance of mark, affirmed. 733 


Disclaimer cannot be used to obtain registration of mark dominated by or containing only 


unregistrable matter. 
Combining unregistrable words and then disclaiming them separately, held to add nothing 
to their registrability as individual words or any grouping thereof. 1152 
Disclaimer of dominant feature of mark, which is descriptive, cannot have effect of avoid- 
ing ground of refusal of registration. 89 
Application held a nullity and registration refused because of misleading statements in it; 
where prior registration of the same mark was cancelled on the ground of abandonment, ap- 
plicant may not claim continuous use from the same date of first use claimed in the cancelled 
registration. 255 
In the absence of testimony or other evidence adduced to show earlier use, applicant is 
restricted to the date of filing application to register. 817 


B. Inter Partes Proceedings 
(1) Interference 


Applicant’s mark must be registrable to justify declaration of an interference; and Rule 51 
requires that all preliminary questions must be settled before interference is declared. 84 

While oral testimony may be sufficient to prove use, it must be clear and definite. 

Testimony of applicant held too intangible and indefinite to sustain burden of proof required 
by junior party to overcome the registration of the senior party. 1131 


(2) Opposition 
a. General 


Question involved in opposition proceedings is limited to applicant’s right to register the mark 
shown in its application. 1145 


Differences in packaging cannot affect the right to registration. 1145 


Any registration which might issue would not be limited as to method of sale or persons 
to whom products might be sold. 1145 
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Registrations of third parties held not pertinent. 696 


Prior registrations of third parties alleged to obviate probability of confusion held irrelevant 
and not to be considered. 715 


Presently expired registration of third party, covering same mark, which was in force when 
opposer’s registration issued, held immaterial. 357 


In opposition proceedings, applicant, who has disclaimed the words which marks of the 
parties have in common, may not attack validity of opposer’s registrations. 553 


The validity of opposer’s registration can be tested only in cancellation proceeding and 
cannot be tested in this opposition. 760 


Applicant’s use of any mark other than the one sought to be registered, held irrelevant 
to question of its right to register. 933 


Where opposer has priority and the marks are confusingly similar, held that whether or not 
opposer’s mark is descriptive or suggestive is immaterial to the right to oppose. 937 


b. Pleading and Practice 


Appearance of non-resident opposer may not be compelled in District of Columbia court, 
though he may choose to appear and intervene, in applicant’s suit against Commissioner. 

Commissioner of Patents may not be sued outside the District of Columbia, without his 
consent. 981 


Broad description of the goods contained in application rather than the specific product sold 
by applicant, held controlling, though “paging systems,” the goods actually sold by applicant, 
have little or nothing in common with opposer’s goods and differ from them in nature and 
use. 933 


Validity of opposer’s registration may not be attacked, in absence of counterclaim. 999 


Where opposer’s priority is shown and applicant’s mark is confusingly similar, opposer 
need not establish exclusive rights to the mark in question. 999 


Looking to the substance of the motion rather than the title, held that motion for summary 
judgment should be construed as motion to dismiss; and applicant held to have acquiesced in 
the Examiner’s interpretation of the motion by not objecting thereto and by filing brief in 
response to it. 480 


1905 Act contains no provision permitting extension of the time for filing oppositions as 
specified in Section 6. 

Patent Office is without authority to institute opposition proceeding where notice of oppo- 
sition, to 1905 Act application, was not filed within the statutory 30-day period; and 1946 Act 
does not apply. 465 


Motion to amend notice of opposition, brought more than 30 days after publication of 
applicant’s mark, held properly denied under 1905 Act. 812 


Motion to amend answer to conform to proof covering defense of laches and estoppel 
granted. 715 


Applicant’s motion to remand and reopen opposition proceeding, for purpose of taking 
testimony relating to alleged newly discovered evidence, pending appeal, denied without preju- 
dice to further consideration of applicant’s motion on final hearing of the appeal, where it 
appears that facts which applicant proposes to prove would not affect the Examiner’s decision 
sustaining the notice of opposition. 107 


Denial of opposer’s motion to reopen held proper where opposer’s attention had been 
called to the fact that record title to registrations was not in opposer, and opposer failed to 
take testimony to prove its title prior to final hearing. 582 


Testimony as to opposer’s sales of cotton felt and staple cotton, offered pursuant to motion 
to amend notice of opposition filed too late, held properly stricken. 812 
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Motion to conform pleadings to the proof granted. 220 


Applicant, prior to taking testimony, having given notice to opposer that it claimed rights 
in the mark from a date prior to the date of first use claimed in its application, and there- 
after having amended its answer, held entitled to attempt to prove rights from the earlier 
date. 710 


Motion to dismiss, under federal Rule 12 (b) (6), granted where notice of opposition 
failed to allege use of the mark and priority. 231 


Proposed amendment purporting to allege opposer’s acquisition of rights of its president, 
held ineffectual to cure deficiency of notice of opposition because not timely and in any 
event no priority of use by opposer’s president was alleged. 231 


Examiner’s decision sustaining notice of opposition cannot be reversed by consent and 
“withdrawal” of notice of opposition. 475 


Applicant having elected to prosecute application and defend opposition proceeding upon 
the issue of similarity between the goods for which it sought registration and opposer’s 
products, and opposer’s record having been made upon that issue, held that no amendment 
would be proper on appeal to the Commissioner even had one been offered. 933 


Opposer held entitled to suggest action but not to be heard, in connection with ex parte 
ruling, as to “unclean hands” of applicant. 940 


Where opposition has been sustaineed on basis of similarity of the marks, held that Patent 
Office need not pass upon right to oppose on basis of res judicata. 

On appeal to Commissioner, any matter raised by the pleadings and considered by 
Examiner of Interferences is subject to review; where opposition is sustained on ground 
of similarity of the marks and successful opposer therefore has not appealed, held that 
opposer’s right to oppose on further ground of res judicata is properly raised though not 
determined. 746 


c. Evidence 


Opposer is entitled to rely upon his prior registration under 1905 Act as prima facie 
evidence of ownership and use of the mark for all of the products specified in the registra- 
tion. 1142 

Effect of such prima facie showing held not limited to the precise goods, specified; 
reasonable inferences as to their type, character and uses may be drawn in determining 
similarity to other products to the extent that they are common knowledge or that reliable 
information is available; caution must be exercised in drawing inferences from known or 


proven facts. 1142 


In absence of contrary evidence, prior registration and certified copies of assignments of 
registration to applicant, introduced by applicant, held prima facie proof of ownership and 
use since date of application for registration. 1142 

The fact that opposer, having priority, may not use or may not be able to use its mark 
throughout the country held immaterial. 715 

When notice of opposition failed to alleged assignment from original registrant to opposer 
and applicant denied opposer’s allegations of ownership, title report from assignment divi- 
sion held incompetent to prove ownership of registration under 1905 Act. 478 

Registration under 1905 Act, constitutes prima facie proof of ownership and use of mark 
on goods mentioned therein but does not constitute evidence of use on goods not mentioned 
therein and not fairly within the general nature of the goods referred to in it. 799 

Opposer’s specimens held not competent evidence of facts stated thereon but under some 
conditions may be referred to as admissions against interest. 799 

Certified copy of order of United States District Court requiring trustee of opposer, in 


reorganization proceedings, to turn all property to opposer held inadequate as proof of 
opposer’s title to registrations standing in the name of trustee on Patent Office register. 582 
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Printed copy of an alleged agreement between opposer and trustee, supported only by 
ex parte affidavit of an officer of opposer, not produced for cross-examination, held incom- 
petent as evidence to prove assignment of the registrations to opposer. 582 


Where opposer relied upon its registration without additional proof, uncontradicted state- 
ments by applicant’s witness that negligee and dress broadcloth shirts are men’s garments, 
must be accepted. 816 


Applicant held to have failed to establish that under modern conditions car owners take 
them to garage for repairs and seldom ask for particular parts. 

It is a matter of common knowledge that repair parts are sold not only by service stations 
but also by many other retail outlets. 1145 


Publications offered by opposer, under stipulation, held not proof of accuracy of state- 
ments therein, but may be considered as indicating that the plant referred to was known. 1009 


Expert testimony of Professor of English as to meaning of a word held not proper test 
for determining question as to descriptiveness, but such testimony taken in conjunction with 
dictionary definitions and uses of the word in publications, as well as the ordinary lay under- 
standing, is proper as a means of indicating the meaning of the word in everyday use. 489 


Oral testimony submitted by opposer appears sufficient to establish priority of use of 
mark by opposer’s predecessors and successorship; and, in any event, such testimony estab- 
lishes that opposer itself has priority. 937 


Certified copies of Patent Office records of registration and of assignments held adequate 
proof of ownership of registration. 

Where labels submitted with application or registration differ materially from those 
which the Notice of Opposition alleges are now used by opposer, but the trade-mark is 
identical on both labels and is the mark set out in the registration relied upon, held that 
applicant’s evidence in no way controverts opposer’s prior use and ownership of the trade- 


mark. 925 
Certified copies of assignments of registrations held competent and adequate evidence of 
assignment and sufficient to show title to the registrations involved, under 1905 Act. 803 


In order to sustain an opposition, opposer need not be the owner of a trade-mark, if there 
is adequate showing of likelihood of confusion, opposer’s use of the words is sufficient. 
Opposer cannot be damaged by the use of the common generic name of applicant’s goods. 350 


Opposer offering no testimony or evidence as to any business activity in this country or 
abroad, held to have failed to establish its right to oppose. 1009 


Whether or not opposer’s mark is entitled to registration as technical trade-mark held 
immaterial in considering right to oppose, where opposer’s mark has come to identify opposer's 
goods to purchasing public. 372 


Damage to opposer selling lanolin and lanolin cosmetics, must be presumed to result from 
registration of descriptive term in connection with such products. 489 


Where opposer did not plead use of its mark on razor blades or similar articles, held 
that the Patent Office was not obliged to consider the allegation that applicant’s mark was 
descriptive of the razor blades to which it was applied. 663 


Opposer’s prior and continuous use of the mark, on similar goods, would be sufficient to 
sustain notice of opposition even were it used only as a grade-mark by opposer. 574 


Opposer, having shown prior use of its mark on similar goods, held not required to establish 
exclusive rights to the mark on which it relies. 1135 


Stipulated proof that “opposer has sold over 425,000 pairs of work gloves under the trade- 
mark ‘Brown Bomber’ during the period October 4, 1939, to January 1, 1946,” held suffi- 
cient to show a course of business beginning October 4, 1939, rather than a single action at 
an unidentified date during the period. 806 
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Opposer has burden of proof of use prior to date established by applicant’s prima facie 
showing and having elected to establish successorship and use by oral testimony, its proof 
must be clear and definite and any ambiguity or absence of material evidence must be resolved 
against it. 

Opposer’s clear, convincing and uncontradicted oral testimony held sufficient to establish 
opposer’s successorship and use of mark since 1938. 

Opposer held to have failed to sustain burden of proof of establishing prior use because 
of vague and general nature of testimony as to use prior to 1938. 1142 


Expired registration held not prima facie evidence of ownership or of use. 
Applicant having taken no testimony as to concurrent use of its mark is limited to the 
date of filing of its application. 6% 


In view of disclaimer of “Oxford Clothes,” in registration of opposer’s composite mark, 
opposer must rely upon testimony to prove use of those words. 350 


Applicant’s filing date, in absence of testimony, is earliest date upon which it can rely. 

Opposer’s testimony held to establish priority; and fact that notice of opposition alleged 
date later than that proved by opposer, held immaterial since both the dates alleged and 
proven antedate applicant’s use. 1135 


Where statement in oath accompanying application giving date of first use was not 
challenged in notice of opposition and nothing occurred to make it incumbent upon appli- 
cant to furnish further evidence of use, lack of statement as to applicant’s use in stipulated 


7 


facts held immaterial. 27 


Registration under 1905 Act constitutes prima facie proof of ownership and use of mark 
as of the date of filing of application to register. 806 


Opposer’s registration under 1905 Act, in the absence of evidence to the contrary, is prima 
facie evidence of its ownership and use of the mark on the products referred to therein. 810 


d. Laches, Estoppel and Acquiescence 


On the record, held that there is no showing of laches or estoppel and that in any event 
such defense is inapplicable because of the statutory bar to applicant’s application. 720 


Alleged inconsistency of opposer’s position, in obtaining registration of “Palm Beach,” 
with two palm fronds, over a previously existing registration of third party, covering “Palm 
Island” for similar goods, and in now opposing applicant’s mark consisting of the words 
“Palm Island” and pictorial background including two palm trees, held immaterial where 
the marks are confusingly similar, the prior third party registration of “Palm Island” is no 
longer of record in the Patent Office and opposer has used its registered mark for many years 
in making large sales of its goods. 245 

Since applicant characterized its cough drops as a medicinal product in the application 
for registration and advertised them as recommended for relief of coughs due to colds and 
bronchial irritations, held that applicant cannot now argue that its cough drops do not have 
these properties. 705 


“Equitable principle” of laches or acquiescence, even if established against opposer, could 
not overcome statutory prohibition of 1905 Act and confer upon applicant right to register 
mark confusingly similar to previously registered mark. 

Once it is decided that applicant’s mark is confusingly similar to a registered mark of 
record, Patent Office has duty to refuse registration without reference to the issue of the 


opposition. 482 


Mere inaction by opposer from 1936 until 1944 when applicant’s mark was published held 


not to constitute laches. 
Facts shown as to advertising, correspondence and alleged dealings between the parties 


held not to constitute laches or estoppel. 715 
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In absence of showing that opposer had knowledge of applicant’s or third party acts, or 
opportunity to take action prior to publication of application herein, facts that applicant had 
ten years use of mark and had spent substantial sums on advertising and third parties had 
registered a few marks having some similarity and opposer had not objected, held to con- 
stitute neither laches, acquiescence, estoppel nor any “equitable principle,” under section 19 
of the 1946 Act, upon which applicant may rely. 241 


(3) Cancellation 
a. General 


Under 1905 Act decision in interference does not cancel a registration; cancellation may 
be obtained only by appropriate proceedings under that Act. 87 


Registration of descriptive mark subject to cancellation at instance of any person who 
may be injured; and petitioner for cancellation dealing in similar goods to which the mark 
is equally applicable held injured thereby. 233 


Injury will be presumed to follow from the improper registration of a descriptive word. 238 


Use of the word “The” in connection with the word “Gem” held neither to add nor 
detract from the mark. 723 


Registrant’s use of mark upon existing supplies of rum previously received from petitioner 
held bona fide and not as “sham or token use.” 

Petitioner held to have failed to substantiate allegation that “the mark is not used” by 
respondent, within any reasonable meaning of the 1905 Act. 375 


Counterclaim for cancellation of plaintiff’s registration on ground of descriptiveness held 
properly dismissed; under 1905 Act defendant, without interfering registration, has no stand- 
ing to obtain such relief; and 1946 Act held inapplicable to subject matter of defendant's 
appeal. 543 


To sustain its petition for cancellation petitioner must prove its right to use of the mark 
at about the time of filing petition for cancellation. 

Unless abandoned, the matter of respondent’s title is not one which may be questioned by 
petitioner. 585 


Applicant held to have failed to establish unclean hands of opposer or injury to applicant 
and dismissal of counterclaim held proper, where opposer, after assignment from subsidiary, 
used name of subsidiary, as manufacturing division, on labels; and then dissolved subsidiary 
which had assigned and organized a new subsidiary by the same name, which remained in- 
active. 574 


Petitioner must have made some use of mark on similar goods to sustain position that 
use by registrant was not bona fide and exclusive, as required by 1920 Act. 

Whatever rights petitioner might or might not have in equity suit for unfair competi- 
tion, there is nothing of record to enlarge petitioner’s proprietary rights so as to exclude 
others from registering marks for goods beyond the fields covered by petitioner’s goods. 438 


From standpoint of rights to cancel registrations of others, magazine treated like any 
other merchandise. 

Petitioner held not entitled to general preclusion of registration of mark by others, who 
qualify under the trade-mark acts, in fields of activities covered by magazine on which 
petitioner uses “Esquire.” 486 


Petitioner for cancellation having used similar mark on similar goods, prior to any use 
claimed by respondent, held entitled to relief sought regardless of petitioner’s ownership of 
registration. 584 


b. Pleading and Practice 


Rule 41(b) of Federal Rules of Civil Procedure, as amended, held applicable to can- 
cellation proceedings. 1027 
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While prior court proceedings, between one party and customer of other party, con- 
cerning two of three marks here involved, is not res judicata in cancellation proceedings, held 
that court decision will be followed to extent that pleadings herein permit. 

Issues in prior court proceeding and in these cancellation proceedings held different be- 
cause of additional registration here involved, cancellation proceedings concern narrower 
statutory question of right to registration and position taken by one party in the pleadings 
as to confusing similarity of the marks differs from its position in court case and from the 
court’s holding. 723 


Proceeding to cancel 1920 Act registration suspended, after expiration of registration, in 
accordance with Section 46(b) of 1946 Act, pending expiration of the three months’ “delayed 
renewal” period, allowed by Section 9 of 1946 Act. 370 


Unless the allegations as to confusing similarity of the marks in cancellation proceedings 
are so far fetched that they cannot be considered as having any substantial basis, they are 
binding on the pleader. 723 


Petition for cancellation which does not quote or paraphrase the statute held sufficient 
where reasonable construction indicates that averments contain grounds justifying cancel- 
lation. 

Examiner’s action in permitting petitioner to file brief and submit copy of its registration 
at time of final hearing sustained, as matter within his discretion. 

Where petitioner, at final hearing before examiner, moved to dismiss without prejudice 
and registrant opposed motion to dismiss unless it were to be granted on the merits, held 
not to preclude petitioner from relying upon the record which was presented. 824 


Examiner’s refusal of interrogatories held to involve neither abuse of discretion nor denial 
of substantial rights to petitioner, where the interrogatories propounded would have required 
conclusions or opinions rather than facts, privileged matter, or matters so detailed that answers 
would burden the record, rather than assist the parties or the Examiner in disposing of the 
issues. 102 


Where respondent denied all material allegations of petition for cancellation, held petitioner 
had burden of proving by fair preponderance of evidence its contention of abandonment. 585 


Detailed review of Examiner’s rulings with respect to interrogatories in cancellation pro- 
ceedings cannot be obtained by petition, since this would amount to an interlocutory appeal not 
provided for under either the 1905 or 1946 Acts. 102 


Supervisory action by petition should be taken in such matters only where the petitioner 
has been deprived of substantial rights by an abuse of the Examiner’s discretion. 102 


Examiner’s denial of registrant’s motion to dismiss the petition for cancellation, made 
after completion of petitioner’s testimony in chief, and refusal to pass upon merits of motion 
until close of all evidence, held no abuse of discretion, under Rule 41(b) of Federal Rules of 
Civil Procedure, as amended. 1027 


Registrant’s petition to Commissioner to require dismissal of cancellation proceeding 
against 1920 Act registration denied, where 1920 Act registration has expired under Section 
46(b) of 1946 Act, but period within which “delayed renewal” might be sought by registrant 
under Section 9 of 1946 Act has not elapsed. 370 


Dismissal of petition for cancellation, based on alleged abandonment, held proper, under 
1905 Act, where petition did not allege deception resulted from licensee’s failure to state 
in advertising, as required by license agreement, that licensor owned mark; and petition 
did not allege that the other terms of the license agreement, as to inspection, control of 
quality, etc., were not carried out by each of the parties thereto. 666 


Rule 23.1 of the Rules of Practice in Trade-Mark Cases of the Patent Office provides 
that the federal Rules of Civil Procedure shall govern in contested or inter partes proceed- 
ings wherever applicable and appropriate. 102 
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Interrogatories under Rules 33 of the federal Rules of Civil Procedure are proper where 
the issues of abandonment and lack of use are properly in question; while the right to dis- 
covery should be granted liberally under the rules, the extent to which particular interroga- 
tories are material and proper in cancellation proceedings must be decided by the Examiner 
of Interferences in each case. 102 


c. Evidence 


Third party registrations introduced by respondent, held immaterial! since validity of peti- 
tioner’s registrations not in issue and must be presumed. 249 


In the absence of evidence to the contrary, injury is presumed from the inclusion on the 
register of a confusingly similar mark for merchandise of the same descriptive properties. 
Registration under 1905 Act “proves ownership and ownership implies use.” 249 


Petitioner’s prior registration, in absence of contrary showing, constitutes adequate proof 
of its priority of ownership and use of its mark. 1014 


Proof of actual confusion is not required and little weight can be given to absence of 
such proof where the marks are so deceptively similar that confusion in trade is likely. 577 


Registration of petitioner for cancellation, whether valid or invalid, held prima facie evi- 
dence of petitioner’s prior ownership and use of its mark. 236 


In the absence of contrary evidence, petitioner’s prior registration, showing on its face that 
it had been renewed, held sufficient prima facie proof of ownerdship from the date of registra- 
tion, and use must be presumed. 

Testimony taken by registrant, that people in the trade did not know of petitioner’s 
products and had been unable to find them on sale near petitioner’s plant, held not to negative 
petitioner’s prima facie showing. 824 

Petitioner’s proof of use of similar mark on similar goods in period during which 
registrant claimed exclusive use, held sufficient to negative right of registrant to 1920 Act 
registration. 

Testimony held to show that petitioner’s mark appeared on the goods shipped. 365 


Registration under 1905 Act held prima facie evidence of ownership and use of mark by 
petitioner. 1006 


(4) Appeals 


a. To the Commissioner 


Informal counterclaim, stricken by Examiner of Interferences, may not be considered on 
appeal where respondent failed to present the matter by petition before the pleadings were 
settled and failed to include in the reasons for appeal an allegation that the Examiner’s action 
was erroneous. 249 


Where the petition for cancellation was sustained, but not on all grounds alleged, and 
registrant appealed but petitioner did not, held that petitioner may urge in its brief any matter 
of record to sustain all grounds of petition. 233 


Where applicant voluntarily agreed to limit description of goods in its application, upon 
the argument of the appeal, held that prior to and as a condition to allowance of applicant’s 
mark, an amendment must be filed limiting the goods to women’s hosiery. 816 


b. R. S. 4915 


In 4915 suit, to review Commissioner’s administrative decision in cancelling 1905 Act 
registration, plaintiff has heavy burden of proof; there is presumption in favor of Commis- 
sioner’s decision and Commissioner should be affirmed unless his decision is clearly erroneous ; 
such presumption is more potent as to findings of fact than as to conclusions of law. 80 


After Patent Office sustained opposition to application for registration, on ground of 
confusing similarity to previously registered mark, Commissioner of Patents was proper 





50 THIRTY-EIGHT TRADE-MARK REPORTER 


party to 4915 suit brought by applicant in District of Columbia but not a necessary party 
to separate 4915 suit brought by applicant against opposer, in Southern District of New 
York. 647 


After Patent Office sustained opposition on ground applicant’s mark was confusingly 
similar to opposer’s successful opposer held a proper but not an indispensable party to suit 
under R. S. 4915 against Commissioner. 

Opposer, if he so desires, may intervene in 4915 suit brought by applicant against Com- 
missioner. 981 


Plaintiff applicant held entitled to register “Vegemite,” under the 1905 Act, for yeast 
extract used primarily as a spread and also as a food flavoring in soups and gravies. 77 


Commissioner authorized to issue such registration upon plaintiff’s filing in the Patent 
Office copy of judgment herein and complying with other requirements of the 1905 Act. 77 


Mere descriptiveness held no bar to registration under 1920 Act. 
“Rice,” per se, held completely incapable of functioning as a trade-mark for rice. 733 


ec. ©. 4. 2. &. 


Because of peculiar situation in this case, transcript certified to C. C. P. A. by Patent 
Office held the same as though that portion of it to which appellant objects had been brought 
here by certiorari, and appellant’s motion to tax costs, for material alleged to be improperly 
included, denied, pending determination of the case on the merits, when costs will be taxed 
in accordance with the normal procedure. 658 


Final decision of Court of Customs and Patent Appeals on descriptiveness of applicant's 
claimed mark, under 1905 Act, precludes any reopening of that question, directly or indirectly, 
in Patent Office. 96 

(5) Renewal 


Registrant under 1905 Act held entitled to renewal of registration which had not been can- 
celled but had been involved in interference terminating adversely to registrant. 87 


§ 4. RecistraTion UNper Act oF 1920. 
“Make-up Pat,” used on preparation applied to the face as make-up base or foundation, held 
devoid of trade-mark significance and not registrable. 598 


If 1920 Act registration is renewed, under Section 9 of 1946 Act, to support foreign 
registrations, it will still be the same registration, continued in existence through renewal. 370 


Mere descriptiveness held no bar to registration under Act of 1920. 733 


“Rice,” per se held completely incapable of functioning as a trade-mark for rice. 733 
Under 1905 and 1920 Acts, practice was well established in Patent Office, permitting amend- 


ment of application under 1905 Act to transfer it to 1920 Act, after a final holding that mark 
was not registrable under 1905 Act. 96 


IV. UNFAIR COMPETITION 


§ 1. GENERAL 

Substantive law of the state, in which acts sought to be enjoined have occurred, governs and 
must be applied by Federal courts, under doctrine of Erie Railroad Co. v. Tompkins. 

Law of Tennessee as applied by Supreme Court of Tennessee and law of Federal Courts 
in the Sixth Circuit held to be the same, in unfair competition cases. 532 

State law controls as to what constitutes unfair competition. 195 

It is sufficient if it appears from counterclaim that the public might be deceived into think- 
ing there was some connection between plaintiff and the defendant companies; and the require- 
ment of allegation and proof of palming off held to have been removed in Illinois, where 
equitable relief is sought. 195 
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§ 2. UNFAIRNESS IN COMPETITION 
A. Unfair Use of a Trade-Name 
(1) General 


Tests of trade-mark infringement and unfair competition differ little if any ; degree of resem- 
blance constituting infringement is incapable of exact definition; and courts can say no more 
than that no trader may adopt trade-mark so resembling another’s as to be likely to cause 
confusion. 543 


A firmly established trade-name receives the same protection from the law as a trade-mark; 
and issuance of absolute injunction is proper to protect prior user. 

By California statute, which accords with general law, ownership of trade-name is a property 
right; and when it embodies the distinctive part of the owner’s corporate name, the property 
right in a trade-name will be recognized perhaps even more readily. 

The reach of the law of unfair competition is greater than that of the law of trade-marks; 
and equity gives greater degree of protection of “fanciful” trade-names than it accords to names 
in common use. 431 


Question as to unfairness of competition is primarily one of fact; test is likelihood of confu- 
sion of public. 218 
General rule is that corporation has common law right to exclusive use of its name which 
includes right to restrain others from using name so similar as to be calculated to deceive. 218 
Neither plaintiff’s qualification to do business locally as foreign corporation nor defendant’s 
registration under state Fictitious Names Act conferred exclusive rights on either party. 69 


Dilution doctrine held to apply only to situation where similar marks are used on dissimilar 
goods and to have no application to cases where the goods are similar but the question is 
whether the marks are confusingly similar. 177 


Plaintiff held to lack substantial basis for claim of dilution, in view of weakness of mark, 
due to laudatory characteristics and prior uses. 177 
Neither proof of actual confusion, actual damage, nor engagement in competitive business is 
required; if in fact there is reasonable likelihood of confusion as to source, such threat of 
injury is sufficient to sustain injunctive relief. 211 
Plaintiff, operating radio broadcasting station, has protectible interest in call letters assigned 
to it by F. C. C. 211 
All that is required to bring injunctive power of Chancery Court into action is to inform 
it that complainant’s trade is in danger of harm from the use of its name by defendant in a way 
calculated to deceive the public. 1126 
The basic function of law of trade-mark infringement and unfair competition is to guard 
against sale of one man’s goods for those of another. 459 
While it is firmly established that the owner of a trade-mark which is “original,” “arbitrary,” 
“fanciful,” or a “strong mark,” may exclude others from using the mark not only for the 
commodity he sells, but also for a wide variety of products; it is equally well recognized that 
trade-marks or trade-names merely suggestive or descriptive in character, or those emphasizing 
the superior quality of the goods and sometimes referred to as “weak marks,” afford only narrow 
and restricted protection. 459 
Protection of trade-marks and trade-names is not limited to specific products of the plaintiff 
but extends to merchandise of substantially the same descriptive properties, and even to protec- 
tion of business reputation against the use of its name upon non-competing goods likely to be 
thought to originate with plaintiff. 770 
It is unfair competition to appropriate and use in the manufacture and sale of an article 
a name which has been and is being used in the same general field by another. 770 
Whether or not the goods of plaintiff and defendant are competitive may have a bearing 


on plaintiff’s right to an accounting but held not to bear upon plaintiff’s right to an injunction. 
770 





52 THIRTY-EIGHT TRADE-MARK REPORTER 


Plaintiff must show that its mark is a valid technical trade-mark or has acquired a secondary 
meaning and likelihood of confusion as to source resulting from use of defendants’ mark on their 
goods. 

Plaintiff has burden of showing such likelihood of confusion resulting from sale of defendants’ 
goods under their mark. 1114 


Lack of competition may be considered as a factor in defendant’s favor, but under the pre- 
vailing Federal view competition is not a prerequisite to injunctive relief against unfair 
trading. 69 


Trade-names incapable of exclusive appropriation as trade-marks may be protected against 
infringement resulting from unfair competition where they have acquired a secondary meaning 
identifying the product of a particular manufacturer or business. 69 


Even in the absence of secondary meaning, the courts will grant limited relief against unfair 
trading of particular defendant intentionally using the name with some design inimical to 
plaintiff’s interests. 69 


Plaintiff who has established a right to trade-name, which is fanciful or arbitrary or which 
has acquired secondary meaning is entitled to protection against the use of that mark by 
others even upon non-competing goods, if defendant’s goods are likely to be thought to orig- 
inate with plaintiff. 516 


Equity will grant relief where defendant fraudulently represents that his goods or services 
are those of plaintiff, or that plaintiff is in some way connected with or interested in his 
business ; and even in absence of deliberate fraud, equitable relief will be granted where intent 
to gain advantage from plaintiff’s reputation and good-will is shown. 891 

Use of a term which has acquired secondary meaning will be restrained where defendant, 
with knowledge, uses the term in a closely related field and creates confusion. 

Defendant using plaintiff’s trade-name has burden of justifying such use; and any doubt 
in respect of extent of relief must be resolved against one who has shown by his conduct that 
he is not to be trusted. 891 


Owner of established good-will in a name having acquired secondary meaning may protect 
it not only against competitors invading his market, but also against those using names likely 
to cause confusion. 

Proof of intentional deception on the part of defendant held not necessary. 

Actual market competition held not an essential element in determining the existence of 
unfair trading. 876 

The test of identity is whether ordinary prudent purchasers would be likely to purchase the 
goods of the defendant believing them to be plaintiff’s; confusion of origin, not confusion of 
goods, controls. 876 


Trade-name is merely an element in the good will of a business, which cannot exist as a 
right in gross or as property disconnected from a business in which it is used. 215 


Trade-mark or trade-name is not like a patent which can be put to negative or merely 
prohibitive use. 215 


Where similarity of names results in confusion as to origin of products, held it is immaterial 
whether such names be treated as trade-marks or trade-names. 861 


(2) Particular Instances 


While court has no intention of preventing defendant from earning a livelihood as an enter- 
tainer acting as a cowboy, it aims to preclude his doing so in any manner whatsoever which 
will amount to unfair competition or trade as to The Lone Ranger, Inc. 891 


Defendant enjoined from any use whatsoever of the words “Lone Ranger,” either alone or 
in conjunction with other words or symbols, and enjoined from imitating any of the distinctive 
characteristics of “The Lone Ranger” program, including the cowboy garb and mask, the white 
horse “Silver,” the Indian “Tonto,” the calls “Hi Ho Silver” and “Hi Ho Silver Away,” etc. 
























































em en PO IE RAR LAINE De sa : 







DIGEST OF CASES—PART II 53 





Accounting may be denied where injunction will satisfy the equities; and plaintiff held not 
entitled to accounting in the absence of additional testimony. 891 


Plaintiff's use of the words “Auto Shampoo” would constitute unfair competition only if 
it resulted in the likelihood of deception of the public. 195 


If the words “Auto Shampoo” or “Car Shampoo” had acquired secondary meaning, use of 
the words themselves upon similar products would constitute unfair competition because of the 
likelihood of confusion as to origin. 195 


Plaintiff, having over twenty years priority in use of its name in similar field, and the 
words “American” and “American Oil” having come to signify plaintiff to the public, held en- 
titled to a decree as of course, where defendants, with knowledge and with intent to confuse and 
to appropriate plaintiff’s good-will, adopted confusingly similar trade-name. 567 


Defendant held entitled to continue use of its mark “R. W. L.” on any product which it 
manufactures, bottles or dispenses, but only in Delaware, Maryland and the District of Colum- 
bia ; and provided that whenever the mark is used in conjunction with defendant’s firm name con- 
taining the word “Roma,” the above explanatory statement must be used. 1078 


Plaintiff operating 45 stores, in 4 Atlantic coast states and District of Columbia and adver- 
tising extensively by radio, billboards and in national magazines, held to have acquired sufficient 
reputation and good-will in Massachusetts, where it has no stores, to require issuance of injunc- 
tion restraining defendant’s use of “Pep Boys” or “The Pep Boys,” in similar business, to 
prevent injury to plaintiff's business reputation and dilution of its rights in trade-name; but no 
damages awarded in absence of evidence in the record upon which court might compute actual 
damage. 681 


Defendant, who in bad faith attempted to capitalize on plaintiff’s established reputation by 
creating the impression that there was some trade connection between them or that plaintiff 
had expanded its business to that territory, enjoining from using the designation “Safeway” 
in connection with his store; but plaintiff held not entitled to an accounting. 69 


Defendant enjoined from using the word “Safeway,” as corporate or trade-name or part 
thereof, in business of building and selling homes, where plaintiff had acquired secondary meaning 
in same term applied to chain grocery stores and divisions handling construction, maintenance, 
remodelling and repair thereof and where some confusion was found to have resulted from 
defendant’s use of the word. 198 


Defendant’s corporate name “Waldorf Hosiery Shops, Inc.” held sufficiently confusing to 
warrant injunctive relief where plaintiff's Town & Travel Wear Shop in the Waldorf, selling 
similar goods, has become known and associated in the public mind as “The Waldorf Hosiery 
Shop,” etc., prior to the defendant’s use of its name on its store in the Belmont-Plaza Hotel on 
Lexington Ave., across from the Waldorf-Astoria. 792 


“Yellow Checker Cab Company” held confusingly similar to “Yellow Cab Company.” 

Injunction restraining defendant’s use of the word “Yellow” and color yellow in the taxicab 
business, in such manner as may be calculated to deceive, held proper; an absolute injunction 
may be issued where defendant’s conduct is unlawful. 693 


Trial court’s finding of unfair competition affirmed, where plaintiff was prior user of 
“Seventeen,” as valid trade-mark, for magazine devoted to interests of girls, which had acquired 
secondary meaning, and defendant began to use “Miss Seventeen,” for girdles, resulting in 
likelihood of confusion through public believing defendant’s goods to be sponsored by plaintiff. 

516 


Prior use of “Seventeen,” by third parties, on cosmetics, held to have no bearing on the 
issues herein and would not destroy value of the name which plaintiff built up for magazine, 
in the apparel field, nor provide defense for defendant’s subsequent unfair competition. 516 


There is a distinction between the right of an individual to use his name in his personal 
business and the right to use individual initials in a corporate name. 211 
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Since defendants offer no excuse for use of the letters “KWkK,” in corporate name, except 
that they comprise the first letters in surnames of incorporators; and since they have neither 
advertised nor used the name extensively it will be relatively simple to change name of de- 
fendant’s corporation to give plaintiff relief to which it is entitled. 211 


It is generally true that surnames cannot be appropriated for exclusive use as trade-names; 
but trade-name is entitled to protection where it has become recognized by the general public 
as identifying the product of a certain manufacturer or business. 876 


If defendant did not bear the family name “Gamlen,” there would be no doubt that his use 
of that name in connection with his business would be prohibited; it is well settled that a new- 
comer may be compelled to add some distinguishing words if he chooses to use even his own 
surname to conduct his business. ; 

Newcomer held subject to stricter limitations upon use of his own. name where he is 
competing in the first user’s market. ' 876 


Absolute injunction against the use of surname, in plaintiff’s trade territory, held proper 
where defendant’s use of surname, in plaintiff’s territory, caused confusion and was found 
under the facts of record to constitute constructive fraud, one of the defendant’s incorporators 
having previously joined in conveyance to plaintiff of business formerly conducted under name 
“Neuhoff,” in plaintiff’s territory. 532 


“Wilma Juniors, Inc.” held confusingly similar to “Wilma Gowns, Inc.” used in connection 
with similar goods, and injunction granted under Section 964 of the New York Penal Law. 786 
“American Oil Burner Service” held confusingly similar to “American Oil Company,” used 
by plaintiff, in similar field. 567 
“Consolidated Home Supply Company” held confusingly similar to “Consolidated Home 
Specialties Company.” 218 


Plaintiff corporation, operator of radio station which has become known as “Radio Station 
KWK,” held entitled to enjoin defendants’ use of letters “K WK” in their corporate name and 
business of operating hotels and apartments and conducting general real estate business. 211 


“Boston Day and Night Cleaners” held not confusingly similar to “Day and Nite Clean- 
ers.” 770 


“World Oil” held not confusingly similar to “World Petroleum,” used on similar trade 
journal, and to constitute neither trade-mark infringement nor unfair competition. 

Format, make-up, type, color scheme, identifying symbols and legend held all designed 
to avoid confusion. 1101 


(3) Secondary Meaning 


Mere popularity of an article is not enough; the number of sales claimed by plaintiff held 
so small that no secondary meaning could have been established; plaintiff failed to prove 
likelihood of deception or palming off. 568 


Defendant alleging secondary meaning and having burden of proving it, held to have failed 
to sustain that burden. 195 


Trial court’s failure to find secondary meaning held a finding that the words had not acquired 
such meaning. 195 


“Gamlen” held to have acquired secondary meaning among consumers identifying plaintiff ; 
and defendant’s use of “Gamlen” held likely to deceive purchasers. 876 


Plaintiff held to have failed to sustain the burden of proving secondary meaning in the 
name “Safeway” in Pennsylvania. 69 


“Safeway” held to have acquired a secondary meaning, identifying plaintiff in its business 
of operating chain grocery stores and building construction facilities. 198 











DIGEST OF CASES—PART II 55 





“Liliputian Bazaar” held to have acquired secondary meaning in identifying Best & Co. rather 
than the product or an anonymous source. 543 


Plaintiff having conducted its business for about ten years on the Park Ave. side of the 
Waldorf-Astoria, held to have become associated in the public mind with the Waldorf-Astoria 
Hotel and to be known as “Waldorf Hosiery Shop,” “Waldorf Negligee Shop,” etc. 792 


(4) Defenses 


Both parties held barred from accounting against the other due to misconduct, wilful 
defaults and fraud. 

Plaintiff’s conduct, however, held not to prevent recovery for his own property left in de- 
fendant’s hands when the parties ceased doing business under contract. 345 


While unexplained delay in seeking relief may preclude an accounting for damages, it does 
not bar an injunction against prospective infringement and unfair competition. 685 


It is settled that laches will not bar relief against future infringement and unfair competition, 
though it may bar an accounting for past profits. 

It does not follow that inability to take action against selection of a trade-name will bar 
action against future use thereof in a manner which may be shown to be harmful. 1126 


Lapse of over two years before notifying defendants to discontinue and almost three years 
in bringing suit held not to constitute laches. 431 


In considering defense of acquiescence, it must be borne in mind that protection of trade-name 
is for benefit of the public as well as the owner of the trade-name; acquiescence so long con- 
tinued that the public generally becomes aware of the other’s appropriation of the name and 
hence is not likely to be deceived may, in a proper case, be treated as abandonment. 218 


In unfair competition or trade-mark infringement suits mere laches, in the sense of delay 
in bringing suit, does not constitute a defense to injunctive relief but may bar an accounting. 
218 


Plaintiff’s conduct held adequate basis for absolute defense of estoppel where delay in bringing 
suit was accompanied by active encouragement of defendant to use the mark and attempts 
by plaintiff to induce defendant to purchase ingredients from plaintiff for goods on which 


defendant used the mark. 183 
Plaintiff’s case held utterly lacking in broad aspects of equity; and injunction would effect 
manifest commercial injustice. 183 


Facts held insufficient to support defense of laches where evidence showed defendant’s in- 
fringing use began four years prior to suit but extensive use and advertising by defendant began 
only a few months prior to notice and suit. 202 

While equitable relief may be denied because of plaintiff's “unclean hands,” in relation to 
subject matter of litigation, held that alleged violation of Clayton Act by plaintiff, even if 
it were established, would be legally insufficient as defense here. 916 


Fact that third parties may have used trade-name at other times or in other parts of the 
country before plaintiff, held not a bar in and of itself to unfair competition suit against de- 
fendant based upon plaintiff’s alleged secondary meaning rights. 1083 

Lack of direct market competition is not a defense in cases of unfair trading; disparity 
in size of the respective businesses will not bar injunctive relief; and mere geographical distance 
is not of itself sufficient to preclude possibility that given establishment is branch of enterprise 
having principal place of business elsewhere. 431 

Lack of fraudulent intent is no defense to njunction; nor is the fact that defendants’ pred- 
ecessor used the infringing name prior to purchase by defendants. 

Demand for discontinuance of trade-name is not a prerequisite to granting injunction; nor 
would discontinuance in response to demand preclude injunctive relief to prevent resumption of 


wrongful conduct. 431 
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B. Imitating Dress of Goods 

Style or design piracy held not actionable per se. 

Plaintiff is required to prove secondary meaning in allegedly identical fabric designs in 
order to prevail. 987 

In absence of design patent or unfair competition, form or design of goods is in public domain 
and may be copied by others. 568 

To entitle plaintiff in unfair competition suit to relief on claim of simulation of goods, not 
covered by design patent, it must prove secondary meaning, viz., that prior to defendants’ entry 
into the field, plaintiff’s design had come to identify source; that purchasers buy plaintiff's 
article because of source; and that confusion or likelihood of confusion results from defendants’ 
acts. 568 

Copying unpatented design held not to constitute unfair competition in itself. 172 

Where there is no evidence of “palming off,” plaintiff must establish secondary meaning in its 
design and likelihood of confusion resulting from the sale of defendant’s goods. 172 

Style of plaintiff’s ball-shaped, long-necked cologne bottle, upon which design patents have 
expired, may be protected only if it had acquired secondary meaning prior to defendant’s first 
use of same style of bottle for similar goods. 57 

To establish secondary meaning, plaintiff held to have burden of proving that design of 
bottle identifies source of the product and that purchasers buy the product because of its 
source. 57 

Plaintiff held guilty of unfair competition in simulating defendant’s package dress, copy- 
ing defendant’s legends, slogans and the language and illustrations of defendant’s advertising 
and in palming off its goods as defendant’s. 1067 


C. Trade Secrets 
List of milk customers in a small city and small village, held not a trade secret according 


to accepted meaning of the term because, from the very nature of the business, delivery of milk 
is open and notorious. 340 

There is no element of secret methods or formulae involved in motion picture buying and 
booking business; the technique required neither special knowledge nor extensive training; the 
limited field from which customers were drawn was common knowledge. 463 

Use by ex-employee, to the prejudice of his former employer, of confidential information as 
to business secrets of employer gained during prior employment, constitutes unfair com- 


petition. 335 

Plaintiff's fund of information acquired over the years, its methods of investigation and 
analysis and its list of subscribers, held trade secrets and defendant properly enjoined as to 
these. 335 

Defendant's solicitation of those who became plaintiff’s subscribers after defendant’s employ- 
ment terminated, held proper so long as not accompanied by unfair acts. 

Defendant’s use of questionnaires similar to plaintiff’s, to be supplied for subscribers to 
present to persons soliciting funds, held not unfair competition per se. 335 

Plaintiff has burden of proving that its machines were secret. 

Fact that others, in confidential relationship, saw or were licensed to use machines, held 
immaterial. 

“Prior art” held admissible and relevant to issue of secrecy and confidence. 916 

Injunction will issue to restrain ex-employees from communicating secret formulae or indus- 
trial know-how or customers’ lists to plaintiff’s competitors, but it is well established that prop- 
erty right inheres in secret process or formula only where it is in fact a secret and so kept, 
or imparted only in confidence. 781 

Whether or not injunction is proper depends upon whether the matters in question are truly 
secrets, because there is no relationship of trust and confidence pertaining to disclosure of 
matters in the public domain. 781 
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Plaintiff held entitled to injunction restraining defendants from making, completing, con- 
structing, transferring or using any machines or parts of machines which were copied from 
plaintiff’s secret machines or parts thereof; but plaintiff held not entitled to have defendants’ 
machines surrendered to it. 

Plaintiff held not entitled to injunction against former employee’s engaging in competing 
business after expiration of term of restrictive covenant. 916 


In anwser to complaint seeking injunction against disclosure and utilization of alleged 
secret formulae and processes, defendants held entitled to plead affirmatively, as complete 
defense against being restrained from doing that particular thing, that such processes and 
formulae are generally available to the trade, without charge, from various manufacturers 
and suppliers of raw materials. 

The circumstance that it might be possible to raise this point by denials held not controlling. 

Second affirmative defense directed to covenant by defendants to refrain from working for 
competitor within 500 miles of plaintiff’s plants for two-year period and alleging in substance 
that plaintiff’s plants are so numerous and the range of its products so widespread that the 
covenants are void as oppressive, held properly pleaded. 781 


Defendant, former officer of plaintiff, should not be permitted access to customers lists to 
use formulae and techniques developed while he was connected with plaintiff. 876 
Products produced by plaintiff under trade secrets held entitled to protection; and anyone 
acquiring knowledge thereof in confidential capacity, held under obligation not to disclose 
secret or use it for his own advantage, even in absence of express contract. 876 


To obtain relief, plaintiff must establish: (1) defendant’s machines are copies of plaintiff's ; 
(2) the design and operation of plaintiff’s machines were secret; (3) defendant used or will 
use information acquired during course of employment by plaintiff. 

To subject one to liability for use of another’s trade secret, there is no requirement that 
it be used in exactly the same form as received. 916 


D. Competing With Employer 


In absence of proof of improper solicitation or misrepresentation, complaint against former 
employees of plaintiff, now competing with it in buying and booking motion pictures for inde- 
pendent exhibitors, dismissed. 463 


Regardless of fraudulent intent, former employee cannot use his own name in competition 
with former employer, selling the same goods, under circumstances resulting in confusion. 876 


Covenants not to compete with former employer are generally held valid if limited as to 
time and place; and they may be valid even if unlimited, to the extent that they are drawn 
to prevent disclosure of actual trade secrets learned in confidence as a result of having been in 
plaintiff’s employ. 781 

Covenant in employment contract, prohibiting employee, for three-year period after termina- 
tion of employment, from soliciting, supplying, serving or catering to customers served by 
him during his employment, in particular area, held valid and enforced. 332 


Absolute duty of employee, during employment and thereafter, to hold sacred any trade secrets 
acquired in course of employment, held implied in every contract of employment. 

Fact that such express agreement was made emphasizes trust which defendant assumed 
and demonstrates that parties understood value plaintiff attached to secrecy. 

Employee held entitled to take with him, to new employment, general knowledge and 
greater experience and skill gained in past employment. 916 

Where employment continued after expiration of period covered by written contract, restric- 
tive covenants contained in original agreement held to be embodied in subsequent implied con- 
tract of employment. 343 

Motion to dismiss complaint denied where defendants, having covenanted not to compete 


with nor utilize trade secrets of plaintiff for five years after termination of employment contract 
with definite term, continued in plaintiff’s employ, without a new express contract, for about 
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ten years beyond period of original agreement of employment and then within two years after 
leaving plaintiff, threaten to compete and to use plaintiff’s secrets in so doing. 343 


Employment contract prepared by employer’s attorney held to be construed most strictly 
against party who prepared it. 

Acts of parties held to rebut any implied intent to renew contract each year following 
expiration of its expressed term. 

Equity courts may always look into reasonableness of restriction, before granting injunc- 
tion to enforce restrictive covenant; and equity does not look with favor upon covenants 
restricting a man from earning a livelihood for long period, except when necessary to protect 
trade secrets. 916 


In absence of contract or fraud, plaintiff’s ex-employee was not prohibited from soliciting 
former customers. 340 


Every case depends upon its own facts, in this situation. . 

While former employee will not be permitted to steal business or accounts of employer, 
it is clear that former employee is not debarred from going into business for himself and 
soliciting or serving customers of his ex-employer. 463 


E. False Advertising 


Even in absence of direct competition, defendants restrained from falsely representing 
that their stores are “factory show rooms;” that their prices represent a price lower than 
that charged elsewhere for the same merchandise; and that there is any connection between 
defendants’ stores and those of plaintiff. 561 


F. Threats of Litigation 


Counterclaim, alleging that plaintiff maliciously and in bad faith made threats of liabilit; 
and litigation to counterclaimant’s customers, buyers and sales persons whereby such trade 
cancelled their orders and traded with plaintiff instead, held to state an equitable cause of 
action, though the prayer for relief requests no injunction. 461 


Defendant held entirely within its rights in sending out letters to plaintiff and to customers 
of plaintiff whom defendant considered to be infringing its design patent. 1067 


G. Other Forms 


Copying plaintiff’s method of distribution, held not unfair competition per se. 
False statement that competition is about to discontinue business may be slanderous per se 
Passing one’s self off as agent of another is a form of unfair competition. 1097 


Defendant’s use of title, “Esquire Girl,” without name of plaintiff artist, on reproductions 
of pictures made by plaintiff for defendant, held to constitute neither misrepresentation nor 
unfair competition, where plaintiff had furnished the pictures and agreed that the pictures and 
any and all names or material used in connection with them “shall forever belong exclusively to” 
defendant, and that defendant “shall have all rights with respect thereto, including . . . the right 
to use ... or otherwise dispose of the same as it shall see fit.” 52 


Rights in literary and artistic property are subject of definitive contracts between artist 
and publisher. $2 


In construing such contracts, no reservation of rights in the grantor will be presumed; it 
must be expressed and clearly imposed; where there is no ambiguity in the granting language 
of the contract, there can be no implied intent of the parties to reserve any rights in grantor 

Doctrine of “moral rights” of authors, developed in civil law countries, held not recognized 


- 


in the United States. 52 


Defendant with knowledge of plaintiff’s contract for exclusive services of unique performer, 
conceded to be not replaceable, enjoined pendente lite from showing Frank Sinatra and repro- 
ducing his voice in “March of Time” film and sound track. 207 
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Motion picture of entertainment for service personnel given under the auspices of Navy 
Department held not a reproduction of an event open to the public, and defendant, an interloper 
as far as plaintiff is concerned, will not be permitted to compete with plaintiff’s exercise 
of legitimate contract right to the exclusive exploitation of the performer’s talents. 207 


§3. Surrs For UNFAIR COMPETITION 
A. Pleading and Practice 


Counterclaim for declaratory judgment that plaintiff’s trade-mark is invalid dismissed on 
motion in suit for unfair competition because allegations of counterclaim will be before court 
under other allegations of answer and declaratory judgment is unnecessary for determination 
of the controversy. 1083 


B. Jurisdiction 
In unfair competition suit in Federal court, with jurisdiction based on diversity of citizen- 
ship, since defendant’s acts all took place in Pennsylvania, the local law applies; law of 
Pennsylvania held not to conflict with principles of unfair competition laid down by Federal 
courts. 69 


C. Evidence 
Plaintiff held to have established likelihood of confusion resulting from defendant's use 


of trade-name by testimony showing confusion in telephone calls, misdelivery of mails and 
purchases made from defendant by members of the public in mistaken belief that they were 


dealing with plaintiff. 218 
Evidence tendered by plaintiff regarding defendant’s complaint to Federal Trade Commis- 
sion held not pertinent to the issues herein. 1067 


Testimony of members of the trade as to their own confusion is strong evidence because 
of their greater knowledge of trade-marks than ordinary members of the public. 

Testimony of paid shoppers in connection with purchases made by them, held convincing as 
to probability of confusion. 

Certain misdirected mail, held inadmissible; and correspondence regarding mistakes in ad- 
vertising by retailers held admissible but entitled to little weight. 1114 


V. STATE TRADE-MARK STATUTES 


§ 1. New York 


Section 964 of the New York Penal Law provides civil and criminal remedies, by summary 
proceedings, which are separate and independent. 

Proof of intent to deceive is required to subject defendant to criminal penalties but not 
for injunctive relief. 

Injunction may issue when court is satisfied that defendant’s use of the name may deceive 
or mislead the public. 786 


Under Section 964 of New York State Penal Law, neither proof of criminal intent, nor proof 
beyond a reasonable doubt, nor proof that any person has in fact been deceived or misled is 
required to warrant issuance of injunction. 690 


Proof of intent to deceive is required. 

Upon the papers presented, held that petitioner, generally known as “Greyhound Lines” or 
“Greyhound,” is not entitled to summary injunction, under Section 964 of Penal Law, against use 
of “Greyhound” in taxi business. 690 


Use of plaintiff’s uncopyrighted music and use of their names in connection therewith, held 
not subject to restraint under Section 51 of the New York State Civil Rights Law. 

Where the work of a composer is in the public domain and may be freely published by 
others, held there is no necessary implication that the composer has approved or collaborated 
in production and distribution of motion picture utilizing the work as background music 
and stating the name of the composer. 
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Motion picture entitled “The Iron Curtain,” held not to libel plaintiffs by including their 
uncopyrighted music and giving their names as composers. 793 






§ 2. MASSACHUSETTS 






Mass. St. 1947 c. 307 held to provide two new substantive rights, viz., protection against (1) 
likelihood of injury to business reputation and (2) likelihood of dilution of the distinctive 
quality of trade-name. 

Defendant enjoined from use of words “Food Fair” simpliciter, but left free to use the 
two words if it prefaces them by name of defendant’s chief officer or name of town, in view 
of lack of originality of plaintiff’s trade-name and fact that confusion of customers can be 
dissipated by small alterations in the symbol, where plaintiff had priority over defendant 
in other states, had acquired secondary meaning, and defendant had knowledge of plaintiff's 
use and the expanding character of its chain but defendant’s acts neither deprived plaintiff of 
sales nor affected the worth of plaintiff’s name outside Massachusetts. 1085 














Massachusetts common law rule has been changed by statute, to eliminate necessity of 
proof that the parties are actually competitors; and injunction will issue to prevent course of 
conduct likely to injure business reputation or to dilute good-will where plaintiff establishes 
the acquisition of a reputation and good-will constituting property right in a trade-name. 681 















COURTS—PLEADING AND PRACTICE 


§ 1. JURISDICTION. 


VI. 







When two or more plaintiffs have separate demands united in single suit, held essential that 
the demand of each be of the requisite jurisdictional amount. 

When several plaintiffs unite to enforce a single right in which they have common interest 
it is enough if their interests collectively equal jurisdictional amount. 

Doctrine of Hurn yv. Oursler held inapplicable, because federal claim as to trade-mark is 
held plainly wanting in substance and copyright infringement is not properly plead. 1097 









Federal court having jurisdiction of unfair competition suit, on basis of diversity of citizen- 
ship, where there is no issue as to infringement of registered trade-mark, applies state law of 
unfair competition. 681 








Where two cases between the same parties, on the same cause of action are pending in 
two different Federal courts, the one which was commenced first is to be allowed to proceed 
to its conclusion first, and an injunction to accomplish this proper. 647 








Consent of the parties, in advance of accrual of cause of action, confers jurisdiction on court 
of foreign country; consent to jurisdiction of foreign court carries with it submission to its 
procedural requirements and confers the right to assess damages; and in absence of violation of 
public policy, New York courts will enforce foreign judgment based on such consent. 685 







In measuring jurisdictional amount, value of plaintiff’s mark held neither necessarily nor 
usually controlling. 

Where plaintiff had chain of 103 stores, in other states, grossing about $150,000,000 and 
netting about $2,700,000, value of its right to operate in Massachusetts without being faced 
with competition under same name held to exceed $3,000. 1085 








Federal jurisdiction of claim of infringement of registered trade-mark, in suit between 
citizens of same state, sustained under 15 U. S. C. A. 96, with pendent jurisdiction as to claim 
of unfair competition. 543 







Federal Declaratory Judgment Act being only procedural does not confer jurisdiction merely 
because controversy exists; federal jurisdiction must still be found in some other statute; and 
as there is no diversity of citizenship and plaintiff has no registered trade-mark, held that 
federal court has no jurisdiction to decide the declaratory judgment proceedings tendered by 
proposed supplemental bill of complaint. 550 
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§ 2. PLEADINGS 


Purpose of pleadings is to give general notice of nature of claim and show that pleader 
is entitled to relief; averments should be simple, concise and direct; evidence need not be 
plead. 1097 

Role of depositions, discovery and pre-trial procedure is to narrow and clarify basic issues and 
ascertain facts relative thereto. 

Stating each claim separately is better practice, though failure to do so is no longer ground 
for dismissal. 1097 

Pleadings are to be kept short and concise. 

Complaint must be sufficiently clear and definite that defendant may admit or deny the 
charges; complaint need not document the charges with evidentiary references. 

Complaint alleging that defendant has infringed plaintiff’s registered trade-mark “Lino-gloss” 
by applying the name “Linglo” to defendant’s product having a use similar to plaintiff’s, and al- 
leging that plaintiff notified defendant of the alleged infringement, but that defendant has con- 


tinued to use its mark to plaintiff’s damage, held adequate in its recital of facts and allegations. 
985 


Where there is any conflict between decision of Circuit Court of Appeals and relief sought by 
supplemental bill, it would be necessary to obtain permission of the Circuit Court to file supple- 


mental bill. 
Motion for leave to file supplemental complaint, directed to court’s discretion, denied where 


proposed evidence conflicts with decision of District Court and delay of some eight years in the 


instant case is held to constitute laches. 1110 
Motion to file supplemental bill of complaint made prior to responsive pleading to the 
complaint should have been granted. 550 


Defense of laches held available on motion to strike certain portions of complaint. 

Court is responsible for determining whether laches is apparent on face of bill of com- 
plaint or whether such defense should be considered on final hearing. 

Paragraph of complaint alleging defendant’s name was selected with intent to mislead, held 
properly stricken because of laches apparent on face of bill; the only wrong complained 
of was selection of name fourteen years before, with no allegation of continuing use which 
would cause future harm. 1126 

Upon consideration of demurrer to complaint, only those facts well pleaded are regarded 
as admitted; conclusions of pleader stated in general terms do not constitute well pleaded facts 


which demurrer admits. 770 
Complaint held not to state facts sufficient to constitute a cause of action but to consist 
largely of mere conclusions of the pleader. 770 


In case of permissive intervention, intervenor in patent infringement suit held not entitled 
to counter claim for unfair competition because that is not an issue involved between the 
original parties. 

Intervenor counterclaimant held entitled to contest validity of plaintiff's patent. 

Separate trial on counterclaim held available only where counterclaim is properly filed in 
the first instance. 984 


§ 3. EviDENCE 
While communications between plaintiffs and their attorneys are privileged, admissions by 
plaintiffs that plaintiff Ferguson was in fact not the inventor of an invention covered by a 
patent in issue, or that the damage which the complaint attributes to violation of the anti-trust 
laws was in fact attributed by plaintiffs, before suit, to some other cause, held not confidential 
in the sense of being inadmissible in evidence. 1094 
Use of papers containing trade secrets, turned over to defendants by plaintiffs’ employee, 
for purposes of examining witnesses, refreshing recollection or introducing them into evidence, 


held controllable by exercise of trial court’s discretion in each instance, depending on the 
facts. 1094 
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Evidence of misconduct of a party using falsehood and fabrication in presentation of his 
case, held admissible as tending to show that such party is unwilling to rely on the truth 
of his cause. 891 


§ 4. FINDINGS. 


Provisions of Federal Rules of Civil Procedure, Rule 52 (a), requiring that District Court 
make findings of fact and state conclusions of law are mandatory and there must be reasonable 
compliance therewith. 755 

Where District Court entered final judgment, including ultimate finding of liability, 
awarding profits and damages for trade-mark infringement and unfair competition, but without 
special findings of fact or conclusions of laws and with no opinion or memorandum, held not 
fair compliance with the Rule and to constitute error. 755 

Where master, who had held hearings on accounting and had heard controverted evidence, 
died before making report, thus depriving the court of master’s findings on the evidence and 
as to credibility of witnesses, held that it was duty of District Court, in absence of findings and 
report from master, to direct trial de novo before new master or before itself. 755 


Absence of affirmative finding of secondary meaning by trial court held adequate basis for 
denial of relief; lack of specific, negative finding, by trial court, that plaintiff had not established 
secondary meaning, immaterial where facts are all against plaintiff’s claim. 57 


§ 5. MoTIoN PRACTICE. 

More definite statement denied where defendant’s motion requests items of evidence only 
or matter not properly included in complaint, such as information as to (a) amount of money 
spent by plaintiff in advertising its trade-mark, (b) basis of plaintiff’s allegation that its 
mark has met with popular approval, and (c) date when manufacture of particular goods was 


commenced. 
Information sought held to be of the type which should be obtained, if needed, under rules 
relating to discovery. 985 
All well plead facts are considered as admitted on motion to dismiss; pleadings are not 
tested by the way facts may turn out or by what decision may ultimately be made on the 
merits. 1097 
Motion to dismiss counterclaim denied, under Rule 12(b) of Federal Rules of Civil Proced- 
ure, because it should have been made before reply to counterclaim was served. 985 
Dismissal of complaint held proper for lack of federal jurisdiction in suit between citizens 
of same state where plaintiff’s trade-mark was not registered; and fact that plaintiff sought 
cancellation of defendant’s federal registration held immaterial. 550 
Plaintiffs’ motion for application of protective devices, contemplated by Rule 30 (b) of 
Federal Rules of Civil Procedure, denied where plaintiffs’ employee in breach of faith assisted 
defendants in preparation of their defense and surrendered to defendants confidential documents 
belonging to plaintiffs which were in the employee’s possession as a result of his confidential 
relationship to his employers. 1094 


§ 6. PRELIMINARY INJUNCTION 
Motion for preliminary injunction denied in absence of evidence that descriptive title of 
plaintiff’s booklet had acquired secondary meaning and in absence of any proof of confusion 
or unfair competition. 769 
Plaintiff held entitled to a preliminary injunction where the equities and balance of con- 
venience favor plaintiff and plaintiff has shown clear right to relief. 770 
To warrant granting of preliminary injunction, plaintiff must make out clear right to 
relief. 791 
On application for injunction pendente lite, plaintiff has burden of establishing clear right to 


relief sought. 987 
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There can be no balancing of injuries which may arise from grant or refusal of injunction, 
where such balancing involves preservation of or injury to established right. 876 


Considering comparative investments of parties, comparing damage which would result to 
plaintiff from defendant’s acts and the difficulty, if not impossibility, of measuring plaintiff's 
damage, with relatively slight damage which might result to defendant if appellate court should 
hold injunction wrongfully issued, and weighing plaintiff’s exclusive contract rights and de- 
fendant’s knowledge thereof against defendant’s questionable privilege or interest, held that the 
balance of convenience favors granting preliminary injunction to plaintiff. 207 


Defendant’s departure from terms of absolute preliminary injunction held approved by trial 
court by entry of final injunction containing modification, since permanent injunction supersedes 
the provisional remedy afforded by preliminary injunction. 693 


If plaintiffs are entitled to summary relief against the business consequences of disclosure 
of confidential information by their employee, held application therefor must be presented upon 
motion for interlocutory injunction. 

Absent facts justifying interlocutory relief, the remedy would be by independent action or 
supplemental complaint. 1094 


Preliminary injunction is extraordinary remedy granted only on clear proof showing that 
irreparable injury is threatened during pendency of action and that restraint is required to 
preserve status quo; but equity will not permit wrongdoer to shelter himself behind suddenly 
or secretly changed status. 

Injury is irreparable if wrongs are of repeated and continued character or occasion dam- 
ages estimable only by conjecture. 876 


§ 7. CONTEMPT PROCEEDINGS 


Question whether defendants’ label constitutes violation of decree, held cognizable in contempt 
proceeding rather than under supplemental bill. 

On motion for leave to file supplemental complaint, defendants’ label carrying legend “Made 
by Johnson Products Company, Buffalo, N. Y.,” in circular form, immediately below the 
phrase “Johnson’s Cleaner,” held to meet terms of Circuit Court decision requiring that 
the legend be used in immediate juxtaposition to the phrase. 1110 


Where plaintiff proceeded by petition and order to show cause, to bring to court’s attention 
defendants’ violation of injunction, and defendants moved to dismiss the petition and upon 
hearing, at which court had offending advertising before it, defendants were given opportunity 
to present testimony at adjourned hearing but failed to deny publication of the advertising, held 
there was no prejudicial error. 758 


§ 8. APPELLATE PROCEDURE 


Trial court’s finding of no unfair competition is not conclusive on appellate court, if it takes 
different view as to likelihood of deception; but majority of this court agrees with finding of 
trial court. 543 


On question of same descriptive properties in trade-mark infringement and unfair competition 
cases, appellate court is as capable of reaching a conclusion on evidence as District Court. 188 


Trial court’s finding as to likelihood of confusion held not a finding of likelihood of con- 
fusion as to source of origin as required by the Lanham Act; or assuming that such finding is 
adequate then it is held not sustained by substantial evidence. 188 


Findings of facts made by chancellor in Common Pleas Court and approved by the Court 
en banc, held to have the effect of a jury verdict. 567 


Trial courts findings based upon substantial oral and documentary evidence and infer- 
ences reasonably and logically drawn therefrom cannot be set aside on appeal. 430 


In an equity case, the reviewing court gives slight weight to trial court findings based on 
deposition testimony. 431 
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Exceptions to master’s report not argued by defendant on appeal, held to have been 
waived. 345 


Control of Circuit Court of Appeals over its mandate, except as to matters of form, ended 
with the term during which it went down. 643 
On appeal to Appellate Division, the most favorable inferences must be drawn for plaintiff 
where nonsuit is involved. 340 


Where parties stipulated that hearing on preliminary injunction motion should be treated 
as final hearing, decree entered is appealable as final judgment. 532 


Finding of deliberate intent to compete unfairly held to involve questions of credibility for 
trial court’s determination and to be supported by the evidence of record. 516 


An important function of mandamus is to keep a lower tribunal from interposing unauthor- 
ized obstructions to enforcement of a judgment of a higher court. 

Power to issue a mandamus extends to cases where its issuance is either an exercise of 
appellate jurisdiction or in aid thereof; but fact that mandamus is closely connected with 
appellate power does not necessarily mean that power to issue it is absent where there is no 
existing or future appellate jurisdiction to which it can relate. 

Act of June 9, 1944, amending statute providing for direct appeals to Supreme Court from 
District Courts in antitrust cases, passed to meet contingency of lack of a quorum qualified to 
sit in Supreme Court, gave the Circuit Courts of Appeal full judicial power to deal with causes 
certified by Supreme Court to them, including power to issue mandamus to protect their 
mandates. 643 

On appeal to C. C. P. A., party appealing has obligation to lay the record before the 
Court. 

Appellee desiring inclusion of other proper matter in the record must petition C. C. P. A. 
for certiorari to have such matter included. 

In absence of cross appeal, Patent Office is without authority by statute, Patent Office rule, 
or rules of C. C. P. A., to include in record a request of appellee material not included in 
appellant’s praecipe. 658 

As opposer’s intervention, in District of Columbia suit, did not relate back to commence- 
ment of the suit, the suit in the Southern District of New York was first in time between 
the parties and therefore the order advancing the district of Columbia suit for trial must 
be set aside and the order enjoining the applicant from proceeding with the New York suit 
reversed. 647 


§ 9. ConFLict oF Laws 
Federal court, in case where jurisdiction depends on diversity of citizenship only and cause 
of action is based upon Massachusetts statute, applies Massachusetts substantive law. 1085 
In construing Massachusetts legislation, Federal court must follow state rules of statutory 


construction. 
Testimony of proponent and draftsman of legislation, called as witness by court, held not 
admissible as evidence of intent of the legislature. 1085 


Federal law governs causes of action for infringement of copyright and registered trade- 
marks. 

Substantive law of Pennsylvania governs controversy so far as common law trade-mark 
rights and unfair competition are involved and Federal jurisdiction depends solely on diversity 
of citizenship. 

Pennsylvania and Federal law held the same in unfair competition cases. 876 


VII. DESIGN PATENTS 


Presumption is that design patents of plaintiff and defendant are valid. 1067 


Test of validity of design patent is whether design involved a step beyond prior art requiring 
“inventive genius;” it does not suffice merely to show that design is novel, ornamental or 
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pleasing in appearance; greater skill must be revealed than that of ordinary designer chargeable 
with knowledge of the prior art. 172 


Test of design patent infringement is whether ordinary purchaser is likely to be deceived 
into purchasing one supposing it to be the other. 

Patentable difference does not of itself negative infringement; issuance of one design 
patent subsequent to issuance of another raises no presumption of patentable differences be- 
tween the two designs; it may be based on infringement plus improvement. 1067 


Plaintiff’s design patent (No. Des. 114,262), for a clock casing, held invalid where prior 
art shows all the elements that are combined in the patented design and the slight changes 
from the prior art show adapter’s talent but not the requisite originality and invention. 172 


Expiration of design patent effects dedication of the design to the public. 57 


Plaintiff, having enjoyed statutory monopoly, during term of design patent, held not entitled 
to extend its protection, at common law, by comprehensive claim of secondary meaning, in all 
elements of the very design patented; upon proper proof, however, plaintiff might be entitled 
to relief on ground that some feature of its design had acquired secondary meaning. 57 


VIII. SHERMAN ACT—MONOPOLIES 


Material consideration in determining whether monopoly exists, under anti-trust laws, is that 
power exists to raise prices or to exclude competition. 901 


Fact that Ascap is a membership association gives it no immunity. 

Ascap’s purpose to prevent infringement of its members’ copyrights, held no defense. 

Reasonableness of the prices fixed by unlawful combination, held no defense; and abandon- 
ment of demands for increased price held no defense to injunction. 

Plaintiffs’ alleged violations of anti-trust laws held not to constitute “unclean hands” because 
they have no immediate and necessary relation to the equity sought. 901 


Ascap held a monopoly within the language of Section 2 of the anti-trust laws. 

It is unlawful for owners of a number of copyrighted works to combine their copyrights by 
agreement or arrangement, even for purpose of better preserving their property rights; and 
combination of its members, in transferring to Ascap all their non-dramatic performing rights, 
held a combination in restraint of interstate trade, which is prohibited by Section 1 of the anti- 
trust laws. 

Combination of Ascap members held to restrain competition in marketing performing rights 
of their copyrighted works and films. 901 


Ascap directed to divest itself of all rights of public performance for profit of musical com- 
positions synchronized with motion picture films and to assign performance rights to owners of 
musical copyright. 

Ascap restrained from obtaining public performance rights to any musical composition syn- 
chronized with motion picture films when musical composition is performed publicly for profit 
in conjunction with exhibition of film. 

Ascap members restrained from refusing to grant motion picture producers public perform- 
ance rights on all musical compositions which they allow to be synchronized with films. 

Ascap members restrained from licensing public performance rights of musical compositions 
synchronized with films except to motion picture producers. 

Ascap and its members restrained from conspiring with motion picture producers for the 
purpose of including clause in contracts issued by producers requiring exhibitors, directly or 
indirectly, to obtain license from Ascap as condition to exhibition of licensed pictures. 


Where case is tried by court without a jury, held that the same rules should be followed 
by the judge, in estimating damages, that should guide a jury; but in the case at bar, even 
assuming injury to plaintiff’s from Ascap’s violations of the anti-trust laws, there is no evidence 
in the record which affords sufficient basis to approximate plaintiffs’ damages. 901 

While the amount of any overcharge may be recovered, upon proof from which the trial 
court may reasonably approximate the amount of the overcharge none of the cases hold that those 
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who have paid a monopolist a price for its product, may claim that the extent of the damage 
is the full amount paid. 

Burden of proof of injury is on plaintiff in anti-trust suit; lighter burden which plaintiff 
carries in such cases, in proving extent of damages cannot be met by merely showing amount 
paid to violator. 

Even though plaintiffs have made out a case for equitable relief, held they may not recover 
attorneys’ fees under the statute because they have failed to establish their claim for damages, 
and court may properly award attorneys’ fees only as an incident to successful prosecution 
of law action for recovery of damages based on violation of anti-trust laws. 901 


Threatened use of monopolistic power to demand exorbitant fees, held sufficient grounds 
for exercise of equitable power of court to prevent threatened injury. 901 


IX. COPYRIGHTS 


Existence of the doctrine of moral right of an author or composer, held not clear under our 
law; with reference to that which is in the public domain, conflict arises between the moral right 
doctrine and the well-established rights of others to use such works. 793 


Right to perform copyrighted musical composition. publicly for profit is one of rights that 
copyright owner receives under Copyright Law and it has some intrinsic. value. 901 


X. FEDERAL TRADE COMMISSION ACT 


F. T. C. cease and desist order restraining use of “Imported”—“Du Barry” or any other 
legend indicative of French origin, to designate or describe goods made in whole or in substantial 
part in Japan, without clearly disclosing the origin of the goods, affirmed, where there was 
substantial testimony that petitioner’s advertising conveyed to retailers and consumers the im- 
pression that the goods were of French origin; and held that the order does not purport to inter- 
fere with the use of the trade-mark “Du Barry” nor is it too vague. 652 


Petitioner’s contention that there was no show-cause hearing held without substance where, 
upon notice from the Commission and without objection, petitioner had participated in all hearings 
and the taking of testimony. 

Petitioner’s motion to quash examiner’s report, under F. T. C. rule requiring examiner 
to file report not later than 30 days after receipt of transcript, held without factual - basis 
because record fails to show when examiner received transcript. 652 


XI. FAIR TRADE ACT 


Rather than sanctioning the fixing of prices on commodities as such, purpose of the statute is to 
afford protection against injury to value of good-will of the producer, symbolized by trade-marks, 
brands, or names identifying them. 987 


Fact that merchandise bearing trade-mark is “war surplus” goods, not claimed to be dam- 
aged or deteriorated in quality, held no defense to violation of California Eair Trade Act. 

Federal Surplus Property Act of 1944 held not to exempt goods sold thereunder from state 
Fair Trade Laws. 

“Close out” clause of Fair Trade Act held to relate only to situation where dealer, in 
good faith, intends to discontinue dealing in product or line and does not sanction disregard of 
the Fair Trade price for the purpose of reducing stock or disposing of a portion of it. 

In absence of discrimination it is not incumbent upon plaintiff to sue all violators. 987 
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